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THE SEVENTH YEAR OF ADMINISTRATION OF THE 
LANHAM TRADE-MARK ACT OF 1946* 


By Walter J. Derenberg** 


PART I. LEGISLATIVE AND ADMINISTRATIVE 
DEVELOPMENTS 


I. LEGISLATIVE DEVELOPMENTS 
1. Proposed Federal Legislation 
a. The Wiley Bill 





















Ph etary teete Re 


It had been hoped at the time of last year’s report’ that the 
revised Wiley Bill (S. 2540)? would by now have been passed by 
the 83d Congress. Hearings were held with regard to the bill on 
March 25, 1954, and while it has not yet been enacted, it has just 
been learned that the Wiley Bill was favorably reported on August 
5 by the Senate Committee on the Judiciary. However, the bill 
has been amended in several respects and is accompanied by a 
comprehensive committee report. A few days later, the Senate 
actually passed the bill but at the time of this writing, it seems to 
be almost a certainty that the House will not pass the bill during 
its present session. 


b. The Customs Simplification Bill (The Byrnes Bill) 


The Administration, in seeking numerous revisions of the 
Customs laws and tariff schedules, included in H. R. 9476° two 











* Reprinted by special permission from the August 16, 1954 issue of the Patent, 
Trade Mark and Copyright Weekly Reports, published by The Bureau of National 
Affairs, Inc., Washington 7, D. C. 

"7 Member of New York Bar; chairman of Editorial Board, USTA. 

1. Derenberg, ‘‘The Sixth Year of Administration of the Lanham Trade-Mark Act 
of 1946,’ 98 USPQ No. 8, Part II, Sept. 14, 1953 (43 TMR 779), hereafter referred to 
as ‘*The Sixth Year.’’ 


2. 83d Cong., 1st Sess., introduced July 31, 1953; revised text introduced Jan. 20, 
1954. The Committee Report of August 5, 1954, on 8. 2540 is No. 2266. 


3. 83d Cong., 2d Sess., introduced by Rep. Byrnes of Wisconsin June 8, 1954. 
991 
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provisions (Sections 501. and 502.) under which Section 42 of the 
Trade-Mark Act of 1946 would be repealed and Section 526 of the 
Tariff Act* drastically changed by making that section inapplicable 
in all cases in which there exists a relationship of ‘‘branch-factory, 
parent-subsidiary, agency, licensee, partnership, or similar rela- 
tionship’’ between the United States registrant and the foreign 
exporter. As will be pointed out below,® this proposed change 
goes even beyond the recent amendment of the Customs Regula- 
tions on this point. Shortly before the hearings on H. R. 9476 it 
was announced that Sections 501. and 502. have been eliminated 
from the bill but the question of their enactment might be reopened 
by the sponsoring Government agencies in connection with further 
Congressional action on the previously mentioned Wiley Bill, S. 
2540, as a Government-sponsored proposal to amend Section 42 of 
the Act of 1946. §S. 2540, as reported on August 5, 1954, included 
as an amendement to Section 42 the exact language which was 
eliminated from H. R. 9476. The Report stated that these changes 
were proposed by the Department of the Treasury and are ‘‘con- 
curred in by the other Departments interested.’’ The Report 
made no mention of the strong opposition voiced against this 
change by trademark owners and by the affected industries. How- 
ever, at the last moment, upon a request by Senator Wiley, this 
amendment was withdrawn so that S. 2540, as passed by the 
Senate, does not include this controversial matter. 


c. The Proposed Organic Act for the Virgin Islands 


Another important amendment to Section 526 of the Tariff 
Act and Section 42 of the Trade-Mark Act is proposed in S. 3378° 
which passed the Senate on May 17, 1954 and broadly holds both 
these sections inapplicable with regard to importation of trade- 
marked products as between the Virgin Islands and the United 
States. The corresponding House Bill, H. R. 5181 (Section 27(c)) 
does not incorporate in its final version this proposal in its entirety 
but provides for an exemption only with regard to importation 
into the Virgin Islands of ‘‘ genuine foreign merchandise bearing a 


4. Tariff Act of 1930, 19 U.S.C. sec. 1526 (1952 edition). 

5. Cf. infra, II, No. 3, ‘‘The Customs Regulations’’ p. 3. 

6. 83d Cong., 2d Sess., introduced by Senator Butler of Nebraska April 29, 1954, 
from the Committee on Interior and Insular Affairs. 
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genuine foreign trademark.’’”’ Under this version, Section 42 and 
and Section 526 would remain applicable to importations of such 
merchandise from the Virgin Islands into the United States or its 
possessions. S. 3378 has now been passed by the Congress in this 
revised form and was signed by the President on July 22, 1954. 


2. State Legislation 
a. The Model State Act 


The so-called ‘‘ Model Bill’’, as amended and approved by this 
Section at its annual meeting in Boston in 1953,* has been enacted 
in three more states, Ohio, New York and Maryland, so that it is 
now in force and effect in ten jurisdictions.° 


b. The ‘‘ Antidilution’’ Statute 


Perhaps the most important development in state legislation 
is the enactment by the State of New York in 1954 of the ‘‘ Anti- 
dilution’’ Statute.°. New York thus becomes the third state to 
pass such a statute, which had been previously enacted in Massa- 
chusetts and Illinois..* The New York ‘‘Anti-dilution’’ Statute 


broadly provides—as do the Massachusetts and Illinois predecessor 
acts—that likelihood of injury to business reputation or of dilu- 
tion of the distinctive quality of a trademark or trade name shall 
be a ground for injunctive relief in cases of trademark infringe- 
ment or unfair competition, notwithstanding the absence of com- 
petition between the parties or the absence of confusion as to the 


source of goods or services. 


7. Introduced by Rep. A. L. Miller of Nebraska. 


8. Annual Meeting of the American Bar Association, Section of Patent, Trade- 
Mark and Copyright Law, Boston, Mass., August 23, 1953. 

9. Ohio Sen. Bill No. 117, patterned on the Model Bill, and Sen. Bill No. 262, 
a companion bill concerning bottles and refillable containers, both approved July 20, 
1953, effective Oct. 1, 1953; New York, Assembly Bill No. 174, approved April 12, 
1954, effective Sept. 1, 1954, passed in conjunction with Assembly Bill No. 175, which 
deals with ownership marks on bottles and containers; and Maryland, Senate Bill 
No. 14, approved April 2, 1954, effective June 1, 1954. It is understood that several 
other State Legislatures contemplate introducing the Model State Registration Bill 
during their next sessions. 

10. Sen. Bill No. 1970, introduced by Mr. Mitchell, approved April 12, 1954, effee- 
tive July 1, 1954; amending the General Business Law by adding thereto Section 361-a. 

11. Mass. G.L. (Ter.Ed.) ¢. 110, See. 7A, inserted by Mass. St. 1947, ¢. 307; 
Ill. Sen. Bill No. 292, approved June 25, 1953. Cf. Beverly M. Pattishall, ‘‘The Case 
for Anti-Dilution Trade-Mark Statutes,’’ 43 TMR 887 (Oct. 1953), a paper presented 
at the American Bar Association meeting at Boston, August 23, 1953. 
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3. Foreign Legislation 


Outstanding among legislative activities abroad was, of 
course, the enactment of the new Canadian Trade-Mark Act, 
which became effective on July 1, of this year.** On May 7, 1954, 
the Canadian Government promulgated new trademark rules to 
be effective on July 1, 1954, which have now taken the place of the 
Trade-Mark Regulations of July 20, 1948." 


II. ADMINISTRATIVE DEVELOPMENT 
1. Rules and Regulations of the Patent Office 


The Commissioner’s Committee on Trade-Mark Law and 
Practice, which had been appointed in the Spring of 1953,’* has 
had under consideration a series of important revisions of the 
existing trademark rules, particularly with regard to the conduct 
of inter partes cases. At the time of this writing, the proposed 
new rules have not yet been published in the Federal Register but 
a preview thereof was given by Assistant Commissioner Leeds at 
the annual meeting of the United States Trademark Association.” 
As outlined by Commissioner Leeds, the revised rules will not 
only propose considerable changes in existing inter partes prac- 
tice but are also intended to bring about certain economies in view 
of the recent Congressional cut in the Patent Office budget. Some 
economies have, of course, already become effective. Thus much 
unnecessary printed matter has been eliminated from the printed 
or ‘‘soft’’ copies of registrations, and the Official Gazette has 
been given a new format by eliminating, rearranging and abbre- 
viating the trademark section. 


2. The Federal Trade Commission 


The Federal Trade Commission does not seem to haxe exer- 
cised its jurisdiction under Section 14 of the Act of 1946, to seek 


12. The more important revisions embodied in the new act are discussed in a paper 
by John C. Osborne, ‘‘The New Canadian Trade Marks Act,’’ 43 TMR 546 (June- 
July 1953). See also: John C. Osborne, ‘‘ New Canadian Trade Mark Law,’’ 44 TMR 
891 (August 1954). Mr. Osborne was a member of the Trade Marks Law Revision 
Committee. For a survey of recent Canadian trademark decisions, see Harold G. Fox, 
**Recent Canadian Decisions,’’ 44 TMR 616 (June 1954). 


13. Canada Gazette, No. S-2 Extra, Vol. LXXXVIII, May 7, 1954. 
14. Cf. ‘‘The Sixth Year,’’ note 1, p. 779. 


15. This part of Commissioner Leeds’ address is printed in the July 1954 issue 
of The Trade-Mark Reporter. 
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cancellation of registered trademarks, within the past year. 
Indeed, the Commission is understood to be on record as not being 
opposed to that Section of the Wiley Bill, S. 2540, which would 
eliminate its jurisdiction under the proviso of Section 14(d). All 
the more significant, perhaps, is a series of recent cases in which 
the Commission has instituted proceedings seeking to enjoin use 
of deceptively employed trademarks under its general jurisdiction 
(Section 5 of the Federal Trade Commission Act), rather than 
under the trademark statute. In In the Matter of Standard Sew- 
ing Equipment Corporation,” which is but one of a large number 
of cases instituted to suppress unfair methods of competition in 
the sale of foreign-made (Japanese) sewing machines, the re- 
spondents had marketed their machines with the trademark 
UNIVERSAL. Respondents’ main defense was that not only did the 
word ‘‘Japan’’ appear distinctly on a medallion on the head of 
the machine but that they had secured a Federal registration of 
the trademark universat at the United States Patent Office. Sig- 
nificantly, it was pointed out that the mark UNIVERSAL was in wide- 
spread use as a trademark in the United States by numerous other 
concerns, particularly by the firm of Landers, Frary & Clark, 
which had long been using it for a large line of kitchen and house- 
hold appliances (not including sewing machines). Despite the 
fact that the Landers firm had filed no opposition against regis- 
tration of Standard’s trademark unrversaL, Hearing Examiner 
Hier found that use of the name uNiIveRsAL on a foreign-made 
machine would result in deception of the American public in view 
of the widespread use of the name by others. He said: 
‘‘Registration of a brand or trade name or mark with the 
U. S. Patent Office for use on a class of products does not 
confer on the registrant the unqualified right to use such 
name where to do so is to confuse such products with products 
of even an entirely different class in the mind of the con- 
sumer because of the identity of the brand, the widespread 
currency and favorable acceptance of the latter products 
and their closeness in function and usage to the class of 
products for which such registration has been issued. Regis- 
tration of a trademark is not controlling in a suit for unfair 
competition arising out of its use, * * * and the practice or 


16. F.T.C. Docket No. 5888, complaint issued June 27, 1951; initial decision Feb. 
5, 1954; appeal filed April 12, 1954. 
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rulings of the Patent Office cannot create a conclusive vested 

right in the registrant. * * *’’ 
Hearing Examiner Hier also suggested that use of a legend seek- 
ing to explain any false impression in connection with the word 
UNIVERSAL would be insufficient adequately to protect the public. 
As a result, Standard was prohibited by initial decision from 
using its registered trademark UNIVERSAL or any simulation of it 
as a trademark for its imported sewing machines. It should be 
noted, of course, that under the rules of the Commission, an initial 
decision is subject to appeal to the full Commission and such an 
appeal has in fact been filed. The case will therefore be argued 
before the full Commission within the near future and the decision, 
if affirmed, may be the beginning of an interesting new develop- 
ment in the general jurisdiction of the Federal Trade Commission 
with regard to both registered and unregistered trademarks.” 


3. The Customs Regulations 


The most important recent administrative development af- 
fecting trademarks was the promulgation by the Bureau of Cus- 
toms of its revised Customs Regulations with regard to the en- 
forcement of Section 526 of the Tariff Act (Sections 11.14-11.17, 
inclusive, as amended December 17, 1953, on Trade-Marks and 
Trade Names).** While the new regulations, so far as is known, 
have not yet been actually enforced, they reflect a policy and point- 
of-view which has long been urged upon the Bureau by the Anti- 
Trust Division of the Department of Justice and which seeks to 
make Section 526 inapplicable in cases in which it is used in re- 
straint of trade in connection with detention of foreign-made gen- 
uine merchandise. Thus, foreign manufacturers are said to have 
assigned their United States trademarks to U. S. distributors 
solely for the purpose of enabling the latter to record the regis- ~ 
tered mark under Section 526 of the Tariff Act only to receive 
immediately thereafter a reassignment of the trademark, which 
would not be recorded at the Patent Office. Moreover, the Govern- 


17. Similar cases are presently pending with regard to the use of the names 
CHAMPION and HUDSON on sewing machines of Japanese origin and imported by other 
respondents. (F.T.C. News Summary No. 30, Mar. 8, 1954.) 

18. Cf., ‘‘Important Changes in the Customs Regulations Concerning Recordation 
of Trade-Marks and Trade Names,’’ 44 TMR 131 (Feb. 1954). 
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ment, in the now famous Timken case’® drew special attention to 
the possible abuses to which Section 526 and Section 42 of the 
Act of 1946 can be subjected in connection with the operations of 
an international cartel and for other illegal, monopolisitie pur- 
poses under Section 2 of the Sherman Act. More specifically, 
however, the Antitrust Division and the Bureau of Customs had 
long taken the position that under the rule of the United States 
Supreme Court’s famous decision in Bourjois v. Katzel,” the 
benefit of recordation should be available only to those American 
enterprises which represent an independently created good will 
and business investment in this country and should not be ap- 
plied in situations in which the United States registrant is noth- 
ing but the prolonged arm of a foreign principal, so that the 
foreign manufacturer and the U. S. registrant in a factual sense 
constitute a ‘‘single trader.’’ Inasmuch as the Bureau of Cus- 
toms considers itself not equipped to examine into complicated 
international corporate relationships in the administration of Sec- 
tion 526, it has now so changed its rules as to make the section 
inapplicable if the United States trademark owner and the manu- 
facturers abroad are either the same person, partnership, associa- 
tion, or are related companies as defined by Section 45 of the 
Trade-Mark Act. Moreover, under the revised regulations, the 
Bureau of Customs will have to be advised in connection with 
each recordation as to the name and address of each related com- 
pany and with regard to the fact as to whether or not there 
may have been a reassignment of the U. S. trademark or trade 
name. Furthermore, the application for recordation must be ac- 
companied by affidavits signed by persons not associated with or 
related to the applicant, showing that applicant has the sole and 
exclusive right to the use of the mark or name involved in the 


. United States. For the first time, also, it is provided that re- 


cordation of a trademark or trade name will have to be accom- 
panied by a fee of $25; under the old rules, no charge had been 
made for recordation. There may be considerable doubt whether, 
in the absence of a change in the statute itself, Section 526 of the 
Tariff Act actually permits of the restricted interpretation which 

19. Timken Roller Bearing Co. v. United States, 341 U.S. 593, 89 USPQ 462 


(41 TMR 673) (1951). 
20. 260 U.S. 689 (13 TMR 69) (1923). 
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the revised regulations would impose. Perhaps for this reason, 
the Treasury Department, in cooperation with the Department of 
Justice, has sought to write two provisions into the pending Cus- 
toms Simplification Bill,”* which would go even beyond the limita- 
tions now found in the Customs Regulations and would make Sec- 
tion 526 inapplicable not only in cases involving related companies 
but those involving any relationship consisting of ‘‘branch-factory, 
parent-subsidiary, agency, licensee, partnership, or similar rela- 
tionship.’’ While this latter section has been withdrawn from the 
bill, the problem may be revived at any time and, in fact, has re- 
cently been presented to the courts in civil antitrust proceedings 
instituted by the Department of Justice against four well-known 
perfumery importers.** The Government’s theory in these four 
cases is stated to be broadly to test the applicability of Section 
526 to the importation of genuine foreign merchandise in cases 
in which the trademark has been recorded in the United States 
in the name of a subsidiary or affiliate. It is apparently the Gov- 
ernment’s contention that the section should be applied only in 
case of importation of spurious merchandise although the legis- 
lative history clearly points in the opposite direction. The Gov- 
ernment’s prayer for relief asks, inter alia, for an adjudication 
that Section 526 was not intended ‘‘to grant United States trade- 
mark registrants the power to exclude importation of merchan- 
dise bearing similar trademarks and produced by affliated foreign 
companies * * *,’’ 

It would thus seem that Section 526 and the legal and eco- 
nomic problems concerning it have at the moment become a seri- 
ous problem for United States trademark owners. Under the far- 
reaching revisions suggested in the Byrnes Bill* or under the 
Government’s theory as reflected in the perfume importers’ cases, 
some instances of abuses of the section may be met, but in a far 
greater number of cases grave danger to established trademark 
rights and a severe economic crisis for American business and in- 


21. H.R. 9476, note 3, supra. 

22. U.S. v. Guerlain, Inc., Civ. No. 93-267; U.S. v. Parfums Corday, Inc., Civ. 
No. 93-268; U.S. v. Lanvin Parfums, Inc., Civ. No. 93-269; U.S. v. Empro Corporation, 
Civ. No. 93-270; filed May 28, 1954 in the U.S. District Court for the Southern Dis- 
trict of New York. In one of these, U.S. v. Empro Corporation, the respondent has 
signed a consent decree. 

23. H.R. 9476, note 3, supra. 
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dustry may result. Many large United States manufacturing con- 
cerns may, for instance, have established their own factories in 
Japan for the purpose of enabling them to compete with labor 
conditions in that country and have sought at the same time to 
protect the American market by not permitting entry of such 
foreign-made merchandise, under the U. S. concerns’ trademarks, 
into the United Statgs.”* Without going into detail at this time, 
suffice it to say that those instances in which Section 526 has been 
most clearly abused in the past do not involve operations of this 
kind but have usually resulted from a too lenient policy on the 
part of the Patent Office to permit registration of various foreign 
trademarks in the name of mere agents or distributors who have 
nothing but a temporary contractual relationship to the person or 
concern whose good will is actually reflected by the trademark.” 
It is particularly interesting to note, therefore, that a change in 
Patent Office policy is recognizable in Assistant Commissioner 
Leeds’ recent decision in Mackie-Lovejoy Mfg. Co. v. Charles Birn- 
baum.” This was a cancellation proceeding seeking to cancel two 
registrations for the words GRIPWELL and FITWELL on the ground 
that they were confusingly similar to petitioner’s two registra- 
tions for seEtweLL. The Examiner of Interferences had sustained 
the petition on this ground. The Assistant Commissioner how- 
ever, although disagreeing with the Examiner on the issue of con- 
fusion, sustained the petition on the entirely different ex parte 
ground that registrant had never been the owner of the trade- 
marks in this country but, at best,,was a mere agent. The deci- 
sion says in this respect: 
‘‘An importer of trademarked articles does not acquire 
rights in the trademark used by a foreign manufacturer to 


24, These problems are also studied by the Attorney General’s National Committee 
to Study the Antitrust Laws, which is expected to issue its report and recommendations 
in the next year. 

25. Such a case was, for instance Sturges v. Pease, 8 USPQ 375 (21 TMR 167), 
48 F.2d 1035 (2d Cir. 1931), in which the United States distributor had registered 
the famous trademark H-s of the Hispano-Suiza automobile. In another instance, a 
distributor, who subsequently proved disloyal, sought to prevent not only importation 
of his principal’s genuine merchandise into the United States, but also secured regis- 
trations in other countries in his own name (Omag Optik und Mechanik A. G. Vv. 
Weinstein, 81 USPQ 92 (39 TMR 321); 85 F.Supp. 631 (S8.D. N.Y., 1949)). The 
hardships which result from the administration of the section in its present form are 
also illustrated by the decision of the Court of Appeals for the Second Circuit in the 
recent case of Croton Watch Company, Inc. v. Laughlin et al., 99 USPQ 299 (44 
TMR 411), 208 F.2d 93 (1953). 


26. 102 USPQ 38, 39 (C.P. 1954). 
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identify its goods merely by importing the articles and sell- 
ing them in this country; and an individual director of a 
corporation, or limited company, acquires no rights in any 
trademark used by the company. It is clearly apparent from 
the record before me that respondent did not own the marks 
and was, therefore, not entitled to register them at the time 
of its application to register.’’ 


If this decision should indicate a new gengral trend toward a 
stricter interpretation of the terms ‘‘owner’’ and ‘‘special 
owner,’’*’ it may well be that the most palpable instances of abuses 
of Section 526 of the Tariff Act would be eliminated without need 
for as drastic a legislative or administrative change as that pro- 
posed in the Byrnes Bill or as presently found in the revised 
regulations of the Bureau of Customs. 


PART II. INTERPRETATION OF THE LANHAM ACT 
BY THE PATENT OFFICE AND BY THE COURTS 


I. PROBLEMS OF REGISTRABILITY 
1. The Principal Register 
1. ProspuemMs or TRADEMARK ‘‘UsE’’ 


a. Style and Grade Marks 


It is, of course, axiomatic that mere style or grade designa- 
tions, which do not simultaneously serve a trademark function, 
are not registrable, and it is equally well established ever since 
the cus Cracker case* that grade marks or style marks may, in 
fact, perform a dual function and therefore enjoy trademark pro- 
tection despite the fact that they are also used as style designa- 
tions. In a series of recent decisions, Assistant Commissioner 
Leeds, while expressly recognizing these basic rules, has indi- 
cated a somewhat more rigid policy in determining the regis- 
trability of such marks. In Ez parte Ippolito,” registration was 
sought for the phrase wopEN’s BABY BORN ON WEDNESDAY, for dolls, 
with a disclaimer of the words BaBy and wepnespay. The Office 


27. The term ‘‘special owner’’ was first used by the court in the case of Scandi- 
navia Belting Co. v. Asbestos ¢ Rubber Works, 9 TMR 136, 257 F. 937 (2d Cir. 1919), 
in connection with a situation in which the importer’s rights exceeded by many years 
the actual lifetime of the registration. 

28. Keebler Weyl Baking Company v. J. S. Ivins’ Son, Inc., 23 USPQ 21 (24 
TMR 161), 7 F.Supp. 211 (E.D. Pa. 1934). 

29. 98 USPQ 457 (44 TMR 212) (C.P. 1953). 
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had rejected the application because of a prior registration of 
WEDNESDAY’sS CHILD. In holding that the applicant’s Wednesday 
doll was intended merely to distinguish that doll from the Mon- 
day, Tuesday, Thursday, Friday, Saturday and Sunday dolls, the 
Assistant Commissioner concluded that the alleged mark denoted 
a doll rather than the manufacturer and did not identify the 
source of the doll: 

‘‘It does not function as a trademark any more than do 
ordinary color designations of a paint manufacturer.’’ 

In an opposition proceeding filed by the owner of Game sBirp for 
men’s and women’s hats against raIL Birp for men’s hats,* the 
Commissioner, while reversing the Examiner of Interferences on 
the issue of likelihood of confusion, held the applicant’s mark un- 
registrable ex parte on the ground that rau Birp was but a certain 
style of Stetson Hats. The Commissioner said: 

‘“It is true that the word appears in the hatband, but that 
fact alone, unaccompanied by evidence of advertising and ad- 
vancement as a trademark showing the ‘indisputable inten- 
tion of acquiring it as such’ is insufficient to overcome the 
evidence indicating that the word is used only to designate 
a particular style. Style designations, as such, are not reg- 
istrable.’’ 

Again, it was held in a recent case involving an opposition by the 
registrant of the well-known apmiraL trademark against registra- 
tion of the same word for a hand-operated insecticide and fungi- 
cide duster,” that applicant was using the word apmriraL not as 
a trademark but in such a way as to indicate only one type or 
style of sprayer sold by it. The evidence revealed that there 
were some 55 different style names used by the applicant in con- 
nection with the words HUDSON pUSTER and that the word apMIRaL 
was but one of these. As distinguished from those judicial prece- 
dents such as the cLus Cracker case, in which style designations 
were held to serve as an indication of origin at the same time, it 
was held in the apmiraL case that applicant had never so used the 
word as to indicate origin. As a result, in addition to sustaining 


30. Hat Corporation of America Vv. John B. Stetson Company, 100 USPQ 147, 148 
(44 TMR 680) (C.P. 1954). 

31. Admiral Corporation v. H. D. Hudson Manufacturing Company, 101 USPQ 
83 (44 TMR 845) (C.P. 1954). To the same effect, H. D. Hudson Mfg. Co. v. Food 
Machinery and Chemical Corp., 101 USPQ 372 (44 TMR 979) (C.P. 1954). 
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the opposition upon a finding of likelihood of confusion, the ap- 
plication was also rejected ex parte. } 


b. ‘‘Ingredient’’ Marks 


Similarly strict standards are presently applied in case of 
‘‘ingredient’’ marks, i.e., marks which are intended to designate 
one particular composite part of an article or one of its ingredi- 
ents, rather than the article as a whole. Until recently, the Pat- 
ent Office had permitted registration of such marks wherever they 
came within the Commissioner’s decision in In re Libbey-Owens- 
Ford Glass Company,” where the words BONDERMETIC SEAL, With 
a disclaimer of sEaL, were held registrable in connection with the 
language THERMOPANE UNIT WITH BONDERMETIC SEAL, despite the 
fact that the seal was not separately offered for sale in commerce 
but only as an integral part of the product. In the sonpDERMETIC 
case, the Commissioner distinguished the earlier Pepsodent case,** 
in which it had been held that the word mr1um was not registrable 
as used in the notation PEPSODENT TOOTHPASTE ALONE CONTAINS 
mium. * * * In distinguishing the mrum case, Commissioner 
Kingsland had pointed out in the BonpERMETIC case that the very 
fact that the word sEaL appeared in conjunction with the word 
BONDERMETIC indicated to the public that this word was intended 
to identify the origin of the seal only, and not the entire product, 
and that it was not used in a generic sense. Assistant Commis- 
sioner Leeds, in an opposition proceeding by the owner of the 
word LurEex for yarn and thread as against an applicant seek- 
ing registration of the identical word for an attractant and ro- 
denticide,* affirmed the Examiner of Interference’s decision grant- 
ing a motion to dismiss but, at the same time, held applicant’s 
mark unregistrable ex parte on the ground that it was used merely 
as the name of one ingredient of its rodenticide. It was held that 
since there was added to applicant’s rodenticide, identified by 
the mark p-con, ‘‘a comminuted vegetable substance’’ called LureEx, 
the use of the word Lurex to identify such additive substance in 
the nature of an ingredient was not a trademark use and that 


32. 75 USPQ 202 (37 TMR 864) (C.P. 1947). 

33. Ex parte The Pepsodent Co., 36 USPQ 75 (28 TMR 152) (C.P. 1937). 

34. The Dobeckmun Company v. D-Con, Inc., 100 USPQ 312 (44 TMR 735) (C.P. 
1954). 
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the rule of the Pepsodent case, rather than that of the BonpEr- 
METIC SEAL case, should apply. A similar result was reached in 
the recent PENATEN case,** in which cancellation of the registra- 
tion of that word was sought by a petitioner who claimed that 
it had used the trademark in the manufacture and sale of its face 
cream for many years while the registrant’s identical mark had 
never been used in the United States and was, therefore, sub- 
ject to cancellation on the ground of abandonment. Although 
indicating that the registered mark, which had been obtained 
solely on the basis of a foreign registration, under the Interna- 
tional Convention, was subject to the same use requirements as 
registrations owned by domestic registrants, the Commissioner 
did not actually decide the issue of abandonment but dismissed 
the petition for cancellation on the ground that petitioner had 
failed to establish trademark use of the word PENATEN on its own 
part. It appeared that, as in the Pepsodent and LurReEx cases, 
PENATEN was used solely as an ingredient name without further 
identification thereof and was advertised throughout in the form 
of the text: 


‘For Woodbury Cold Cream cleanses deeper! It con- 
tains Penaten—the amazing new penetrating agent that ac- 
tually goes deeper into the pore openings.”’ 


and in other similar ways. Thus, according to the Commissioner: 
‘‘The word PENATEN is used only to describe (petitioner’s 
witness used the word ‘describe’) or name an ingredient or 
feature of Woodbury face cream and is not used as a trade- 
mark for the cream itself.’’ 
Petitioner was held not to have acquired trademark rights in such 
an ‘‘unidentified and unidentifiable ingredient’’ for its face cream. 
There is nothing in the penatTeNn decision, however, that would 
indicate that it was intended to overrule the BONDERMETIC SEAL 
case,** in which the ingredient mark was recognized to be used 
as a trademark in connection with an identified and clearly iden- 
tifiable part of a composite article. It is apparently the present 
policy of the Patent Office to register an ingredient trademark, be 
it of a physical or chemical component, as long as the ingredient 
35. John H. Woodbury, Inc. v. Penaten, 101 USPQ 496 (C.P. 1954). This case 


was jointly heard and decided by the Assistant Commissioner and Examiner-in-Chief 
Federico. 


36. Note 32, supra. 
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is identifiable and actually identified as such in the specimens sub- 
mitted to the Patent Office. 

It has, of course, always been the law that a mark may not 
be registered for a product on which it is not actually used but 
whose containers or dispensers it identifies. Thus, in Ex parte 
Chicago Towel Company,” applicant operated a towel and linen 
service in connection with which it installed stands for linen 
towels and dispensers for paper towels. These containers bore 
the trademark pry-o-mMatic, which was sought to be registered for 
paper towels, but it was held that the specimen containers did 
not in any way show trademark use on the towels themselves. 
On the other hand, it is no bar to registration of a trademark for 
cartons and similar materials that the applicant is primarily en- 
gaged in the business of rendering a moving and transfer serv- 
ice. In Ex parte Greyvan Lines, Inc.,** the mark GREYVAN LINES 
was used by applicant not only for the purpose of identifying its 
services but also to identify its cartons, containers and the like. 
The notation was held eligible for trademark registration despite 
the fact that it primarily identified the services rendered by the 
applicant in its moving business. 


c. Trademark and Service Mark ‘‘Use’’ Generally 


Strict use requirements may also be found in numerous other 
decisions by the Commissioner and by the Examiner-in-Chief in 
connection with both trademarks and service marks. In a concur- 
rent use proceeding involving an application to register younG’s 
GiFTicKET for gift certificates, it was found that one of the two 
parties involved was not engaged in the business of selling gift 
tickets but was selling merchandise at retail.*® Consequently, it 
was held that the phrase failed to identify such party’s goods and 
did not perform a trademark function. The other party to the 
proceeding, who actually was in the business of printing and sell- 
ing gift certificates, was held entitled to register the word GirTIcaTE 
for the entire country without any territorial limitation. 

Where an applicant sought to register the term PHOTO-ELEC- 

37. 99 USPQ 480 (44 TMR 555) (C.P. 1953). 
38. 99 USPQ 343 (44 TMR 332) (C.P. 1953). 


39. Wieta v. Young’s Merchandising Corporation, 100 USPQ 192 (44 TMR 686) 
(C.P. 1954). 
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TRODE SYSTEM with a disclaimer of system for a certain type of 
machine, the Examiner of Trade-Marks found this notation un- 
registrable as constituting merely two Wéscriptive words.**° The 
Commissioner held the combination of these two words not to be 
merely descriptive as applied to the applicant’s goods but rejected 
the application on the more fundamental ground that the term 
PHOTO-ELECTRODE SYSTEM was not used by the applicant in a trade- 
mark sense, 2.€., to indicate origin. It was found that even though 
the term was not merely descriptive, the applicant had, in fact, so 
used it as to describe the goods rather than to indicate their ori- 
gin. Applicant’s contention that the notation was its secondary 
trade mark supplementing its primary mark prorecrocLo, and that 
the right of a manufacturer to use more than one trademark on its 
product was well established, was rejected on the ground that, as 
a matter of actual practice, the notation here involved was not 
used as an indication of origin but only in a descriptive sense. 
Again, registration of the word ELECTRONIK, which was used in 
connection with the words Brown and ‘CONTINUOUS BALANCE’ UNIT, 
was rejected on the ground that the word ELEcTRONIK alone was 
not actually used as a trademark but merely as a part of a single 
integrated unit; in other words, while the Commissioner did not 
expressly so state, this application was rejected on the theory that 
to single out the word ELECTRONIK from the integrated composite 
trademark amounted to mutilation of the mark as actually used.“ 






















In its only decision dealing with the question of trademark 
se,*? the Court of Customs and Patent Appeals held, in affirming 
the Patent Office tribunals’ rejection of the notation consIsTENTLY 
SUPERIOR as a trademark on wrappers of applicant’s bakery prod- 
ucts, that the words were not used to denote origin but merely as 
an adjunct to applicant’s trade name, which appeared in large, 
fanciful letters, so that the slogan was ‘‘operating in the shadow 
thereof’’ and was not used in a trademark sense. 











In determining service mark use, the applicable tests have 







40. Ex parte Minneapolis-Honeywell Regulator Co., 99 USPQ 422 (44 TMR 452) 
(C.P. 1953). 

41. Ex parte Minneapolis-Honeywell Regulator Co.; Ex parte The Brown Instru- 
ment Company, 101 USPQ 293 (44 TMR 970) (C.P. 1954). 


42. In re Duvernoy & Sons, Inc., 101 USPQ 288 (44 TMR 831) (CCPA 1954). 
For further discussion of this case, see p. 1020, infra. 
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been the same. In the cycLoversion case,** the word was held to 
be only a qualifying phrase describing the process performed by 
the applicant in connection with its engineering services under the 
mark perco. In the only adjudicated case involving a registered 
service mark,* a California District Court held that the registered 
mark showing a picture of a covered wagon, used by an insurance 
company on its policies, in advertisements, etc., was used primarily 
as an ornamentation and had no significance as an indication of 
origin.* 


d. Use in Price-Lists, Catalogs, Samples, etc. 


In accord with traditional rulings, it has been held several 
times that mere use of a trademark in price lists or invoices is not 
ordinarily sufficient to establish trademark use. Thus, in L. & C. 
Hardtmuth, Inc. v. Koh-I-Noor Pencil Factory L. & C. Hardtmuth, 
National Corporation,* it was expressly so held with regard to the 
printing and distributing of price lists. In the same case, it was 
pointed out that a shipment from the opposer’s plant in one state 
to his own agent in another state was not trademark use; nor was 
the shipment of samples to an agent held to satisfy the use require- 
ments. Similarly, the mere shipments of samples by a foreign 
sales manager to the applicant was held insufficient to establish 
first use of the mark in commerce with the United States.** On 


43. Ex parte Phillips Petroleum Company, 100 USPQ 25 (44 TMR 564) (C.P. 
1953). 


44. 99 USPQ 38 (44 TMR 170) (D.C. N.D. Cal. 1953). 


45. On the other hand, it should not be assumed that ornamentation may under 
no circumstances serve a trademark function. The Commissioner made this clear in 
Ex parte Checker Cab Manufacturing Corporation, 99 USPQ 480 (44 TMR 553) 
(1953), in which a checkered band encircling the major portion of the body of taxi- 
cabs was held to be a registrable trademark and not mere surface ornamentation. 
The mark had already been issued under the Act of 1905 in substantially the same 
form. The Commissioner pointed out that it was clear from the legislative history 
of the Act of 1946 that its intent was generally to broaden rather than narrow the 
scope of eligibility for registration. But, in Ex parte Swift ¢ Company, 100 USPQ 
36 (44 TMR 578) (PO ChEx. 1953), a so-called polka dot design, which was nothing 
but the background ornamentation of an entire label, was held unregistrable on the 
Principal Register even though the applicant on its labels used phrases such as 
PICK THE POLKA DOT PACKAGE CLEANSER, and similar language. According to the Ex- 
aminer-in-Chief, this background design was at most registrable on the Supplemental 
Register. On the other hand, where the mark sought to be registered is nothing but 
a pictorial representation of the product, such illustrations are, of course, held to 
have no trademark significance whatever since they indicate the contents of the package 
rather than the origin of the product. Ea parte E. G. Whitman ¢ Co., Inc., 101 USPQ 
463 (44 TMR 981) (C.P. 1954). 

46. 101 USPQ 492 (C.P. 1954). 


46a. Minnesota Mining & Manufacturing Company v. The Scholl Mfg. Co., Inc., 
101 USPQ 369 (44 TMR 973) (C.P. 1954). 
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the other hand, use in catalogs was referred to in H. D. Hudson 
Mfg. Co. v. Wizard, Inc.," as use ‘‘at least analogous to trademark 
use’’ for the purpose of defeating a petition for cancellation based 
on alleged abandonment. A novel problem is suggested by the 
Examiner-in-Chief’s observation in Flavor Seal Corporation v. 
West Bend Aluminum Co.,* that inserts in packages or leaflets are 
not ‘‘displays’’ under the definition of trademark use in Section 
45 of the Act of 1946, while they would have been covered by the 
definition of ‘‘affixation’’ under the Act of 1905. Mr. Federico 
observed in passing: 

‘‘The inserts in the packages are not ‘displays’ since 
they were sealed in the cartons. I doubt very much that the 


use of a mark on package inserts can be considered trademark 
use under the Trade-Mark Act of 1946.”’ 


It is hard to believe that use which might have satisfied the re- 
quirements of the very much stricter theory underlying the Act of 
1905 should be held insufficient under the new statute, which, 
according to its legislative history, made a determined effort to 
include within its definition of use any reference to a trademark 
‘tin any manner”’ on the containers or displays associated with 
the goods. 
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e. Trademark Use by Agent or Distributor 








Since the Commissioner’s most recent decision in the Mackie- 
Lovejoy Mfg. Co. v. Birnbaum case,” mere importation of foreign- 
made products by an agent or distributor will no longer constitute 
sufficient trademark use to constitute such agent the owner of the 
trademark for registration purposes. The significance and effect 
of this decision have been previously discussed.” 
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f. Trademark Use by Related Company 


Only one important ruling was handed down during the past 
year with regard to the ‘‘related company’’ sections of the Act of 
1946. In Ex parte The Pure Oil Company,” which involved regis- 
trability of the slogan BE SURE WITH PURE as a service mark, the 











- 101 USPQ 341 (44 TMR 1105) (PO ChEx. 1954). 
47. 100 USPQ 24 (44 TMR 558) (C.P. 1953). 
49. Note 26, supra. 
50. See p. 999, supra. 

- 99 USPQ 19 (44 TMR 306) (C.P. 1953). 
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Commissioner made a significant comment upon applicant’s state- 
ment in its application which read: 


‘Related companies entitled to use the mark include appli- 
cant’s wholly owned subsidiaries, franchised dealers, and inde- 
pendent dealers, the nature and quality of whose services in 
connection with which the mark is used are controlled by 
applicant. ’’ 


The Examiner had accepted this statement but the Commissioner 
observed that the papers as filed failed to indicate the type or 
method of control nor did they show the extent to which control 
was actually exercised over the use of the service mark. It was 
stated that the control required under the statute must be some- 
thing more than ‘‘ paper control’’ or a ‘‘gentlemen’s agreement.”’ 
Assistant Commissioner Leeds said: 


‘«* * * when others are permitted to use the mark, the Patent 
Office files should clearly reflect facts which justify a finding 
that such use inures to the benefit of the applicant. The ap- 
plicant here should be required to furnish evidence, either 
documentary evidence supplemented by its own verified ex- 
planatory statements, or a clear and concise explanation of 
the type or method and extent of control exercised.’’ 


It is understood that, since the decision in this case, the Examining 
Staff has insisted upon more concise and detailed statements by 
affidavit or otherwise, indicating the exact nature of the control 
which the trademark owner claims to exercise over his licensees or 
other related companies.” 


g. Concurrent Use 


Apart from the previously mentioned GiFTICKET case, in 
which it was held that one of the two parties seeking a concurrent 
registration had failed to make proper trademark use of the 
mark, the problem of concurrent registration figured in only one 
adjudicated case during the last year. In Ford Motor Company 
v. Lincoln Radio & Television Corporation,“ one party sought 


52. For a recent case in which the Commissioner held an applicant’s allegation 
that the mark was used by a related company insufficient for lack of statutory re- 
quirements, cf. Ex parte Jongleux and Lundquist, Inc., 101 USPQ 77 (44 TMR 835) 
(C.P. 1954). In Industrial Abrasives, Inc. v. Strong, 101 USPQ 420 (C.P. 1954), an 
interference proceeding, it was held that a registration in which the registrant had 
failed to make a disclosure of use by a related company in accordance with Rule 7.8 
of the Rules of Practice, was subject to cancellation as a result of a false representation. 


53. Note 39, supra. 
54. 99 USPQ 60 (44 TMR 203) (PO ChEx. 1953). 
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registration of the word LincoLn under Section 2(f) of the Act 
for television and radio receiving sets sold for use in buildings 
(as console, table model and combination receivers and as hand 
portable sets). In the application, use by the Ford Motor Com- 
pany of the same word LINCOLN in connection with radio receiving 
sets for use in automobiles was acknowledged and registration 
was sought as a concurrent registration with the proposed regis- 
tration by the Ford Motor Company of the same word. The 
latter had, meanwhile, filed a parallel application. Both parties 
agreed that there would be no confusion among purchasers result- 
ing from the concurrent use of the word LincoLn and that they 
would confine their separate use of the mark to the specific 
products enumerated in their respective applications. In accord 
with his previous decision in the case of Rohm & Haas Co. v. The 
C. P. Hall Co.,° the Examiner-in-Chief again indicated that in 
his view there could be no concurrent use under Section 2(d) of 
the statute based only on a difference in the goods when the mark 
was used by both parties in the same territory. In refusing an 
application for a concurrent registration, the Examiner-in-Chief 
said: 

‘‘The fact that the parties are in agreement and are not 
antagonistic should not affect the result, since a decision as 
requested would still serve as a precedent for parallel cases 


when the parties are not in agreement or when the applica- 
tions are not styled concurrent use applications. ’’ 


Both parties’ joint allegations that different varieties of the same 
goods were involved, that there was a different method of distri- 
bution, and that there never had been any evidence of confusion or 
mistake, were rejected. It was held that neither party was entitled 
to a concurrent use registration and, in view of the stipulated 
facts, Lincoln Radio’s application was considered as an ordinary 
application for registration which should be reexamined by the 
Trade-Mark Division for the purpose of further amendment in 
accordance with the Examiner-in-Chief’s opinion. 

-It thus appears that the Office will continue to give a narrow 
construction to the concurrent use provisions of the Act of 1946, 
and particularly to refuse to recognize even the possibility of a 
concurrent use registration of two marks which are in use in the 


55. 91 USPQ 69 (41 TMR 1109) (PO ChEx. 1951). 
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same territory, fall in the same general class, but are used in such 
a mode or on goods distributed in such a manner as to make 
unlikely any possibility of confusion. The British courts and the 
courts of those countries within the British Commonwealth which 
have statutory provisions similar to Section 12 of the British 
Trade Marks Act of 1938, have always made a far more liberal 
use of their respective statutory provisions which permit a 
plurality of registrations in case of ‘‘honest concurrent use.’’ 


h. ‘‘Use’’ Affidavit Under Section 8 


The affidavit of continued use, which must be filed under Sec- 
tion 8 during the sixth year after registration or republication,” 
must set forth that the mark as registered is still in use. The 
question recently arose whether the original mark may still be 
said to be in use where the word features have remained the same 
but the design and background material has undergone a change. 
The Commissioner held in Ex parte Petersen & Pegau Baking 
Company,*’ that designs are ordinarily only background material 
and not an integral part of the trademark. Therefore, the Office 
will accept affidavits of use under Section 8 as long as the main 
feature of the mark (usually a word or series of words) has 
remained the same. 

The consequences of filing of false affidavits not only under 
Section 8 but under other sections of the Act as well, have been 
brought to the fore during the past year on several occasions. In 
Reed v. Bakers Engineering & Equipment Company,” it was stated 
by way of dictum that a false Section 8 affidavit would be sufficient 
ground for cancellation and in Consolidated Dairy Products Com- 
pany v. Gildener & Schimmel Inc.,* it was held that a petitioner 
for cancellation may not rely on a registration regarding which he 
had filed false affidavits under Sections 8, 12(c), and 15 of the Act. 


56. See ‘‘The Fifth Year of Administration of the Lanham Trade-Mark Act 
of 1946,’’ 94 USPQ No. 8, Part II, p. 1 (42 TMR 712). According to information 
received from the Head of Trade-Mark Operations of the Patent Office, a total of 
15,140 affidavits under Section 8 and a total of 13,405 affidavits under Section 15 of 
the Lanham Act have been processed up to June 30, 1954. 

57. 100 USPQ 20 (44 TMR 547) (C.P. 1953). 

58. 100 USPQ 196 (44 TMR 688) (PO ChEx. 1954). 

59. 101 USPQ 465 (C.P. 1954). Cf. also Industrial Abrasives, Inc. v. Strong, 
101 USPQ 420 (C.P. 1954), registration cancelled for failure to disclose in the applica- 
tion use of the mark by related company. 
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The petition for cancellation, as far as it was based on such regis- 
tration, was dismissed on the ground that the petitioner would 
not be heard by the Patent Office ‘‘in reliance upon it in any 
manner.’”®° 







2. Tue MEANING oF ‘‘ PRIMARILY MERELY DeEscriIPTIve’’ 


—Sec. 2(d) 


There are definite indications from a survey of the Commis- 
sioner’s decisions throughout the year that both with regard to 
trademarks and service marks, any doubt with regard to the ques- 
tion whether a mark is ‘‘primarily merely descriptive’’ under 
Section 2(d) or only ‘‘suggestive’’ will be resolved in favor of 
registrability without reliance on Section 2(f). Thus it was held 
in Ex parte Rand Rubber Company, Inc.,° that the mark NEw 
LOOK was neither descriptive nor deceptively misdescriptive of 
baby pants. At most—said the Commissioner—the words had a 
suggestion of misdescriptiveness but they were not ‘‘deceptively 
misdescriptive’’ as applied to these products. Similarly, it was 
held in an inter partes case, General Felt Products Co. v. The Day- 
ton Rubber Company,” that the word sprine was not descriptive 
of carpet cushions or underlays: 


‘‘It suggests a characteristic of the products, but it does not 
describe them.’’ 


In Ex parte The Zip Abrasive Company,” an application was filed 
to register the word sHortstop for a liquid moisture-repellent 
coating material. The Examiner of Trade-Marks had held this 






























60. The filing of a false declaration played an important part also in the deci- 
sion in Bordenkircher v. Solis Entrialgo y Cia, 8.A., 100 USPQ 268 (44 TMR 716) 
(C.P. 1954), which, on rehearing (100 USPQ 274, 44 TMR 724), was heard by a Board 
of four. The Examiner-in-Chief and the special Board on rehearing indicated that the 
Patent Office in a cancellation proceeding may consider a defense of unclean hands and 
fraud raised by the respondent in connection with a registration on which the peti- 
tioner for cancellation relies. It was held in the same case that the Patent Office 
has power to take action in case a witness refuses to answer questions or produce 
documents which are pertinent, proper and material to the issues in the case and that 
the taking of such action may consist in the dismissal of the petition for cancellation. 

60a. 99 USPQ 142 (44 TMR 313) (C.P. 1953). 

61. 100 USPQ 26 (44 TMR 566) (C.P. 1953). 

62. 99 USPQ 16 (44 TMR 302) (C.P. 1953). In Looz, Inc. v. Ormont et al., 
99 USPQ 193 (44 TMR 267) (8.D. Calif., 1953), the word Looz, although a mis- 
spelling of the word ‘‘lose’’, was held to have been a valid trademark as used for 
a laxative. It was pointed out that the average person does not buy a laxative for 
the purpose of losing weight but that the word, while not originally descriptive, had 
become so when, under a new formula, the product had been changed from a saline 
cathartic to a ‘‘dietary food supplement’’, one of the purposes of which was to achieve 
a reduction of weight. 
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word to be primarily merely descriptive of the function of the 
goods. The Commissioner, in reversing this decision, observed 
that the word sHortstop was the name of an infield position on a 
baseball team and was ‘‘merely descriptive’’ of such position but 
was only suggestive when applied to the goods of the applicant: 


‘*Certainly, the word is not necessary to describe a product of 
this character—and a competitor, in the ordinary course of 
business practice, would not use it to describe his product 
because it conveys no real meaning as a descriptive term 
applied to a moisture-repellent protective coating.’’ 


On the other hand, where the word sought to be registered is for 
all practical purposes the name of the product, it will, of course, 
be held to be not only descriptive but, in fact, generic so that not 
even a registration under Section 2(f) may be had. Such a case 
was Ex parte Burke,®* in which the word sHOWER-AIDS was rejected 
on the ground that this was a term which other competitive manu- 
facturers might normally use to describe their goods. Similarly, 
the two registrations of the misspelled words pie dough, P1-po and 
PY-Do, were cancelled as trademarks for pie and pastry crust mix, 
on the ground that the words cannot constitute a trademark for 
such goods.* This was held to be nothing but a misspelling of the 
generic words ‘‘pie dough’’ which are open to use by all as the 
name of a food product. 

With regard to combination trademarks consisting of two or 
more descriptive words, the Office apparently follows the trend 
established by the Court of Customs and Patent Appeals in the 
STARTGROLAY case,” in which the court had ruled that an applicant 
may so combine a series of words into a unitary notation as to 
create a trademark which, as a whole, will not be considered de- 
scriptive. This reasoning was adopted by the Commissioner in at 
least two decisions with regard to service mark applications. In 
allowing the mark THE TECHNICAL TREND,” it was held that the com- 

63. 99 USPQ 18 (44 TMR 303) (C.P. 1953). 


64. Colburn v. Pi-Do Corporation, 100 USPQ 309 (44 TMR 733) (C.P. 1954). 


65. In re Ada Milling Company, 98 USPQ 267 (44 TMR 63) (CCPA 1953). 
See ‘‘The Sixth Year,’’ supra note 1, p. 787. In a decision reported in the August 16, 
1954 issue of the Patent, Trade Mark and Copyright Weekly Reports, the Court of 
Customs and Patent Appeals has reversed the Commissioner and held the notation 
BUTTER-NUT registrable for ‘‘candies’’ (Ex parte Hollywood Brands, Inc.). The de- 
cision of the Examiner-in-Chief is reported at 94 USPQ 418 (42 TMR 871) (1952). 

66. Ex parte Colvin, Mendelhall § Co., 98 USPQ 415 (44 TMR 189) (C.P. 1953). 
See page 1027, infra. 
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bination of the descriptive word ‘‘technical’’ and the generic word 
‘‘trend’’ was not ‘‘merely descriptive’’ as applied to an investment 
advisory service. The slogan, BE SURE WITH PURE,” was held regis- 
trable as a service mark. The mark was held to be of a type which 
‘suggests reliability or dependability’’ but which does not merely 
describe the quality of the service but, at most, suggests it. 

The Commissioner has also recognized in at least one case 
that the prevailing practice in certain industries to use abbrevia- 
tions or contractions of scientific or generic terms does not result 
in marks which are ‘‘primarily merely descriptive’’ under Section 
2(d). In Endo Products, Inc. v. National Package Drugs, Inc.,* 
the Commissioner referred to such ‘‘fabrications’’ of marks from 
syllables of generic designations of one or more ingredients or 
from the generic name itself into a single word as ‘‘a common 
practice’’ in the drug and pharmaceutical industry. It seems clear 
from this and numerous other decisions in both ex parte and inter 
partes cases that a new policy is discernible which would not 
readily find a mark primarily merely descriptive unless the al- 
leged descriptive feature bears a direct relationship to the char- 
acter of the product involved and should, therefore, be held open 
to free competitive use by others. 























3. Wuat ConstituTEs ‘‘Prrvart.y MERELY A SURNAME’’? 









The problem of registrability of family names has remained 
beclouded by some uncertainty. It will be recalled that the Court 
of Appeals for the District of Columbia had held that the notation, 
J. C. HIGGINS, was primarily merely a surname and, therefore, 
registrable only under Section 2(f),” while a different rule had 
been laid down by the Patent Office in the ANDRE DALLIOUX case, 
involving a person’s entire individual name, which was held regis- 
trable without proof of distinctiveness even though the entire 
name may be as undistinctive as Paul Jones or John Smith.” In 
the meantime, the Court of Customs and Patent Appeals, in hold- 













67. Ex parte The Pure Oil Company, 99 USPQ 19 (44 TMR 306) (C.P. 1953). 

68. 100 USPQ 250 (44 TMR 704) (C.P. 1954). 

69. Sears, Roebuck g Co. v. Watson, 96 USPQ 360, 204 F.2d 32 (43 TMR 506) 
(C.A. D.C. 1953). Cf. ‘*The Sixth Year,’’ note 1, p. 785. 

70. Ex parte Andre Julien Dalliouz, 83 USPQ 262 (39 TMR 965) (C.P. 1949). 
Cf., ‘‘The Fifth Year,’’ note 56 (42 TMR 727). 
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' ing the notation s. SEIDENBERG & Co.’s to be unregistrable without 
reliance on Section 2(f),”* had indicated last year that in its judg- 
ment the notation, ANDRE DALLIOUX, too should, perhaps have been 
held registrable only under that section. A petition for certiorari 
was filed in the 3. c. HIGGINS case but—as in all other trademark 
cases—was denied by the Supreme Court.”* However, there is at 
least one Commissioner’s decision which has since been published 
on the subject of registrability of names of individuals, such as 
ANDRE DALLIOUX, and which to some extent may have changed the 
holding of that case. I refer to Assistant Commissioner Leeds’ 
opinion in the pauLaA DEAN case."* This was an opposition proceed- 
ing in which the registrant of pauLA Brooks for women’s dresses, 
which mark had been registered under Section 2(f), opposed regis- 
tration of the notation, PAULA DEAN ORIGINALS, with the word 
ORIGINALS disclaimed, for the same merchandise. Although sus- 
taining the opposition on the ground of likelihood of confusion, 
the Commissioner rejected the application for PAULA DEAN ORIGI- 
NALS ex parte on the authority of the dictum of the Court of 
Customs and Patent Appeals in the s. sEIDENBERG & CO.’s case since 
the application was not filed under Section 2(f). According to the 
Commissioner’s opinion, it was 

‘‘extremely doubtful that a mark composed of a first name 


and a surname, whether fictitious or real, is registrable in the 
absence of proof of distinctiveness.’’ 


However, the aNDRE DALLIOUX decision was not expressly overruled 
and the present policy of the Patent Office appears to be to follow 
the Dallioux decision in cases involving unusual individual names 
of actual or fictitious persons, but to require evidence of distinction 
under Section 2(f) in situations in which a common name, such as 
JOHN SMITH OF PAUL JONES, may be involved. 





71. In re I. Lewis Cigar Mfg. Co., 98 USPQ 265, 205, F.2d 204 (44 TMR 66) 
(CCPA 1953). Cf. ‘‘The Sixth Year,’’ note 1, p. 787. 

72. Cert. den. Oct. 13, 1953, 99 USPQ 491 (22 USLWeek 3088). 

73. Carafiol-Silverman Company v. Julette Originals, 99 USPQ 142 (44 TMR 314) 
(C.P. 1953). 
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1. Distinction Between ‘‘Descriptive’’ and 
‘*Generically Descriptive’’ 


a. The Patent Office 


In recent years the Patent Office had been inclined to distin- 






guish between marks which are ‘‘primarily merely descriptive’’ 
and therefore eligible for registration under Section 2(f) provided 
the other requisites of that section are met, and marks which are 
‘‘generically descriptive’’ and therefore absolutely barred from 
registration both on the Principal and Supplemental Registers. 
Of course, the words ‘‘generically descriptive’’ do not appear in 
the statute, the latter using the term ‘‘common descriptive term,”’ 
but a practice had grown up to reject marks which show a very 
high degree of descriptiveness, on the ground that they should be 
considered ‘‘generically descriptive.’’ It is apparent, however, 
from a series of decisions by Assistant Commissioner Leeds that 
numerous words or designations which previously might have 
come within the absolute bar of being ‘‘generically descriptive’’ 
have been held registrable under Section 2(f) on the ground that, 
looked upon as a whole, they bear none of the characteristics of 
genericness. However, clear and convincing proof of acquired 
distinctiveness will be required in cases of this type. Thus, in Ea 
parte Pillsbury Mills, Inc.” and the same,” a composite mark in- 
cluding the expression BEST BAKERS PATENT was sought to be regis- 
tered under Section 2(f). The applicant refused to disclaim this 
notation although the words Bakers and patent by themselves 
were disclaimed. The evidence established that this mark had 
been in use by the applicant in its present form for about half a 
century. The Commissioner particularly emphasized that the 
evidence submitted for the purpose of proving distinctiveness was 
not of the ‘‘carbon copy’’ variety but was expressed in language 
which carried conviction. In ruling that the entire mark, including 
this notation, had become distinctive, the Commission observed 
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) that while these words separately might not constitute valid trade- 
74. Cf. Clarence B. Des Jardins, ‘‘ Distinctiveness under Section 2(f),’’ 44 TMR 
) 607 (June 1954). 






75. 99 USPQ 474 (44 TMR 459) (C.P. 1953). 
76. Ex parte Pillsbury Mills, Inc., 99 USPQ 476 (44 TMR 459) (C.P. 1953). 
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ing the notation s. SEIDENBERG & Co.’s to be unregistrable without 
reliance on Section 2(f),”* had indicated last year that in its judg- 
ment the notation, ANDRE DALLIOUX, too should, perhaps have been 
held registrable only under that section. A petition for certiorari 
was filed in the J. c. HIacIns case but—as in all other trademark 
cases—was denied by the Supreme Court.”? However, there is at 
least one Commissioner’s decision which has since been published 
on the subject of registrability of names of individuals, such as 
ANDRE DALLIOUX, and which to some extent may have changed the 
holding of that case. I refer to Assistant Commissioner Leeds’ 
opinion in the paULA DEAN case."* This was an opposition proceed- 
ing in which the registrant of pauLa Brooks for women’s dresses, 
which mark had been registered under Section 2(f), opposed regis- 
tration of the notation, PAULA DEAN ORIGINALS, with the word 
ORIGINALS disclaimed, for the same merchandise. Although sus- 
taining the opposition on the ground of likelihood of confusion, 
the Commissioner rejected the application for PAULA DEAN ORIGI- 
NALS ex parte on the authority of the dictum of the Court of 
Customs and Patent Appeals in the s. SEENBERG & CO.’s case since 
the application was not filed under Section 2(f). According to the 
Commissioner’s opinion, it was 

‘‘extremely doubtful that a mark composed of a first name 


and a surname, whether fictitious or real, is registrable in the 
absence of proof of distinctiveness. ”’ 


However, the aNDRE DALLIOUX decision was not expressly overruled 
and the present policy of the Patent Office appears to be to follow 
the Dallioux decision in cases involving unusual individual names 
of actual or fictitious persons, but to require evidence of distinction 
under Section 2(f) in situations in which a common name, such as 
JOHN SMITH OF PAUL JONES, may be involved. 





71. In re I. Lewis Cigar Mfg. Co., 98 USPQ 265, 205, F.2d 204 (44 TMR 66) 
(CCPA 1953). Cf. ‘‘The Sixth Year,’’ note 1, p. 787. 


72. Cert. den. Oct. 13, 1953, 99 USPQ 491 (22 USLWeek 3088). 
73. Carafiol-Silverman Company v. Julette Originals, 99 USPQ 142 (44 TMR 314) 
(C.P. 1953). 
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a. The Patent Office 


In recent years the Patent Office had been inclined to distin- 
guish between marks which are ‘‘primarily merely descriptive’’ 
and therefore eligible for registration under Section 2(f) provided 
the other requisites of that section are met, and marks which are 
‘‘generically descriptive’’ and therefore absolutely barred from 
registration both on the Principal and Supplemental Registers. 
Of course, the words ‘‘generically descriptive’’ do not appear in 
the statute, the latter using the term ‘‘common descriptive term,”’ 
but a practice had grown up to reject marks which show a very 
high degree of descriptiveness, on the ground that they should be 
considered ‘‘generically descriptive.’’ It is apparent, however, 
from a series of decisions by Assistant Commissioner Leeds that 
numerous words or designations which previously might have 
come within the absolute bar of being ‘‘generically descriptive’’ 
have been held registrable under Section 2(f) on the ground that, 
looked upon as a whole, they bear none of the characteristics of 
genericness. However, clear and convincing proof of acquired 
distinctiveness will be required in cases of this type. Thus, in Ex 
parte Pillsbury Mills, Inc.”* and the same,” a composite mark in- 
cluding the expression BEST BAKERS PATENT was sought to be regis- 
tered under Section 2(f). The applicant refused to disclaim this 
notation although the words Bakers and patent by themselves 
were disclaimed. The evidence established that this mark had 
been in use by the applicant in its present form for about half a 
century. The Commissioner particularly emphasized that the 
evidence submitted for the purpose of proving distinctiveness was 
not of the ‘‘carbon copy’’ variety but was expressed in language 
which carried conviction. In ruling that the entire mark, including 
this notation, had become distinctive, the Commission observed 
that while these words separately might not constitute valid trade- 





, 74. Cf. Clarence B. Des Jardins, ‘‘ Distinctiveness under Section 2(f),’’ 44 TMR 
607 (June 1954). 

75. 99 USPQ 474 (44 TMR 459) (C.P. 1953). 

76. Ex parte Pillsbury Mills, Inc., 99 USPQ 476 (44 TMR 459) (C.P. 1953). 
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marks, they might, by combination, result in a mark which may 
become eligible for registration under Section 2(f). The Commis- 
sioner said: 


‘‘The question of distinctiveness, or secondary meaning, is 
one of fact and not of law; and one’s opinion as to ‘capability 
of distinguishing’ may not be substituted for the evidence 
showing distinctiveness. 

‘‘No matter what the original weakness of the mark, or 
any portion of it, may have been, the evidence here is con- 
vincing that the mark sought to be registered does, in fact, 
identify applicant’s goods and distinguish them from those 
of others.’’” 


Subsequently, the Commissioner held, in Hx parte The National 
Machinery Company," that the word BoLtmMakeERr for upsetting and 
heading machines for bolt blanks, was not, as the Examiner of 
Trade-Marks had held, ‘‘generally descriptive.’’ It was pointed 
out that in its primary meaning, the term BoLTMAKER referred to 
a manufacturer of bolts, while in the present case, the word was 
used to identify a machine which finishes bolts. In authorizing 
registration, the Commissioner said: 


‘‘It is the province of the Patent Office to recognize rights 
which have been acquired. The issuance of a registration is 
a recognition of what has already taken place—and is not a 
‘permit’ to sequester a word, name, symbol or device as his 
own private property.”’ 


77. It may be noted in passing that the conclusion that proof of distinctiveness 
in fact supercedes one’s own judgment with regard to ‘‘capability of distinguishing’’ 
is in striking contrast to the British practice as now finally established by the House 
of Lords in its decision in Yorkshire Copper Works Ltd. v. Registrar of Trade Marks, 
71 R.P.C. 150, decided in February 1953. (Cf., 483 TMR 242 (March 1953).) It 
was there held that under Section 9(3) of the British Act of 1938, which is the sec- 
tion analogous to our Section 2(f), two prerequisites must be found before a trade- 
mark may be held adapted to distinguish. The mark must not only be in fact adapted 
so to distinguish but it must also be, under Section 9(3)(a) ‘‘inherently adapted’’ 
for this purpose. It has long been held and is now settled law in England that 
certain highly descriptive or geographical terms, such as LIVERPOOL, or in this case 
YORKSHIRE, are ‘‘inherently incapable’’ of distinguishing even though they may have 
in fact acquired distinctiveness. It is interesting to note that Lord Simonds’ opinion 
starts out with a statement that the applicant had shown ‘‘by cogent evidence’’ that 
the mark was in fact 100 per cent distinctive of its products. Despite that fact 
and contrary to our Patent Office practice, it was unanimously held that regardless 
of such distinctiveness, words such as LIVERPOOL (Liverpool Electric Cable Coy’s Ap- 
plication, 46 R.P.C. 99 (1929)) or YORKSHIRE, which are associated with large manu- 
facturing centers, should not be withdrawn from common use by others even though 
they may have become distinctive in regard to the goods. In other words, Assistant 
Commissioner Leeds’ statement that one’s own opinion as to capability of distin- 
guishing was ‘‘not to be substituted’’ for the evidence showing distinctiveness re- 
flects a policy which is not followed under the somewhat differently worded statutes 
of most other English speaking countries. 


78. 100 USPQ 67, 68 (44 TMR 597) (C.P. 1953). 
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It was again emphasized that the question of secondary meaning 
was one of fact and not one of law, and that under the evidence 
presented, distinctiveness in fact had been established to the Com- 
missioner’s satisfaction. Consistent with this approach, the nota- 
tion CULTURE RIPENED for coffee was held to have acquired dis- 
tinctiveness under Section 2(f) ; the Examiner of Trade-Marks’ 
decision that the term was ‘‘generically descriptive’’ and there- 
fore incapable of distinguishing, was reversed. While the decision 
acknowledges that CULTURE RIPENED is descriptive—and perhaps 
even ‘‘merely descriptive’’—it was held not to be incapable of 
distinguishing with regard to coffee. For the first time, the Com- 
missioner here pointed out that the phrase ‘‘generically descrip- 
tive,’’ which so frequently appeared in the decisions of the Exam- 
iner of Trade-Marks, was nowhere mentioned in the statute itself. 
The applicable rule was stated as follows: 

‘‘A word or phrase might be so highly descriptive as to 
be in common use by others to describe the same or a similar 
product—or it might be one which is necessary, in the ordinary 
course of another’s business, to describe his product. Such 
words or phrases are not registrable since they cannot serve 
to distinguish the products of one person from those of 
another. CULTURE RIPENED does not appear to fall in either 
category.’’ 

Shortly thereafter, the same standard was applied in permitting 
registration under Section 2(f) of the word Lenonert for fabric 
bags made of woven paper.*’ This had been rejected by the Trade- 
Mark Division on the ground that it was nothing but a combina- 
tion of the generic words ‘‘leno’”’ and ‘‘net’’. Based on convincing 
evidence of distinctiveness, the Commissioner, in reversing the 
Examiner of Trade-Marks, again reached the conclusion that the 
newly coined word LENonET had, in fact, acquired distinctiveness 
and had therefore become eligible for registration under Section 
2(f). The Lenoner decision was followed by a ruling that the 
word rEsoniTe,* written in fancy script, was registrable under 
Section 2(f) for bowling balls. The Examiner of Trade-Marks 


79. Ex parte James H. Forbes Tea §& Coffee Company, 100 USPQ 164, 166 (44 
TMR 684) (C.P. 1954). 

‘80. Ex parte Bemis Bro. Bag Company, 100 USPQ 194 (44 TMR 694) (C.P. 
1954). 

81. Ex parte Stowe-Woodward, Inc., 100 USPQ 310 (44 TMR 737) (C.P. 1954). 
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had held the word generic and incapable of functioning as a trade- 
mark. It was held, however, that while the word was generic 
for hard rubber, it was not so for bowling balls; in other words, 
it was held to be merely descriptive rather than generic with 
regard to applicant’s product. As a result of convincing evi- 
dence of secondary meaning, based on more than thirty years 
use, the Commissioner concluded that EBoniTE as applied to bowl- 
ing balls served as an indication of origin and was, therefore, a 
registrable trademark. 

The same standards have been applied to service marks. In 
Ex parte Mack and Parker, the Examiner of Trade-Marks had 
refused registration for the slogan REPRESENTING THE BUYER as a 
service mark for insurance brokerage on the ground that these 
words were ‘‘generically descriptive’’. Since the Commissioner 
found from the record, that the term identified the applicant’s 
services and did not have a common meaning or was generic in 
use, it was held to be not ‘‘generically descriptive’’ but, at most, 
‘merely descriptive’’ and therefore capable of registration under 
Section 2(f) of the statute. 

There are, of course, also a few decisions both by the As- 
sistant Commissioner and by the Examiner-in-Chief in which reg- 
istration under Section 2(f) was denied on the ground that the 
word sought to be registered was in fact incapable of distinguish- 
ing or on the ground that applicant had failed to prove distinc- 
tiveness. Thus, the notation cripPLep sHap* for artificial fish 
lure, was held unregistrable despite the fact that, under the Com- 
missioner’s rulings in numerous other cases, two unregistrable 
terms may be combined into a registrable one. With regard to 
CRIPPLED SHAD, it was held that: 


‘“‘To grant registration would deprive others of the right to 
use the word ‘crippled’ as they are entitled to do in describ- 
ing a functional feature of a lure.’’ 


On the same day, an application for registration under Section 
2(f) of a composite mark including the words FINE WESTERN DEER- 
SKIN," was rejected even though a disclaimer of those words was 


82. 100 USPQ 65 (44 TMR 594) (C.P. 1953). 

83. Ex parte True Temper Corporation, 98 USPQ 412 (44 TMR 197) (C.P. 
1953). 

84. Ex parte Thurlow Glove Company, 98 USPQ 417 (44 TMR 196) (C.P. 
1953). 
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offered. In view of the fact that the pictorial part of the trade- 
mark was closely associated in significance with the disclaimed 
language, it was held that the public would look upon the com- 
posite mark ‘‘merely as informative matter’’ and not as an in- 
dication of source of manufacture: 
‘‘Others are entitled to give the same information concerning 
articles of apparel made of such deerskin. To grant regis- 
tration to this applicant would preempt an ordinary informa- 
tive statement to the exclusion of others.’’ 
The Examiner-in-Chief affirmed the Trade-Mark Division in re- 
jecting registration under Section 2(f) of the word mage for cer- 
tain types of lithographic paper plates. It was found that the 
word IMAGE was commonly used in this particular industry, both 
generically and specifically, in connection with the goods them- 
selves. He also denied registration to the word prn-on for buttons 
with pin clasps attached, not on the ground of genericness but 
primarily on the ground that no satisfactory showing of distinc- 
tiveness had been made under Section 2(f). For the same reason, 
the Commissioner had refused registration for the notation, RE- 
TRACTABLE ANVIL, for stapling machines;*’ it was there concluded 
that the evidence failed to prove secondary meaning but, on the 
contrary, indicated that in patent applications and elsewhere, this 
notation had been used in a generic sense. In Ex parte Fox River 
Paper Corp.,** the word ENeuIsH for writing paper was rejected 
on the ground that it was commonly used in the paper industry 
and did not identify the applicant’s goods. 


























b. Court Decisions 










The distinction between registrable descriptive marks and 
terms held incapable of distinguishing came before the courts dur- 
ing the past year in only two proceedings under R.S. 4915 and 
in but one case before the Court of Customs and Patent Appeals. 
All three cases were decided against the applicant. In Bailey 














85. Ea parte Columbia Ribbon § Carbon Manufacturing Co., Inc., 100 USPQ 68 
(44 TMR 591) (PO ChEx. 1953). 

86. Ex parte Schalet-Pollack Corporation, 100 USPQ 325 (44 TMR 744) (PO 
ChEx. 1954). 

87. Ex parte International Staple and Machine Company, 99 USPQ 421 (44 TMR 
450) (C.P. 1953). 
88. 99 USPQ 173 (44 TMR 219) (C.P. 1953). 
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Meter Company v. Watson,*® a district court affirmed the Com- 
missioner of Patents’ refusal to register the word BOILER METER 
for ‘‘operational performance guides for vapor power plants.”’’ 
It was held that the same goods manufactured by others were 
known under the same name and that the word had not acquired 
distinctiveness as a trademark. The Court of Appeals for the 
District of Columbia, in a per curiam decision, came to the same 
conclusion with regard to the question of registrability of the 
terms TRUCLOADER and caRLoaDER for fork lift trucks.” The lower 
court’s decision and that of the Commissioner” was affirmed on 
the ground that these terms were actually generic to such an ex- 
tent that others should have an equal right to use them on simi- 
lar loaders and that they were, therefore, not subject to exclu- 
sive appropriation. The Commissioner had held that, although 
the words CARLOADER and TRUCLOADER are not found in the dic- 
tionary as one word, they were, in fact, ‘‘more generic”’ in their 
broad implications than the limited descriptive phrase, ‘‘fork lift 
trucks,’’ which the applicant used to describe its goods. 

While the court decisions in the caRLoADER and TRUCLOADER 
cases and the BOILER METER case do not involve any departure from 
but, on the contrary, seem to be in accord with recent Patent 
Office policy, a somewhat different approach was taken in the 
only recent decision by the Court of Customs and Patent Ap- 
peals which involves an interpretation of Section 2(f) of the Act. 
In re Duvernoy & Sons, Inc., the Court had to pass upon the 
registrability under Section 2(f) of the phrase, coNSISTENTLY sU- 
perior. Registration of this phrase was sought for bakery prod- 
ucts. Both the Examiner of Trade-Marks and the Examiner-in- 
Chief had refused registration on the ground that the notation 
was ‘‘inherently incapable of distinguishing.’? The Court of Cus- 
toms and Patent Appeals affirmed this ruling on three grounds. 
It held, first of all, that the notation was incapable of distinguish- 
ing; secondly, that despite more than thirty years use, the affi- 


89. 101 USPQ 278 (44 TMR 943) (D.C. D.C. 1954). The Commissioner’s opinion 

is reported at 93 USPQ 179 and 385 (42 TMR 689). 
90. Clark Equipment Company v. Weeks et al., 100 USPQ 261 (44 TMR 660) 

(C.A, D.C, 1954). 

91. 89 USPQ 92 and 89 USPQ 90 (41 TMR 498, 499). 


92. 101 USPQ 288, 289, 212 F.2d 202 (44 TMR 831) (CCPA 1954). 
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secondary meaning with regard to the public in general rather 
than with regard to persons in close association with the appli- 
cant’s business; and thirdly, that the mode of use of the phrase 
indicated that it was not actually used in a trademark sense but 
appeared only as a smaller adjunct in conjunction with applicant’s 
tradename. As previously noted,” it was said to have operated 
‘‘merely in the shadow’’ of applicant’s trade name. It is only 
the first of these three grounds of rejection with which we are 
now concerned, i.e., the conclusion that the phrase consISTENTLY 
SUPERIOR is but ‘‘a laudatory statement’’ incapable of becoming 
distinctive. The Court said: 
‘*Such a notation is merely a statement of fact which should 
be available to anyone who feels that his products are, in 
fact or belief, consistently superior, and wishes to so advise 
the public.’’ 
This part of the decision seems to indicate that certain laudatory 
statements should be held unregistrable per se, regardless of proof 
of distinctiveness. In other words, there is an approach toward 
the British rule of the yorksutre Copper case,” that certain words 
or phrases may be inherently incapable of distinguishing even 
though distinctiveness may, in fact, be established. This is the 
position, too, which the Patent Office had taken in the past with 
regard to phrases such as A TRULY FINE PALE BEER,” BEST AND BIG- 
GEST cicaR,*” and other similar terms. It seems reasonable to as- 
sume that, in the light of the decision of the Court of Customs 
and Patent Appeals in the coNSISTENTLY SUPERIOR case, and in ac- 
cord with the cautious attitude of the Office in the past toward 
registrability of mere laudatory phrases or statements, this con- 
servative policy will be continued despite the more liberal recent 
trend in the interpretation of Section 2(f), although the Com- 
missioner’s most recent decision,” handed down after the ruling 
of the Court of Customs and Patent Appeals in the above case, 
might be construed as a departure from that policy. In Ex parte 


93. Supra, note 42. 
94. Supra, note 77. 

95. Ex parte San Francisco Brewing Corporation, 92 USPQ 286 (43 TMR 412) 
(C.P. 1952). 

96. Ex parte I. Lewis Cigar Manufacturing Company, 95 USPQ 224 (42 TMR 927) 
(PO ChEx. 1952). Of. ‘‘The Sixth Year,’’ note 2, p. 783. 

97. Ex parte Gulf States Paper Corporation, 101 USPQ 464, 465 (44 TMR 985) 
(C.P. 1954). 
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Gulf States Paper Corporation, registration was sought under Sec- 
tion 2(f) of the notation Quauity countS, with the initial Q and 
the final S being larger in size, as used on a wrapping paper and 
on paper bags. The Examiner of Trade-Marks had refused regis- 
tration on the ground that the notation was incapable of distin- 
guishing. The mark had been in use on paper bags since 1906 and 
had been the subject of two expired registrations under the Act of 
1920. Substantial and reliable evidence was submitted to the effect 
that QuaLity countS was understood in the trade to refer exclu- 
sively to the applicant’s merchandise and that his products had 
become known as the ‘‘Qua.ity counTS”’ tne. In the light of such 
evidence, the Commissioner distinguished the case from the con- 
SISTENTLY SUPERIOR case on the ground that, in the latter, the 
products were purchased by the public generally and not as here 
by members of the trade only, and also distinguished the case 
from that in which THE PUBLIC APPRECIATES QUALITY had been re- 
pected.* The Commissioner said in this most recent decision: 
‘‘The phrase is not, in my opinion, merely a laudatory 
expression commonly used to indicate quality of workmanship 
(CONSISTENTLY SUPERIOR), nor is its only function one of con- 
veying to purchasers the idea that applicant is conscious of 
the fact that the public apperciates and wants quality and that 
the products offered by it possess such quality (THE PUBLIC 
APPRECIATES QUALITY). It is, rather, a terse phrase which sug- 
gests that applicant’s products are quality products. The 
fact that it may be informative to the extent that it implies 
‘quality is important’ does not necessarily preclude its func- 
tioning as a trade-mark.’’ 
It may perhaps be doubted whether a court, if it should ever be 
confronted with the question of the validity of such a notation as 
QUALITY couNTs, could be persuaded to uphold the validity of the 
registration of such basically common laudatory phrases and 
thereby exclude others in the same trade or industry from making 
an equally obvious advertising statement. It would seem that 
registration of this notation would constitute the absolute ne plus 
ultra under Section 2(f) of the Act. 


98. Ex parte Horn § Hardart Baking Co., 88 USPQ 27 (41 TMR 191) (C.P. 


1950). 
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2. Evidence of Distinctiveness 


Since the comprehensive study by Miss Katharine Hancock, 
referred to in last year’s report,’ and the cases discussed in the 
report,’* the Patent Office has not deviated from its established 
policies with regard to the alternative method of proving dis- 
tinctiveness under Section 2(f). On the contrary, Assistant Com- 
missioner Leeds in Ex parte Fox River Paper Corp.,'” stated once 
more that under the statute, substantially exclusive five-year use 
is but one of the methods in which secondary meaning may be 
proven: 


‘*A mark may become distinctive within a period of time 
much shorter than five years, or it may never achieve distinc- 
tiveness no matter how long it is used.’’ 


In the BOOKBINDER’S RESTAURANT case,’” the applicant sought to 
register OLD ORIGINAL BOOKBINDER as a trademark for certain food 
products under Section 2(f). The application was opposed on the 
ground that, in view of opposer’s coexistence as a restaurant in 
the same city, no showing of substantially exclusive use could be 
made by the applicant. Applicant sought to establish that its 
mark, OLD ORIGINAL BOOKBINDER, had acquired secondary meaning 
irrespective of the question of exclusive use of the name BooxK- 
BINDER’S RESTAURANT during the five-year period preceding the 
filing of the application, but the Examiner of Interferences granted 
a motion on the pleadings in favor of the opposer. The Commis- 
sioner reversed this ruling on the ground that it deprived appli- 
cant of the opportunity to prove its case under Section 2(f). 


5. LikeLrmoop or ConFrusion as Grounp For Ex Parte REeJEcTION 


The recent ‘‘antidissection’’ trend which is most conspicu- 
ously applied in the Commissioner’s adjudications in opposition 
and other inter partes cases and which will, therefore, be discussed 
in more detail in Part III of this report, is also reflected in some 
more recent ex parte decisions in which the Examiner of Trade- 
Marks had rejected applications because of likelihood of confusion 
99. 34 Journal of the Patent Office Society 792, reprinted in 42 TMR 876 (Decem- 
ber 1952). 

100. ‘‘The Sixth Year,’’ note 2, p. 789. 

101. 99 USPQ 173, 174 (44 TMR 219) (C.P. 1953). 


102. Bookbinder’s Sea Food ‘House, Inc. v. Bookbinder’s Restaurant, Inc., 100 
USPQ 252 (44°TMR 706) (C.P. 1954). 
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with previously registered trademarks. Thus, the term PARADE OF 
SWEETS was held registrable despite the fact that the words Bic 
PARADE had been previously registered for the same product.’ 
Consistent with many decisions in inter partes cases, the Commis- 
sioner, in reversing the Examiner, held that it was improper to 
consider both marks ‘‘dominated’’ by the word parape. The marks 
were therefore held different in sound, appearance and signifi- 
cance, despite the fact that both conspicuously included the word 
PARADE. Again it was held—to give one more example—that the 
Examiner of Trade-Marks should not have refused registration 
of the word manna for animal poultry feed because of the previ- 
ously registered word manAmar for stock and poultry feeds.**™ 
The Examiner had rejected the mark on the ground that it was 
‘“practically identical to the first and major portion of registrant’s 
mark.’’ The Commissioner said: 


‘‘T am unable to follow the reasoning which leads to a con- 
clusion that any portion of the single word mManAmar is its 
major portion. The commercial impression of a mark is 
created by the whole mark (Beckwith v. Commissioner of 
Patents, 252 U.S. 538; 1920), and the dissecting of a mark 
into its components—particularly the breaking of a single 
word into its arbitrary syllables—for purposes of determin- 
ing likelihood of confusion, mistake or deception seems to 
violate the well-established rule that marks must be consid- 
ered in their entireties.’’ 


It is thus clear from this and many other decisions that even for 
the purpose of determining likelihood of confusion ex parte, there 
should not only be no dissection of the marks involved but they 
should not even be scrutinized with a view toward determining 
which, if any, part or portion thereof may be considered ‘‘domi- 
nant’’ since, in the Commissioner’s opinion, no single part of any 
trademark should normally be considered more dominant than 
another. 
6. Service Marks 

It is still true that, at the end of this year, the Patent Office 
continues to adhere to the four basic prerequisites which must be 
present before a service mark will be registered and which were 


103. Ea parte Blum’s, 99 USPQ 344 (44 TMR 335) (C.P. 1953). 


103a. Ex parte Albers Milling Company, 99 USPQ 419 (44 TMR 449) (C.P. 
1953). 
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referred to in the author’s first report in 1948.‘ However, during 
the last year all four of these prerequisites have undergone some 
noticeable changes in interpretation which, in three respects, sig- 
nify a more liberal approach and in the fourth a stricter rule. We 
shall discuss each of these separately. 


a. ‘‘Incidental’’ Service 


The rule that the applicant must be engaged in the business of 
rendering service and that the service must not be merely inci- 
dental to the sale of the applicant’s products found general ap- 
proval last year in the decision of the Court of Customs and Patent 
Appeals concerning the slogan, THE MUSIC YOU WANT WHEN YOU 
want IT.” Shortly before that decision, the Examiner-in-Chief 
had ruled that the words Ma PERKINS were not registrable as a 
service mark for entertainment services on the ground that the 
primary purpose of the mark was to promote the applicant’s own 
merchandise.’ This rather strict interpretation has found an 
important modification in the Commissioner’s decision in Fx parte 
Handmacher-V ogel, Inc." The applicant there sought to register 
the word WEATHERVANE and a design including the words WwomMEN’s 
GOLF TOURNAMENT for the service of ‘‘conducting golf tourna- 
ments.’’ Registration was sought in Class 107 (Education and 
Entertainment). The Trade-Mark Division refused registration 
on the ground that the mark was nothing but a medium employed 
by the applicant to advertise his own goods (women’s wearing 
apparel). In reversing this ruling, the Commissioner laid down 
the following important rule: 


‘‘A mark used by a person on or in connection with serv- 
ices normally expected of him and rendered merely as an 
accessory to and solely in furtherance of the sale, offering for 
sale, or distribution of his goods is not a service mark within 
the purview of the Act; but a manufacturer, seller or distribu- 
tor of goods who supplies a bona fide service or services over 
and above those normally expected and only incidentally 


104. ‘*‘The Lanham Trade-Mark Act after One Year’s Administration, ’’ The 
Bureau of National Affairs, Inc., 1948, at p. 17 reprinted 38 TMR 628 (June 1948). 


105. In re Radio Corporation of America, 98 USPQ 157 (43 TMR 1168) (CCPA 
1953); ef. ‘‘The Sixth Year,’’ note 1, p. 797. 

106. Ex parte The Procter g& Gamble Company, 97 USPQ 78 (43 TMR 747) 
(PO ChEx. 1953). For a criticism of the MA PERKINS case, ef. Garner, ‘‘Service 
Marks Used by Sellers of Goods—Realism or Dogma?’’ 44 TMR 233 (March 1954). 


107. 98 USPQ 413, 415 (44 TMR 191) (C.P. 1953). 
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related to the furtherance of such manufacture, sale or dis- 
tribution is entitled to have the registrability of his mark 
judged by the standards ordinarily applied in determining 
registrability—whether the mark used to identify the service 
is the saime as or different from that used to identify the 
goods.’’ 
The case of Ex parte Radio Corporation of America’® was dis- 
tinguished on the ground that it involved nothing but ‘‘the mere 
playing of applicant’s own phonograph records with an invitation 
to the public to purchase them.’’ In connection with the Ma PER- 
KINS case, it was pointed out that the case was and still is pending 
on appeal. It would seem to follow from the WEATHERVANE deci- 
sion that, while not changing the basic requirement, 7.e., that the i 
mark must not be merely incidental to the sale of merchandise, ; 
the decision liberalizes it to the extent of providing an exception 
for bona fide services which go beyond those normally expected 
of a manufacturer and which make only some secondary and col- 
lateral reference to the applicant’s products. On the other hand, 
the Examiner-in-Chief held, in Ex parte Armour and Company,” 
that MARIE GIFFoRD was not registrable for ‘‘consumer services, 
namely, the preparation and distribution of food recipes and the 
dissemination of cooking instructions and other household ad- 
vice.’’ It seems clear that the relationship to the products in 
the MARIE GIFFORD case was much more direct and closer than that 
involved in the WEATHERVANE case, so that the two situations may 
be readily distinguished. 


b. 


In at least one case, the Commissioner has deviated from the 
narrow interpretation previously given by the Office to the re- 
quirement that the services must be rendered ‘‘in commerce.’’ 
In Ex parte Los Angeles Union Stock Yards Company,” the Ex- 
aminer had rejected an application to register the slogan, THE 
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108. Note 105, supra. 
109. 100 USPQ 122 (44 TMR 600) (PO ChEx. 1953). 
109a. Most recently it was held that the word ARMCO was not registrable as a 
service mark for ‘‘advisory and consultation service’’ in connection with steel fabrica- 
tions. Ex parte Armco Steel Corporation, 102 USPQ 124 (C.P. 1954). The Com- 
missioner ruled that contrary to the Handmacher-Vogel case, supra note 107, the 
mark was used solely in connection with the advertising of applicant’s products and 
that the applicant was not engaged in the selling of services. 
110. 101 USPQ 341 (44 TMR 1120) (C.P. 1954). 
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GREAT WESTERN MARKET, for stock yard services on the Supple- 
mental Register on the ground that these services were not ren- 
dered in commerce. The Commissioner pointed out, however, that 
the Federal Packers and Stockyards Act’ was enacted under the 
Commerce Clause of the Constitution; that the Act’s constitu- 
tionality had been upheld by the Supreme Court’ and that con- 
sequently, the services rendered by those operating stock yards 
were clearly services rendered in commerce over which Congress 
has control. It may be noted that an effort is presently being 
made by the American Bar Association’s Subcommittee on Amend- 
ments to the Lanham Act in connection with the pending Wiley 
Bill’* to broaden the definition of ‘‘use in commerce”’ in connec- 
tion with service marks so as to include even local services pro- 
vided the person rendering the services is engaged in commerce 
in connection therewith. 














c. What Qualifies as a Registrable Service Mark 






Here again, greater latitude is detectable. Thus, it has been 
held in Ex parte Colvin, Mendelhall & Co.,'* that the notation 
THE TECHNICAL TREND qualified as a service mark on the Principal 
Register for ‘‘an investment advisory service’’. Applying the 
same test currently followed in trademark cases, the Commis- 
sioner held that, with regard to the services here involved, the 
combination of a descriptive and a generic word had no meaning 
which would specifically suggest the applicant’s investment ad- 
visory services. Similarly, the slogan REPRESENTING THE BUYER 
was accepted as a service mark under Section 2(f) for general 
insurance brokerage on the Principal Register.** The slogan was 
found to have been exclusively used by the applicant in con- ' 
nection with its insurance service and not ‘‘generically descrip- 
tive’’. Since the definition of service mark in Section 45 expressly 
includes slogans, it was held, upon proof of distinctiveness, that 
a descriptive slogan such as this may become registrable under 
Section 2(f) of the Act. 

























111. Title 7 USCA 1921. 
112. Stafford v. Wallace, 258 U.S. 495 (1922). 

, 113. Supra, note 2. 
114. Supra, note 66. 
115. Ex parte Mack and Parker, 100 USPQ 65 (44 TMR 594) (C.P. 1953). 
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d. What Constitutes Service Mark ‘‘Use’’ 


In this respect, as in the case of trademark applications, the 
Patent Office requirements have been somewhat stiffened. Thus 
it was held in Ex parte Phillips Petroleum Company,'* that where 
the mark sought to be registered as a service mark for engineer- 
ing services actually identified only a certain process in connec- 
tion with which the engineering services were rendered, such name 
did not satisfy the requirement of use as a service mark. In 
this particular case, the applicant had used another name for the 
purpose of identifying its services and it appeared from the evi- 
dence that the designation cycLovEersion, which was now sought 
to be registered, was nothing but the name of a process in con- 
nection with which the applicant’s engineering services were fur- 
nished. The Commissioner said: 


‘‘Use of a mark (cycLoversion) identifying a process in an 
advertisement which also features another mark (pERco) iden- 
tifying a service does not qualify the mark identifying the 
process as a service mark within the meaning of the Trade- 
Mark Act.”’ 


Similarly, the Examiner-in-Chief held in the previously mentioned 
MARIE GIFFORD case,*"” as an additional ground for rejection, that 
the name was not used to identify services but created only the 
impression that it identified a particular person associated with 
the applicant’s consumer division. The expression: 

‘‘Hor free Armour Star canned meat recipe booklet, write to 

Marie Gifford, Consumer Service Department, Armour and 

Company, Chicago 9, Illinois’’ 
was held not to satisfy the requirements of service mark use but 
only served as an invitation to consumers to write to a particular 
person for the purpose of obtaining a free recipe booklet. Previ- 
ously, the Examiner-in-Chief had also held that the slogan usEFuL 
NEWS FOR IMPORTANT PEOPLE was not registrable for ‘‘the adver- 
tising service provided in space devoted to advertising in ‘U. S. 
News & World Report’.’’* He said: 

‘‘The services for which the phrase is alleged to be a 
trademark consist in the running of advertisements in ap- 


116. 100 USPQ 25, 26 (44 TMR 564) (C.P. 1953). 
117. Note 109, supra. 


118. Ex parte The United States News Publishing Corporation, 99 USPQ 322, 323 
(44 TMR 436) (PO ChEx. 1953). 
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plicant’s periodical. This would more commonly be referred 
to as selling advertising space, and I believe that most pub- 
lishers would be quite surprised to learn that this was a 
‘service’ of the kind which a trademark is used to identify.’’ 


In other words, the mark was rejected on the ground, inter alia, 
that it did not identify services as contemplated in Section 3 of 
the Act. 

While there appear to be no recent contested cases involving 
registrability of radio programs as service marks, it is noticeable 
from an even superficial glance at the Official Gazette during the 
last year that many such names have been registered and that 
most of the problems which arise are in connection with classifica- 
tion rather than registrability generally. It seems well settled 
that program names will not be registered in Class 101 (Adver- 
tising Services) wherever they advertise the applicant’s own 
goods, but they may be registered in Class 107 (Education and 
Entertainment). The radio stations, which are in the business of 
furnishing broadcasting service, will as a rule register their pro- 
gram names in Class 104 (Communications). A service mark, 
such as THE FAMILY HOUR, which is sponsored by the Prudential 
Insurance Company, is registered in Class 102 (Insurance and 
financial) as a service for the underwriting of individual and 
group life insurance. Contrary to earlier practice, call letters 
used by radio stations will now be accepted, but the certificate 
will have a proviso in the statement to the effect that such let- 
ters are used subject to the control and regulations of the Fed- 
eral Communications Commission and are disclaimed to the ex- 
tent to which they are subject to such Governmental control. 

Where a service mark application for a radio program name 
covers more than one class, for instance, Entertainment services 
and Advertising services, the Office will now, contrary to earlier 
practice, require a division so that the mark will have to be regis- 
tered separately in each class in connection with which the ap- 
plicant offers his services.’ 


119. A proposed amendment to the Lanham Act seeks to revise the definition of 
service mark so as to add the following provision: ‘‘Titles of radio and television 
programs, character names and other distinctive features of radio and television pro- 
grams, may be registered as service marks notwithstanding that they or the programs 
may advertise the goods of the sponsor.’’ (From a Report of the Committee on 
Amendments to the Lanham Act, American Bar Association.) 
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Service Mark Infringement 


Reference should here be made to the first and only decision 
in an infringement suit based upon alleged infringement of a 
registered service mark under the Act of 1946. In Springfield 
Fire and Marine Insurance Company v. Founders’ Fire and Ma- 
rine Insurance Company,” the plaintiff insurance company had 
registered a picture of a covered wagon drawn by oxen as a serv- 
ice mark for insurance services. The picture appeared on in- 
surance policies, stationery and advertising materials. The de- 
fendant insurance company used a picturization of a similar cov- 
ered wagon in a somewhat different presentation. The court char- 
acterized the question whether plaintiff’s use of the symbol en- 
titled it to service mark protection as ‘‘a novel question’’ and 
then came to the somewhat surprising conclusion that, despite 
the registration, the picture had not acquired an association with 
the service to such an extent as to perform ‘‘a true trademark 
function’’. Said the court: 
‘‘The mark, when placed upon plaintiff’s policies does not 
serve to apprise the policy holder or the broker of the origin 
of the service, since the policy is merely a written statement 
of the contract already made. Nor does the mark serve to 
guarantee the quality of plaintiff’s service since neither the 
policy-holder nor the broker relies upon the mark as a guar- 
antee of the contents of the policy, or of plaintiff’s ability 
to abide by the contract. 

‘‘Finally, the covered-wagon mark does not perform what 
is probably the most important function of creating a market 
through its advertising appeal.’’ 

It concluded : 
‘“The conclusion is inescapable that the evidence fails to show 
that the ‘covered-wagon’ mark registered by plaintiff identi- 
fies its services and distinguishes them from the services of 
others in such a way as to perform any trademark function.”’ 
If this reasoning were generally followed, it would greatly impair 
the validity of a great many service marks of this type which have 
been registered at the Patent Office. The court seems to imply 
that, in addition to the registration and use of the mark, the reg- 
istrant must prove a secondary meaning, even though the regis- 


120. 99 USPQ 38, 44, 45 (44 TMR 170) (D.C. N.D. Cal. 1953). 
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tered picturization was fanciful and arbitrary in connection with 
the offering of insurance services. In addition to finding lack of 
proper service mark use, the court came to the conclusion that the 
defendant’s picture was not a colorable imitation of plaintiff’s so 
that neither relief in trademark infringement nor against unfair 
competition was granted. In the concluding paragraph, the court 
characterized this case as ‘‘much ado about nothing.’’ It said: 


‘‘This case, despite the interesting legal problem it has 
presented, really is ‘Much Ado About Nothing.’ The pleasure 
and pride of the plaintiff in the use of the ornamental picture 
of the covered wagon is understandable. But that is, per se, 
a far cry to granting judicial aid to stop another insurance 
company from using similar adornments or ornaments.’’ 


There is not a single reference in the court’s lengthy opinion to the 
fact that the Patent Office had apparently considered this picture 
to be a valid service mark and that it should, for that reason alone, 
be considered prima facie valid under Section 7(b) of the Act. 
Thus, the first judicial interpretation of the service mark concept 
leaves a rather discouraging impression upon those who hope- 
fully resorted to this new mode of protection for symbols, be they 
words or pictures, for which no statutory registration had been 
provided prior to the recognition of service marks in the Act of 
1946.*** 
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2. The Supplemental Register 





The more lenient trend toward registrability of marks which 
have acquired distinctiveness under Section 2(f) of the Act and the 
equally noticeable liberality in interpreting the phrase ‘‘ primarily 
merely descriptive’’ in Section 2(e) finds its counterpart in the 
Commissioner’s interpretation of the phrase ‘‘capable of distin- 
guishing’’ (Section 23 of the Act). Before a mark may be regis- ’ 
tered on the Supplemental Register, it must be ‘‘capable of dis- 

















121. With regard to certification marks and collective marks, there have been 
no new developments during the past year and only one Commissioner’s decision has 
been found, which briefly discusses a certification mark problem, Consolidated Dairy 
Products Company v. Gildener & Schimmel, Inc., 101 USPQ 465, 467 (44 TMR 982) 
(1954). It was there indicated that under the present statute, a registrant cannot 
at the same time claim trademark rights as a result of use by licensees and related 
companies of the same word which he also wishes to use as a certification mark, on 
the same packages. The Commissioner said: ‘‘If petitioner claims rights in the word 
as a certification mark, it is certifying its own products and it is permitting others 
to use the certification mark as a trademark. If petitioner claims rights in the 
word as a trademark, its conduct in permitting others to use it in the manner here- 
inabove referred to has probably caused the mark to lose its significance as an indica- 
tion of origin.’’ 
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tinguishing’’ the applicant’s goods or services. It would appear 
from the more recent cases interpreting this section that the mini- 
mum standards to meet this statutory requirement are easily met 
unless the name sought to be registered on the Supplemental 
Register is, for all practical purposes, the generic name of the 
article itself. Illustrative of the latter type of case is Ex parte 
The R. K. LeBlond Machine Tool Co.,? where the Commissioner 
refused registration to the term pvuat pRive on the Supplemental 
Register for engine and tool room lathes. It was held that the 
words DUAL DRIVE described a specific lathe manufactured under 
certain patents and could not mean 


‘‘anything other than a lathe with two drives, which is exactly 

the item described in the application. It is just as much a 

description of a type of lathe as are HEAVY DUTY, PRECISION 

TOOLROOM, RAPID PRODUCTION, and others listed in the bro- 

chure.’’ 
Consequently, the term puAL prRIvVE was held to be so highly descrip- 
tive as to be ‘‘incapable of distinguishing the product.’’ Similarly, 
the word Lamé for a metallic thread or yarn was held to be so 
highly descriptive as to be ‘‘incapable of distinguishing the prod- 
uct’’ and registration on the Supplemental Register was refused.*** 
The word Lams was held to be not only descriptive but actually 
generic and, in fact, the name of the goods. The Commissioner 
further held that the word did not become registrable by being 
used in connection with a design showing a spool of thread. It was 
pointed out that such representation had no more trademark sig- 
nificance when used alone or when used in conjunction with the 
word tamé than the representation of a chair would have when 
used in connection with the generic word ‘‘mahogany.’’ Again, 
the words saLaD-Pac were refused registration on the Supplemental 
Register on the ground that, though slightly misspelled, the words 
used in connection with canned vegetables would ‘‘merely indicate 
vegetables canned or packed appropriately prepared for use in 
salads * * * .’’ Despite the misspelling and the use of the hyphen, 
the words were held to be unregistrable as being ‘‘incapable of 
distinguishing.’’*** 

122. 98 USPQ 416, 417 (44 TMR 194) (C.P. 1953). 
1988). Ex parte Standard Yarn Mills, Inc., 99 USPQ 22 (44 TMR 308) (C.P. 


124. Ex parte Charles G. Summers, Jr., Inc., 100 USPQ 322 (44 TMR 746) (PO 
ChEx. 1954). 
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While it thus appears that the Office has adhered to fairly 
strict standards with regard to registrability on the Supplemental 
Register of generic or quasi-generic terms, the gates have been 
opened more widely with regard to registration of slogans on the 
one hand, and bottles, packages and containers on the other. Per- 
haps most significant of the trend to permit registration of slogans 
on the Supplemental Register, as long as they show a bare mini- 
mum of capability of distinguishing, is the recent decision by the 
Examiner-in-Chief concerning the phrase THE BEER WITH THE MIL- 


125 


LION DOLLAR FLAVOR.’ This was held to be more than ‘‘an ordinary 
or commonplace expression,’’ such as had been found in the slogan 
A TRULY FINE PALE BEER*” and BEST AND BIGGEST CIGAR.’ It was held 
that, contrary to those cases, the slogan here involved satisfied 
‘‘the low order of distinctiveness’’ which is a prerequisite to 
registration on the Supplemental Register. The Examiner-in- 
Chief distinguished this case from his previous ruling refusing 
to register the slogan USEFUL NEWS FOR IMPORTANT PEOPLE, aS a 
service mark for advertising services provided by the publication 
*“‘U. S. News & World Report.’”** As pointed out elsewhere in 
this report,’ that application was rejected primarily on the 
ground that the applicant was not rendering an advertising serv- 
ice in connection with the use of this phrase but it was additionally 
held that the quoted slogan was ‘‘incapable of distinguishing’’ 
under Section 23 of the Act. The applicable minimum standards 
were defined as follows: 


‘‘Commonplace statements of no distinctiveness are not con- 
sidered registrable. It would appear that a phrase to be 
considered capable of distinguishing an applicant’s goods and 
registrable on the Supplemental Register, aside from other 
considerations, ought to have at least some degree of ingenuity 
in its phraseology or in its application to the goods; it ought 
to say something at least a little different from what might be 
expected to be said about a product, or say an expected thing 
in a somewhat unexpected way. The slogan sought to be 
registered here is believed to fall in the same category as those 
refused; the phrase ‘news for people’ would be pretty trite, 





125. Ex parte Terre Haute Brewing Co., 101 USPQ 373 (44 TMR 976) (PO 
ChEx. 1954). 
126. Note 95, supra. 
127. Note 96, supra. 
128. Note 118, supra. 
129. 44 TMR 436. 
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the addition of the adjective ‘useful’ to ‘news’ likewise, and 
the reference to the people as ‘important’ adds only a wholly 
unimaginative element of ordinary snob appeal.’’ 

Even in the light of this clearly defined policy, the conclusion 


was reached that the phrase, THE BEER WITH THE MILLION DOLLAR 
FLAVOR reflected ‘‘at least some degree of ingenuity in its phrase- 
ology’’ and therefore qualified for registration. 

Probably the most significant ruling, enlarging the scope of 
registrability on the Supplemental Register, involved registration 
of a perfume bottle on which a design patent had expired.’* In 
that case, the actual bottle involved had not been protected by a 
design patent but a similar bottle had been so protected for a 
period of seven years ending some 55 years prior to the filing date 
of the application. Since applicant’s alleged use antedated the 
design patent by several years, it was held that if it had involved 
an identical device, the patent would have been invalid as a result 
of applicant’s prior use. Since, however, the design patent had in 
fact been granted only for a somewhat similar but not identical 
bottle, it was found to have no bearing on the question of registra- 
bility under Section 23. The bottle was held to be capable of 
distinguishing as a result of 60 years continuous use by the appli- 
cant in its present unusual and unconventional conformation. 
This decision foreshadowed the Commissioner’s important ruling 
in Ex parte Caron Corporation.” In that case, the bottle sought 
to be registered was identical with a bottle shown in a design pat- 
ent which had issued in 1929 for a term of 14 years. This patent 
had been owned by the applicant during that period and the bottle 
was claimed to have been used by the former patent owner even 
after the expiration of the design patent. The Commissioner held 
that the bottle design had not become dedicated to the public as a 
matter of law but that such designs may become subject to exclu- 
sive use as trademarks and, accordingly, qualify for registration 
on the Supplemental Register as a result of exclusive use as a dis- 
tinguishing mark for a period of years after the expiration of the 
patent. The Commissioner said: 


130. Ex parte Extraction and Chemical Co., Inc., 99 USPQ 313 (44 TMR 433) 
(C.P. 1953). In Ex parte Strohmeyer & Arpe Company, 102 USPQ 123 (C.P. 1954), 
the conformation of a bottle which served as a container for olive oil since 1937, 
was held registrable on the Supplemental Register despite the fact that the conforma. 
tion, as such, was ‘‘old.’ 

131. 100 USPQ 356, 200 (44 TMR 336) (C.P. 1954). 
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‘«* * * it is my opinion that the design of an article which was 


once the subject of a patent is in the public domain to the same 
extent and in the same manner as if it had not been patented 
or had not been patentable; and the rights of the public to 
use such an article are as great as, but no greater than, its 
rights in an unpatented or unpatentable design.’’ 


The scorcH TAPE case**’ was distinguished on the ground that there 
registration for the sleigh device was sought on the Principal 
Register, based on secondary meaning, and the earlier Locomo- 
tive Headlight case** was held not controlling on the ground that 
the configuration there involved was ‘‘incapable of performing a 
trademark function’’ and on the further ground that no design 
patent, expired or unexpired, was present in that case. The de- 
cision of the Court of Appeals for the Second Circuit in Lucien 
Lelong, Inc. v. Lander Co., Inc.*** involving a long-necked bottle, 
in which protection against unfair competition had been denied 
in view of the expiration of the design patent, was distinguished 
on the ground that the court there had expressly failed to find 
that the plaintiff had established a secondary meaning for the 
long-necked bottle after the expiration of the design patent. The 
Commissioner’s decision in the Caron case,’”, if generally adopted 
by the courts, may eventually have an important bearing not only 
on the pending legislative efforts either to repeal or drastically 
to amend and extend the existing Design Patent statute,’ but also 
upon the immediate practical problems of seeking maximum statu- 
tory protection for bottles, packages and similar devices which 
may fall within the present scope of ‘‘invention’’ under the De- 
sign Patent statute. It might assure those who have introduced 
and made known distinctive containers, bottles, or similar de- 
vices, of continued statutory protection after expiration of the 
temporary design patent monopoly, at least in those cases in which 
the subject of the alleged invention on which the design patent 


132. Ex parte Minnesota Mining § Manufacturing Co., 922 USPQ 74 (42 TMR 
164) (PO ChEx. 1952). Cf. ‘‘The Fifth Year,’’ supra note 56 (42 TMR 727). 

133. Ex parte Mars Signal-Light Company, 85 USPQ 173 (40 TMR 377) (C.P. 
1950); ef. Derenberg, for a discussion of the ‘‘Scotch Tape’’ case and this case, 
‘*Copyright No-Man’s Land: Fringe Rights in Literary and Artistic Property,’’ 1953 
Copyright Problems Analyzed (1953), at p. 220; reprinted XXXV Journal of the 
Patent Office Society, 635 (Sept. 1953). 

134. 75 USPQ 302, 164 F.2d 395 (2d Cir. 1947). Cf. ‘‘The Fifth Year,’’ supra 
note 56 (42 TMR 727). 

135. Note 131, supra. 

136. Pub. L. 593, 82d Cong. 2d Sess. Ch. 950, approved July 19, 1952, 66 Stat. 
792. 
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was based is still exclusively used by the former patentee for 
purposes of distinguishing his particular product after expira- 
tion of the patent. 

It has already become apparent that the rule announced in 
the Caron case cannot and should not be analogously applied 
where the configuration sought to be protected had formed the 
subject of a mechanical patent, rather than a design patent. Thus, 
in Ex parte Jongleux and Lundquist, Inc.,'*" it was sought to regis- 
ter the configuration of corrugated pickle slices as a trademark 
on the Supplemental Register. It appeared from the application 
that the applicant had owned a mechanical patent for a machine 
from which corrugated slices in this particular form were cut. 
The Commissioner said: 

‘‘The corrugated slicing is unquestionably the necessary 
result of using the patented machine. Upon expiration of 
the patent, use of the machine will be free to all—and since 
the machine is designed to produce only the corrugated slices 
the corrugated slice configuration will be dedicated to the 
public. Kellogg Co. v. National Biscuit Co., 39 USPQ 296 
(S.Ct. 1938). Under such circumstances, a patentee will not 
be permitted to claim rights under the guise of trademark 
protection and thereby deprive the public of its right to utilize 
freely and completely a machine on which a patent has ex- 

ired.”’ 

It would seem extremely doubtful, even if there had been no 
mechanical patent involved in the pickle case, whether by the 
mere slicing of pickles in an unusual way, trademark rights based 
on a ‘‘configuration’’ under Section 23 could be recognized. The 
Office has continued to be careful not to register claims to any 
configurations which, like the headlight in the case of Ex parte 
Mars Signal-Light Co.,** form an integral part of the overall 
appearance of the article or serve a distinct utilitarian function. 
Thus, in the most recent case of this type, Ex parte Alan Wood 
Steel Company,’ the Examiner-in-Chief affirmed the decision of 
the Examiner, refusing registration on the Supplemental Register 
for certain raised patterns in steel floor plate extending over the 
entire surface of such plate. These patterns of tapered ridges 


had an edge along the center with a slight flattening at the top 


137. Supra, note 52. 
138. Supra, note 133. 
139. 101 USPQ 209 (44 TMR 866) (PO ChEx. 1954). 
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and were so arranged that each one was perpendicular to the 
four adjacent ones. In holding that the function of the ridges was 
to prevent slipping, the Examiner-in-Chief ruled that the floor 
plate design served primarily a utilitarian function which, as the 
Trade-Mark Division had put it, had ‘‘specific safety properties’’. 
As against applicant’s argument that the peculiar shape and ar- 
rangement of the projections were not utilitarian but indicated 
origin, it was decided that the primary purpose of the design 
remained utilitarian and functional, even though ‘‘there may be 
some aspects of arbitrariness in the individual design.’’ The de- 
vice was therefore found incapable of distinguishing the appli- 
cant’s goods and unregistrable on the Supplemental Register. 















3. Problems in Inter Partes Proceedings 







LIKELIHOOD oF CONFUSION 





a. Confusion as to Source of Origin 






In last year’s report, special emphasis was given to the trend 
in the ‘‘new’’ Court of Customs and Patent Appeals toward favor- 
ing the applicant, rather than the opposer, by stressing differ- 
ences of the marks and goods rather than broadly resolving all 
doubt against the newcomer.'*® It was there pointed out that a 
dissenting opinion had characterized this more liberal attitude 








toward applicants as ‘‘a fundamental change in the prevailing 
philosophy’’ of the court. 
Since that time, there have been surprisingly few decisions by 








the court on this point; in fact, only two cases have been found 
during the past year in which the court dealt with this problem 






without in any way deviating from its recent new approach. In t 
Hillyard Chemical Company v. Vestal Laboratories, Inc.,'** which 
involved both an opposition and a cancellation proceeding: be- 
tween the same parties, relating, inter alia, to the trademarks 
SHINE-ALL and BRITEN-ALL for a cleaning compound, the court, while 
upholding an opposition by the registrant of BRITEN-aLL against 
the application for sriren-zir, refused to cancel SHINE-ALL over 
BRITEN-ALL on the ground that, despite the common syllable au 











*140. ‘*The Sixth Year,’’ note 1, p. 801. 
141. Ibid. 
142. 99 USPQ 117, 206 F.2d 926 (44 TMR 297) (CCPA 1953). 
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and the similarity in meaning, the remaining portions of the mark 
gave them a sufficiently separate identity. Consequently, the 
petition for cancellation was denied on this ground as well as 
on the additional ground that the petitioner had been guilty of 
laches. In The Aluminum Air Seal Manufacturing Co. v. Trim- 
Set Corporation,’* which involved a petition to cancel the nota- 
tion TRIM-A-SEAL because of the petitioner’s prior use of the word 
TRIM-SET as used in connection with storm windows and similar 
products, the Examiner of Interferences had held the two marks 
not to be confusingly similar but was reversed by the Examiner- 
in-Chief, who took the position that in view of the common use 
of the descriptive word ‘‘trim’’, sufficient differences had to be 
found between the remainder of the notations, szaL and set, and 
that these two words, too, were too similar to obviate any likeli- 
hood of confusion. The latter decision was affirmed (with one 
dissent) by the Court of Customs and Patent Appeals, Judge Cole 
stated the applicable test to be as follows: 

‘‘ Although it is well established that a descriptive word can 

have, in itself, little or no trademark significance and can- 

not properly be considered as being the dominant part of a 

trademark, it is equally well established that the controlling 

and decisive principle is whether the competing marks are 
confusing when observed in the light of their over-all presen- 
tations. 

‘In this respect, it is true that in the final analysis the 
contested marks should not be judicially dissected or com- 
ponent parts measured one against the other, as the pur- 
chaser himself does not dissect the marks, but is confused, if 
at all by the mark as a whole. From a purely objective stand- 
point, however, existing and apparent similarities in signifi- 
cance, sound, and appearance between constitutent parts of 
trademarks cannot be overlooked as they provide a rational 
foundation upon which a conclusion may be formed as to the 
general subjective impression made by the marks upon the 
buying public.’’ 

While there have been few adjudications during the past year 
by the Court of Customs and Patent Appeals with regard to the 
test of likelihood of confusion, there has been a noticeable new 
trend in the decisions of the Patent Office. It is believed to be 
a fair statement to observe at this time that the ‘‘new’’ trend 


143. 100 USPQ 52, 54, 208 F.2d 374 (44 TMR 543) (CCPA 1953). 
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in the decisions of the Court of Customs and Patent Appeals in 
1952 and 1953 is to some extent reflected in a tendency benefiting 
the applicant rather than the opposer with regard to the ap- 
plicable confusion test. It is perhaps not without significance that 
a casual survey of the opinions rendered by the Commissioner 
up to July 15, 1954, in which the question of likelihood of con- 
fusion was the focal issue, will show that decisions by the Ex- 
aminer of Interferences which sustained an opposition were 
affirmed in 15 instances and reversed in 16 cases, while the Ex- 
aminer’s decisions in dismissing notices of oppositions were af- 
firmed in 15 cases and reversed in but seven proceedings. In 
several instances, the Assistant Commissioner’s decision, even 
though dismissing the opposition, then proceeded to reject the ap- 
plication ex parte on various collateral grounds. The primary 
reason for this relatively larger percentage of cases in which op- 
positions have been dismissed may be found in the application of 
a somewhat stricter ‘‘antidissection’’ theory than had been ap- 
plied in the past, although the present theory seems to be on all 
fours with the previously quoted statement by Judge Cole in the 
TRIM-SET case.*** It has, of course, always been true that for pur- 
poses of determining likelihood of confusion, the marks involved 
should not be dissected, just as it has always been the law that in 
the comparison of marks, descriptive or disclaimed portions should 
not receive the same degree of attention as those parts of the mark 
which may be deemed arbitrary or fanciful. But a review of the 
Commissioner’s numerous decisions on this point, both in regard 
to ex parte and inter partes cases, will clearly show that the em- 
phasis has been shifted in favor of stricter application of the anti- 
dissection rule as compared with a somewhat less stringent policy 
with regard to the importance of disclaimed portions and descrip- 
tive words in the course of the comparison of the marks. It is 
clear, of course, that the application of this revised test does not 
always work out to the detriment of the opposer. On the contrary, 
where the case involves two words or notations both of which 
comprise the same disclaimed or otherwise nondistinctive term, 
it has been held that in looking upon the marks in their entirety, 
including the identical descriptive portion of each, such common 
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feature in both marks may well be a weighty factor in swinging 
the scales against the applicant rather than against the opposer. 
A typical case of this kind was, for instance, The Borden Company 
v. Lauritzen & Company, Inc.,’* in which an opposition had been 
filed by the owner of the registered mark proroLac—which was 
claimed to be a member of a ‘‘family of marks’’ ending with Ltac— 
as against an application to register the word rortirtac. The Ex- 
aminer had dismissed the opposition on the ground of lack of 
confusion between the words and, in effect, comparing only the 
words ForTI and proto, Lac being considered to be descriptive. In 
reversing this decision, the Assistant Commissioner said: 


‘‘The marks under consideration are not FrortI and proto, but 
FORTILAC and prorotac. The sole question here is whether 
FORTILAC, when applied to applicant’s goods, is likely to cause 
the public to believe that it emanates from the earlier producer 
of prototac. I am of the opinion that it is likely to do so— 
particularly since any doubt which may exist must be resolved 
in favor of the opposer here.’’ 
Similarly, opposition by the registrant of the words sporT WALKS 
was sustained against an application to register sport stripe for 
closely related products.*** The Assistant Commissioner there 
said: 
‘The fact that the word sport is disclaimed as being descrip- 
tive of a type of shoes manufactured by both parties does not 
eliminate it from consideration in determining likelihood of 
confusion. Even though no claim of exclusive rights in the 
word sport alone is made by either party, nevertheless both 
are claiming exclusive rights in the respective terms sport 
WALKS and sporT stTRIDE. It is the word combinations, and the 
impression created by them, with which we are concerned, and 
not the separate words in each mark.”’ 


In other words, the ‘‘overall’’ presentation, as the Court of Cus- 
toms and Patent Appeals had characterized it in the TRIM-sET case, 
was held controlling, including even—for the purpose of making 
this determination—disclaimed parts. However, in the most 
recent Commissioner’s decision involving an opposition by the 
owner of the well-known sani-FLUsH trademark against an applica- 
tion to register TuRBo FLUSH for a solvent to clean automobile 
145. 99 USPQ 216, 217 (44 TMR 319) (C.P. 1953). 


146. The Juvenile Shoe Corporation of America v. Vocational Footwear, Inc., 99 
USPQ 174 (44 TMR 221) (C.P. 1953). 
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radiators,'*’ no likelihood of confusion was found even after com- 
paring SANI-FLUSH and TURBO FLUSH in their entirety including the 
disclaimed word FrLusH and despite the fact that the opposer had 
been successful in numerous similar previous proceedings. A tri- 
bunal consisting of Assistant Commissioner Leeds and Examiners- 
in-Chief Federico and McCann, in overruling a previous decision’ 
in which an opposition by the owners of saNI-FLUSH against the 
registration of royaL FLusH had been sustained with regard to the 
same products, came to the conclusion that opposer’s mark sanI- 
FLUSH, considered in its entirety, was not likely to be confused with 
applicant’s TURBO FLUSH as applied to a radiator cleaning com- 
pound. Apparently, more weight was given by this tribunal to the 
first portions of the marks involved than had been the case in the 
previously quoted proToLac and SPORT STRIDE cases.’*° 
The ‘‘antidissection’’ theory will result more frequently in 
holdings favoring the applicant in cases in which the opposer and 
the applicant do not both use the identical disclaimed or descrip- 
tive word, but where such nontechnical matter may appear only in 
a composite trademark on which either the opposer or the appli- 
cant relies. It now appears that more weight will be attached to 
such individual nondistinctive parts of either the applicant’s or 
the opposer’s marks in determining likelihood of confusion than 
had been the practice in the past. For instance, in Jewel Tea Co., 
Inc. v. Wetalene Laboratories, Inc.,*° registration was sought for 
the compound word onLy-wun and was opposed by the registrant 
of won as used on identical products, viz., detergents for use in 
automatic washing machines. The Examiner of Interferences had 
sustained the opposition on the ground that the term on.y in appli- 
eant’s mark should be practically disregarded as not being the 
‘‘dominant’’ part of the mark so that as a result of the similarity 
between wun and wow, the two marks were held to be confusingly 
similar. Assistant Commissioner Leeds said, however: 
‘‘T am unable to follow such reasoning. In the compound 
word ONLY-wwn it is not seen how wun can be considered the 


147. The Hygienic Products Company v. Associated Producers, Inc., 101 USPQ 490 
(C.P. 1954). 

148. The Hygienic Products Co. v. Lion Chemical Co., 91 USPQ 348 (42 TMR 139) 
(1951). 

149. Supra, notes 145 and 146. 

150. 99 USPQ 477, 478 (44 TMR 457) (C.P. 1953). 











1 
% 
tT 


a] 


Dn 
i 
, 


ll 


1042 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 





dominant part of the mark; nor is there any explanation as to 
why it is believed that wun may be thought by purchasers to 
designate origin of the goods. As was said in Ez parte 
Blum’s, 99 USPQ 344, (44 TMR 335) (Com’r. 1953) such a 
holding is believed to be improper where a unitary term has 
a well-known and familiar connotation. To hold that wun 
in ONLY-wUN dominates oNLY amounts to a dissection of the 
mark for purposes of comparison, and such dissection de- 
stroys the significance of the mark as a whole.’’ 


It is clear that it has become somewhat more difficult for an op- 
poser to sueceed in cases in which either his or the applicant’s 
mark includes disclaimed or otherwise nondistinctive component 
parts as long as such portions are not simultaneously present in 
each of the marks involved.*™ 


b. Confusion as to Sponsorshp and the Dilution Concept 


In at least one case, Copacabana, Inc. v. Breslauer, the 
Assistant Commissioner has held that in case of an internationally 
known trademark, an opposition may be sustained despite a wide 
difference in the goods or services involved on the ground that the 
applicant’s mark may under such circumstances falsely suggest a 
connection in trade under Section 2(a) of the Act. On that ground, 
the owner of the trade name copacaBANa, INC., who operates a well 
known restaurant and night club, was held entitled to oppose 
registration of the word copacaBana for perfumes and a line of 
cosmetics. In reversing the Examiner of Interferences, Assistant 
Commissioner Leeds pointed out that the copacaBaNna restaurant 


151. The antidissection theory is also reflected in the Assistant Commissioner’s 
recent decision in Sprague Electric Company v. Erie Resistor Corporation, 101 USPQ 
486 (1954). In reversing the Examiner of Interferences, it was there held that the 
registered trademark ERIE BUTTON for electrical condensers should not be cancelled on 
the ground that the word ‘‘button’’ had become a common generic term with re- 
gard to these products. The applicant had disclaimed the word Erie. According 
to the Commissioner, the composite trademark ERIE BUTTON had retained its distinc- 
tiveness as a trademark even though the word ‘‘button’’ by itself may be in common 
use in the trade with regard to button-type condensers. 


152. 101 USPQ 467, 469 (44 TMR 987) (C.P. 1943). There has been no change in 
the rules which govern the admissibility and evidentiary value of third party registration. 
As stated in the Commissioner’s decision in the LONE RANGER case, The Lone Ranger, 
Inc. v. M. A. Henry Co., Inc., 100 USPQ 33 (44 TMR 574) (C.P. 1953), such regis- 
trations may be relevant for the purpose of showing that a petitioner for cancella- 
tion has not established a secondary meaning; they may also be pertinent to ‘‘indi- 
eate the meaning of conflicting portions of the mark in the same way as dictionaries 
or other indications of common usage may be considered.’’ Handmacher-Vogel, Inc. v. 
Weathercrest Jackets, Inc., 101 USPQ 417 (44 TMR 1123) (C.P. 1954) and the district 
court’s opinion in Sun Oil.Company v. Watson, 101 USPQ 276 (44 TMR 942) (D.C. 
D.C. 1954), are to the same effect. 
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had become nationally, if not internationally, known and that some 
members of the public might well assume that applicant’s line of 
perfumes was in some way sponsored by the opposer or that there 
was a business connection between the two concerns. For the first 
time, it was broadly stated: 

‘*When the Courts protect famous names (copacaBaNa falls in 

this category) and celebrated trade marks against unauthor- 

ized use, the Patent Office should refuse registration on the 
same theory, namely, the false suggestion of a trade connec- 
tion. Section 2(a) of the Trade Mark Act of 1946 prohibits 
registration in such cases.’’ 
In other words, it was indicated that in cases such as these, the 
Trade-Mark Division would be justified in rejecting the applica- 
tion ex parte as had been done during the previous year in con- 
nection with an attempt to register the word Kopak in connection 
with cigarette lighters. 

On the other hand, the Court of Customs and Patent Appeals 
in its most recent decision,’ refused to apply an equally broad 
test in passing upon the registrability of the notation soHnNIEZ 
WALKER for shoes over the opposition of the famous distiller. The 
Commissioner’s decision, dismissing the opposition,’* was affirmed 
on the ground that there was nothing in the record to support the 
opposer’s argument that the applicant had been motivated solely 
‘‘by a wish to capitalize upon the established goodwill of appel- 
lant.’’ It seems, however, that the court was influenced in part by 
the fact that the mark sought to be registered did not show a 
depiction of the well-known dandy of former days, which is in the 
public’s mind an inseparable part of the famous whisky trademark. 
The applicant’s trademark for shoes did not include any pictorial 
matter but merely the name JOHNNIE WALKER and the court, there- 
fore, held the case to be governed by its earlier decision in Alliga- 
tor Co. v. Larus & Bro., Inc.,* in which use of the well known 
ALLIGATOR trademark for rainwear and sportswear was held not to 
prevent another party from applying the same word to tobacco 
products. 


153. John Walker & Sons, Limited v. Modern Shoe Company, 102 USPQ 91 (CCPA 
1954). 

154. 97 USPQ 274 (43 TMR 869) (PO ChEx. 1953). 

155. 93 USPQ 436, 196 F.2d 532 (42 TMR 562) (CCPA 1952). 
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PART III. TRADEMARK INFRINGEMENT AND 
UNFAIR COMPETITION 


I, USE OF INFRINGEMENT MARK OR NAME 


As in the past few years, it is difficult to detect a definite trend 
toward more effective protection against trademark infringement 
and unfair competition by examining the relatively few appellate 
court decisions which have dealt with these matters during the last 
year. The Court of Appeals for the Second Circuit gave broad 
and effective protection to the unregistered trademark copPpERTONE 
for a skin tan preparation.’ The District Court, although it had 
found that the plaintiff had established a secondary meaning, had 
permitted the defendant to continue use of the word copPER TAN 
in connection with the words THE oRIGINAL and an address in 
Miami, Florida. The District Court had also ordered cancellation 
of defendant’s registration for copreR TaN, but had not enjoined 
defendant from continued use of these words on the ground that 
plaintiff’s trademark coprERTONE was descriptive. In enjoining 
defendant absolutely from using the name copper TAN or another 
convenient synonym, the Court of Appeals, in an opinion by Judge 
Clark, emphasized that once a common law trademark, although 
originally descriptive, had acquired a secondary meaning, it was 
entitled to the same degree of protection which is available to 
technically valid registered trademarks. However, less broad 
protection was given to the American Chicle Company, the owner 
of the trademark ciorets for a chlorophyll chewing gum, against 
defendant’s use of the word cior-arp for the same product.’ The 
District Court and a majority of the Court of Appeals, while hold- 
ing the defendant guilty of palpable unfair competition as a result 
of closely imitating plaintiff’s package and get-up, held that de- 
fendant’s trade name cuior-ai did not infringe plaintiff’s regis- 
tered trademark ciorets although the court refused to cancel the 
latter as it had been asked to do by defendant’s counterclaim under 
Section 37 of the Act of 1946. The majority thought it to be 
‘‘highly unlikely’’ that defendant had chosen the name cLor-aip 
for the purpose of winning away plaintiff’s custom. Judge Medina 


156. Douglas Laboratories Corporation v. Copper Tan, Inc., 100 USPQ 237 (44 
TMR 657), 210 F.2d 453 (2d Cir. 1954). 

157. American Chicle Company v. Topps Chewing Gum, Inc. et al., 101 USPQ 133, 
210 F.2d 680 (44 TMR 1078) (2d Cir. 1954). 





Vol. 44 T. M. R. SEVENTH YEAR ADMINISTRATION 


took the view in his dissenting opinion that, in view of the defend- 
ant’s deliberate fraud, it should have been enjoined from any use 
of the word cior-arp. He referred to the defendant as an ‘‘ habitual 
offender’’ because, only a short time before the cLorets case, the 
same defendant had been found guilty of unfair competition as 
against this same plaintiff in American Chicle Company v. Topps 
Chewing Gum, Inc.*** The court there held, in an opinion by Judge 
Learned Hand, that plaintiff’s registered trademark, consisting of 
large gum package including an O-shaped figure colored red, had 
been infringed upon by the defendant, who used a strikingly simi- 
lar package although its name, Topps, appeared in place of the 
plaintiff’s cu1cLeTs. A unanimous court there expressed disagree- 
ment with the decision of the Court of Appeals for the Seventh 
Circuit in the LIFE-sAvERs case,’ in which, under similar circum- 
stances, plaintiff’s case was dismissed because the court failed to 
find likelihood of confusion because of defendant’s conspicuous 
use of its own name curRTIss, and said, with regard to defendant 
Topps’ practices: 


‘*It would be absurd to see in this anything but a hope to 


bring to its own net just those buyers who are on the fringe of 

the plaintiff’s possible customers.”’ 

The court dismissed the counterclaim for cancellation of cHICLETS 
and affirmed the District Court’s broadly worded injunction 
against continued use of defendant’s package and make-up. In 
view of the fact that this same defendant was thus twice found 
guilty of unfair competition with the same plaintiff, it would not 
seem far-fetched to agree with Judge Medina’s dissenting opinion 
in the more-recent case which would have enjoined the defendant 
not only from imitating plaintiff’s package, but from using the 
name CLOR-AIDS as well. 

In the Third Circuit, only one per curiam decision was handed 
down in a trademark case, in Nehi Corporation v. Mission Dry 
Corporation.’ This was not an infringement suit but a suit to 
cancel a registered trademark. It was alleged that defendant’s 
trademark royaL PUNCH was confusingly similar to RoyAL crown, 


158. 99 USPQ 362, 364 (44 TMR 414), 208 F.2d 560 (2d Cir. 1953). 


, 159. Life Savers Corp. v. Curtiss Candy Co., 85 USPQ 440 (40 “‘TMR 520), 182 
F.2d 4 (7th Cir. 1950). 


160. 102 USPQ 1 (3d Cir. 1954). 
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as applied to soft drinks. In affirming the lower court,’ the per 
curiam opinion briefly stated that there was sufficient dissimilarity 
in appearance, sound and meaning between the two marks to nega- 
tive likelihood of confusion. 

In the Fifth Circuit, The Singer Manufacturing Company had 
appealed from a decree,’* which, in one of its conclusions of law, 
had permitted the defendant to use the stnceR name on rebuilt and 
repaired machines provided the machines were plainly and truth- 
fully labelled as such. While not modifying the decree, the Appel- 
late Court ruled that it should be amended so that the Singer Com- 
pany may apply for modification or additions upon a showing that 
the decree as entered did not sufficiently protect its trademark 
against infringement and unfair competition.’® 

A rather interesting infringement and unfair competition case 
has just been decided by the Court of Appeals for the Seventh 
Circuit, involving infringement of the trademark TuB-kKovE as used 
on flexible sealing strips for intersecting surfaces as between wall 
and bath-tub, ete. The plaintiff had registered this mark on the 
Supplemental Register and it was also included in a composite 
design trademark which was registered on the Principal Register. 
The Court of Appeals held that the word TuB-Kovz, as such, was 
descriptive but had acquired a secondary meaning. (The lower 
court had held the word TusB-KoveE not to be descriptive.) It pointed 
out that where such secondary meaning had been acquired, the 
mark would be protected irrespective of any original weakness.** 
Defendant, who had closely imitated plaintiff’s mark and had used 


161. 100 USPQ 38 (44 TMR 497) (D.C. Del. 1954). For the Commissioner’s 
decision dismissing the petition for cancellation, see 89 USPQ 433 (41 TMR 724) (1951). 

162. The Singer Manufacturing Company et al. v. Briley et al., 99 USPQ 303 
(44 TMR 405), 207 F.2d 519 (5th Cir. 1953). 

163. The Ford Motor Company secured an effective injunction against a recondi- 
tioner who falsely led the public to believe that he was one of the plaintiff’s authorized 
reconditioners. Ford Motor Co. v. Alitite Motor Products Corp. of Florida, Inc., 100 
USPQ 344 (44 TMR 293), 117 F.Supp. 460 (D.C. N.Fla. 1954). 

164. Keller Products, Inc. v. Rubber Linings Corporation, 101 USPQ 307 (44 TMR 
1095) (7th Cir. 1954). Cf. also, the second decision by the Court of Appeals for the 
Seventh Circuit in The Independent Nail and Packing Company, Inc. v. Stronghold 
Screw Products, Inc., 102 USPQ 146 (1954). (See ‘‘The Sixth Year,’’ note 1, p. 23.) 
The court held the victorious plaintiff entitled to a decree not only enjoining the de- 
fendant from using the word STRONGHOLD, but even from using the name STRONG 
SCREW & BOLT INC. in a similar display. The court also granted a writ of mandamus 
to the district court for the purpose of carrying out its decree. Ibid, at p. 148. 

165. In this connection, the following sentence appears in the court’s decision, 
101 USPQ at 310 (44 TMR at 1099): ‘‘If a generic term has acquired a secondary 
meaning, late comers must adopt means to avoid public deception.’’ Obviously, the 
word ‘‘generic’’ should be read as ‘‘descriptive’’, since a generic word can under no 
circumstances acquire secondary meaning. 
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the words TuB-covE, was held guilty of both trademark infringe- 
ment and unfair competition but the District Court’s award of 
punitive damages was set aside. The plaintiff was, however, held 
entitled to an attorney’s fee allowance of $1500 as part of its 
compensatory damages. 

The Court of Appeals for the Ninth Circuit gave very strong 
protection to the manufacturer of the well-known drug, pEexe- 
DRINE.** It was held that DEXEDRINE was a valid trademark even 
though the underlying patent had expired, and that the defendant 
should be enjoined not only from using the word DEXEDRINE as part 
of its label HEART BRAND DEXEDRINE but also from offering the tablet 
in the same size, shape and color in which plaintiff had put it on 
the market. As a result, the court affirmed the issuance of a pre- 
liminary injunction, finding no abuse of discretion and doing so 
despite the fact that the preliminary injunction had been based on 
affidavits only without oral testimony. 

In the only trademark infringement suit to come before the 
Court of Appeals for the Tenth Circuit,’ the Court affirmed the 
lower court in upholding the validity and infringement of the 
word FRONTIER and the numeral 90 for gasoline. Although holding 
the individual word Frontier and the numeral 90 to be descriptive, 
the composite mark was held to have become so closely associated 
with the plaintiff as to have acquired secondary meaning. The 
defendant’s counterclaim for alleged antitrust violations was 
dismissed.*** 


166. Ross-Whitney Corporation et al. v. Smith Kline & French Laboratories, 99 
USPQ 1 (44 TMR 274), 207 F.2d 190 (9th Cir. 1953). 

167. Blue Bell Company et al. v. Frontier Refining Company et al., 101 USPQ 360 
(44 TMR 945) (10th Cir. 1954). 

168. A few district court decisions in infringement and unfair competition may 
be briefly noted. In an interesting case which came before a New York district court, 
it was held that the owner of the famous trademark KENT for brushes could not 
enjoin use of the name KENT on cigarettes. G. B. Kent & Sons, Ltd. v. P. Lorillard 
Company, 98 USPQ 404 (44 TMR 153), 114 F.Supp. 621 (S8.D. N.Y. 1953). No 
unfair competition on the part of the defendant was found, particularly since one 
of its executives was a man by the name of Kent and the record was devoid of 
any evidence that the name had been adopted for the purpose of capitalizing on the 
celebrity of plaintiff’s trademark. On the other hand, a Pennsylvania district court 
enjoined a defendant from using plaintiff’s trademark SUNBEAM in connection with 
the sale of lighting fixtures but did not award an accounting of profits. Sunbeam 
Corporation v. Spear, 100 USPQ 379 (44 TMR 490), 120 F.Supp. 538 (E.D. Pa. 
1953). It was held that while defendant’s electrical fixtures did not directly com- 
pete with plaintiff’s electrical appliances, confusion as to source was unavoidable. 
Similarly, in The Perry Knitting Company v. Meyers et al., 101 USPQ 176 (44 TMR 
821) (S.D. N.Y. 1954), Judge Leibell protected the owner of the registered trade- 
mark NITEY NITE as used on children’s sleeping garments against defendant’s use 
of MIGHTY MITE on other types of children’s wear. Previously, the Commissioner of 
Patents had sustained an opposition by plaintiff against defendant’s application to 
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II. THE “FEDERAL LAW OF UNFAIR COMPETITION” 






a. Misappropriation and Free Ride 





Hope was expressed in last year’s report that the United 
States Supreme Court would review the important question to 
what extent, if any, Section 44(i) of the Act of 1946 had not only 
enlarged the jurisdiction of the federal courts with regard to cases 
involving infringement of unregistered trademarks and trade 
names in the absence of diversity of citizenship (the Stauffer doc- 
trine),’** but had also widened the substantive scope of the law of 
unfair competition.*”’ It had been argued (though unsuccessfully) 





register MIGHTY MITE, 99 USPQ 257 (44 TMR 326) (C.P. 1953). The HYDE PARK 


ease in which the Court of Appeals for the Second Circuit had ruled last year that 
use by the defendant of that name on women’s wear could not be enjoined by plain- 
tiff, who had used it on men’s wear (Hyde Park Clothes, Inc. v. Hyde Park Fashions, 
Inc., 97 USPQ 246 (43 TMR 934), 204 F.2d 223 (1953), aff’g 93 USPQ 250 (42 
TMR 650) (S.D. N.Y. 1952), was distinguished on the ground that the defendant 
there had acted in good faith while the defendant in the MIGHTY MITE case had de- 
liberately chosen that mark for the purpose of gaining an advantage from the close 
similarity of the two marks. Protection was also granted by Judge Yankwich in 
Silvers v. Russell et al., 98 USPQ 376 (44 TMR 144), 113 F.Supp. 119 (S.D. Cal. 
1953), involving, inter alia, a trademark for phonograph records which had been 
registered in the United States Patent Office in March 1952, but which had been 
registered under California State law in March 1937. The mark was held valid and 
distinctive and defendant’s copying thereof held to be trademark infringement, copy- 
right infringement, and unfair competition. It seems that in this case the same 
label was held to constitute both copyrightable material and a registrable trade- 
mark. A temporary injunction was granted by Judge Kaufman in Ambassador East, 
Inc. v. Shelton Corners, Inc. et al., 101 USPQ 180 (44 TMR 828), 120 F.Supp. 551 
(S.D. N.Y. 1954), restraining defendant from using the name PUMP ROOM in the 
Shelton Hotel in New York; it was held that while not doing business in the New 
York area, plaintiff had made the name PUMP ROOM, as used by the Ambassador East 
Hotel in Chicago, well known throughout the United States. The doctrine of the 
well known STORK CLUB case was invoked by the court. Stork Restaurant v. Sahati, 
76 USPQ 374 (38 TMR 431), 166 F.2d 348 (9th Cir. 1948). In Avon Shoe Co., 
Inc. et al. v. David Crystal, Ine. et al., 100 USPQ 17 (44 TMR 500), 117 F.Supp. 
548 (S.D. N.Y. 1953), on the other hand, the owner of the trademark HAYMAKER 
for shoes was held not entitled to a preliminary injunction against a defendant who 
used the identical word for feminine apparel in the mark CYNTHIA OF HAYMAKER. 
While fully recognizing that use on noncompeting goods of a ‘‘strong’’ trademark 
may give rise to a cause of action under New York State law in appropriate cases, 
it was held that a preliminary injunction should not issue in this case in view of 
the apparent good faith of defendant and the fact that the action itself had not 
been commenced until a year and a half after notice was first sent to the defendant. 
In Sears, Roebuck and Co. v. Johnson et al., 101 USPQ 243 (44 TMR 938) (E.D. 
Penn. 1954), Judge Kirkpatrick refused to apply the dilution theory or grant any 
protection to Sears, Roebuck and Co., the owner of the trademark ALLSTATE, used 
in their mail order business in connection with automobile tires, as against defend- 
ant’s use of the designation ALL-STATE SCHOOL OF DRIVING for an automobile driving 
school. The court failed to find confusion as to origin or sponsorship and held the 
dilution doctrine to be limited to ‘‘ fanciful, unique and meaningless coined words,’’ 
but not words such as ALLSTATE, which may be used in conversation or literature in 
connection with any nationwide business or activity. 

169. Stauffer et al. v. Exley, 87 USPQ 40 (40 TMR 960) 184 F.2d 962 (9th Cir. 
1950). See ‘‘The Sixth Year,’’ note 1, p. 828. 

170. Pagliero et al. v. Wallace China Company, Limited, 95 USPQ 45 (42 TMR 
839), 198 F.2d 339 (9th Cir. 1952). 
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in the hotel china case,’” that under this section of the Lanham 
Act, piracy of industrial or ornamental designs which were not 
protected by a design patent, copyright or trademark, might in 
appropriate cases be recognized as actionable unfair competition. 
The Court of Appeals for the Ninth Circuit, while reaffirming the 
procedural doctrine of the Stauffer case, refused to hold that 
Section 44(i) of the Lanham Act had created a new substantive 
tort in design piracy cases. Subsequently, the Second Circuit 
Court of Appeals in an opinion by Judge Learned Hand in the 
American Automobile Association case,’” refuted the Stauffer 
doctrine even with regard to its procedural aspects. Supreme 
Court denied certiorari in the latter case,’"* so that even the pro- 
cedural part of the Stauffer doctrine has remained controversial 
and somewhat obscure to the present day. The only decision out- 
side California which expressly passed upon the point in recent 
months was handed down by a District Court in L’ Aiglon Apparel, 
Inc. v. Lana Lobell, Inc.‘** In following the A. A. A. case, the Court 
in dismissing the unfair competition cause of action for lack of 
federal jurisdiction, said: 
‘<The subject matter of Section 1126 is competition between 
foreign nationals and American citizens and it is doubtful 
whether Subsection (i) was intended to do more than give 
citizens involved in such competition and controversies aris- 
ing out of it the same rights that foreign nationals would have 
under the prior provisions of the section. It seems to me 
almost inconceivable that the sweeping extension of federal 
jurisdiction which the plaintiff’s construction calls for would 
be introduced into the law without clear and unmistakable 
language and without mention of it in the committee reports. 
It is more than unlikely that it was intended to come in by the 
back door, as it were, by means of a sort of addendum to a 
statute conferring certain rights upon aliens.’”*** 
As a result, the problem of protecting the creators of valuable 
and commercially successful designs against misappropriation and 


171. Ibid. 

172. American Automobile Association (Incorporated) et al. v. Spiegel, 98 USPQ 1 
(43 TMR 1070), 205 F.2d 771 (2d Cir. 1953). 

173. Cert. den. Nov. 16, 1953, 99 USPQ 490. 

174. 99 USPQ 339, 341 118 F.Supp. 251 (E.D. Penn. 1953). 

174a. The Court of Appeals for the Third Circuit, while reversing Judge Kirk- 
patrick on the merits of the case (infra, note 184), took occasion to discuss the Stauffer 
déctrine by way of dictum and reached the conclusion that the Second Circuit rule, as 
laid down in the Automobile Association case (supra, note 172), would be followed 
in the Third Cireuit, rather than the Ninth Circuit doctrine of the Stauffer case. 
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unfair competition has remained in the same unsatisfactory state, 
as far as the federal courts are concerned, in which it has been 
ever since the decision in Cheney Bros. v. Doris Silk Corpora- 
tion.*** In almost all cases in which slavish copying of designs 
came before the federal courts during the past year, it was held 
that, in the absence of passing off and an established secondary 
meaning of plaintiff’s design, there will be no protection against 
unfair competition. Thus, in Acton Manufacturing Co., Inc. v. 
Louisville Tin & Stove Company,*” the court, after holding a 
design patent for a portable beverage cooler invalid, failed to grant 
an injunction against unfair competition on the ground that de- 
fendant had prominently used its own name and that under the 
authorities, copying of the appearance of another person’s prod- 
uct was not actionable. Similarly, Judge Leibell, upon invalidating 
plaintiff’s design patent for a combination watch case and brace- 
let,‘*’ dismissed the cause of action for unfair competition on the 
ground that the mere copying of plaintiff’s design was not unfair 
competition in the absence of passing off or secondary meaning. 
In holding that plaintiff had failed to prove secondary meaning, 
the court said: 
‘‘The multiplicity of similar products emanating from a vari- 
ety of sources, coupled with the limited response plaintiffs’ 
watches would evoke because of their high cost, also rebuts 
plaintiffs’ claim to a secondary meaning.’’ 
Again, a motion for a preliminary injunction was denied in Davis 
Electronics Co. et al. v. Channel Master Corp.,'* in which the de- 
fendant was charged not only with having copied the design and 
configuration of plaintiff’s distinctive radio antenna but had also 
indicated in its advertisements that its antenna ‘‘outperforms’’ 
certain others including the plaintiff’s. It was held that in the 
absence of passing off or breach of trust, defendant should not be 
enjoined from using material copied from advertisements pub- 
lished by the plaintiff and that his statement about outperform- 
ance was not libelous per se, nor a trade disparagement of plain- 
tiff’s product. Defendant’s motion to dismiss the complaint was, © 


175. 3 USPQ 162 (19 TMR 491) 35 F.2d 279 (2d Cir. 1929), cert. den. 281 U.S. 
728. . 

176. 99 USPQ 410, 116 F.Supp. 796 (D.C. W.D. Ky. 1953). 

177. Tourneau et al. v. Tishman §& Lipp, 100 USPQ 350, 354, 119 F.Supp. 593 
(8.D. N.Y. 1953). 

178. 100 USPQ 16, 116 F.Supp. 919 (S.D. N.Y. 1953). 
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however, denied with regard to the trade libel aspect of the case 
on the ground that the complaint had alleged malice and wrongful 
intent and that, as thus framed, the complaint stated a cause of 
action in that regard. In Mastercrafters Clock & Radio Co. v. 
Vacheron & Constantin-Le Coultre Watches, Inc., et al., the 
copyist took the initiative in seeking a declaratory judgment to the 
effect that it was not unfairly competing with the defendant and 
that the latter should be restrained from interfering with its busi- 
ness. It there appeared that the defendant and one other licensee 
had the exclusive rights under an agreement with the Swiss manu- 
facturer to import and sell the so-called PERPETUAL MOTION CLOCK, 
a clock which required no manual winding or external source of 
energy. A unique and distinctive design was created for this clock, 
which, however, was not protected by either design patent, or by 
mechanical patent. The court, although admitting ‘‘the unique- 
ness, and even the esthetic qualities’’ of the clock, failed to find 
secondary meaning. The court reiterated the now familiar state- 
ment that at best the clock, in its distinctive appearance, ‘‘identi- 
fied the product and not the producer.’’ In the absence of second- 
ary meaning, even slavish imitation of unpatented designs was 
held not actionable. Nor did the court find likelihood of confusion. 
Although realizing that the plaintiff had intended to avail itself of 
defendant’s eye-catching design and ‘‘hoped to cater to the price- 
conscious purchaser,’’ no actionable free ride or unfair competi- 
tion was found but, on the contrary, a declaratory judgment issued 
to the effect that plaintiff was not unfairly competing with defend- 
ant and a permanent injunction issued restraining defendant from 
any interference with plaintiff’s business or with its customers. 
But more than that: Defendant was actually found to have acted 
in bad faith in having unfairly competed with plaintiff and its cus- 
tomers and was, therefore, held liable to pay damages. This part 
of the decision was justified by the court on the ground that de- 
fendant, rather than try to seek protection for the admittedly 
distinctive and unique design, should have realized that under the 
law, the design was open to copying by all and that any attempt 
to protect such uniqueness was, for all practical purposes, an act 


179. 100 USPQ 432, 119 F.Supp. 209 (8.D. N.Y. 1954). 
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of bad faith. This certainly seems a far ery from the optimistic 
statement in the ‘‘Restatement of the Law of Torts,’’**’ that 


‘“‘The tendency of the law, both legislative and common, has 
been in the direction of enforcing increasingly higher stand- 
ards of fairness or commercial morality in trade. The ten- 
dency still persists.’’ 


It seems clear that it will require federal legislation to bring this 
part of the law of unfair competition back to the point of promot- 
ing honesty and fair dealing among competitors.’™ 

Interestingly enough, Chief Justice Warren, at the end of the 
oral argument in the case of Mazer v. Stew,'*? which involved 
Chinese copying of plaintiff’s lamp bases but which was presented 
to the Court solely on the basis of copyright infringement and not 
on unfair competition, inquired from the Bench of defendant’s 
lawyers whether their client’s acts of slavish copying might not 


constitute unfair competition regardless of the validity of the un- 


180. 3 Restatement, Torts, ch. 35, p. 540 (1938). 


181. In some isolated recent cases, protection has been granted. This is true, for 
instance, of Judge Yankwich’s decision in Laskowitz et al. v. Marie-Designer, Inc., 
100 USPQ 367 (44 TMR 661), 119 F.Supp. 541 (S8.D. Calif. 1954). There, how- 
ever, the court found not only unfair competition but also held plaintiff’s design 
patent to be valid and infringed. The plaintiff was held entitled to compensatory 
damages but not to punitive damages. The case is presently pending on appeal. Par- 
ticularly noteworthy are two most recent district court decisions, in both of which the 
owner of an unpatented and uncopyrighted design was held entitled to protection on 
the basis of unfair competition and as a result of established secondary meaning. 
In The Haeger Potteries, Inc. v. Gilner Potteries, 102 USPQ 106 (S.D. Calif. 1954), 
a preliminary injunction issued against a defendant who had slavishly copied plain- 
tiff’s ashtray, and in Detroit Stamping Company v. West Point Manufacturing Com. 
pany, 102 USPQ 116 (E.D. Mich. 1954), the court held plaintiff entitled to protec- 
tion for a toggle clamp on which a mechanical patent had expired. Plaintiff’s de- 
vice was held to have acquired a secondary meaning and defendant was enjoined from 
copying all those features which had not been the direct object of the expired pat- 
ent. The court there said: ‘‘ While we are aware of the danger inherent in giving 
protection to a trademark or against unfair competition as a possible means of con- 
tinuing the patent rights beyond the monopoly provided, this is not such a case. 
Defendant may use all the patented features of the expired patent—if it does so fairly, 
but we have seldom seen a more flagrant abuse of at least the equitable rights of a 
patentee than the defendant proposes should receive the blessing of this court. It 
is still actionable unfair competition to unnecessarily copy non-functional parts of any 
article or device which gave essence to a general appearance identifying and distin- 
guishing that particular product as associated with a manufacturer whose reputation 
is of great importance in securing sales.’’ 

A New York State court protected the manufacturer of the well known RONSON 
lighter against unfair copying of the form, shape, and appearance of its formerly pat- 
ented article in Ronson Art Metal Works, Inc. v. Gibson Lighter Mfg. Co. et al., 99 
USPQ 424 (44 TMR 419) (NY S.Ct. 1953). Without even resorting to the doctrine 
of secondary meaning, it was held that defendant’s copying of non-functional aspects 
of the plaintiff’s product constituted unfair competition despite the fact that the de- 
fendant used the name GIBSON in connection with its lighters. It appeared that even 
that word had some resemblance to RONSON and that there was no one by the name 
of Gibson connected with defendant. The latter was not only enjoined, but the case 
was referred to a referee to ascertain fair and just compensation for the injury 
which the plaintiff had sustained as a result of defendant’s acts of unfair competition. 


182. 100 USPQ 325 (44 TMR 389), 347 U.S. 201 (1954). 
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derlying copyright. In answer to this inquiry, it was suggested 
that this issue was not actually before the Court; as a result, both 
the majority and the minority opinions in the Stein case do not in- 
clude even a passing reference to the problem of unfair com- 
petition.*** 












b. False Representation Under Section 43 of the Act of 1946 


Last, but not least, mention should be made of the first and 
only Federal court decision in which affirmative relief was granted 
solely on the basis of Section 43 of the Lanham Act and in the 
absence of diversity of citizenship. In L’Aiglon Apparel, Inc. v. 
Lana Lobel, Inc.,*** the plaintiff had created and sold throughout 
the country a distinctively styled dress at the price of $17.95. 
Defendant, in offering its much cheaper version of the dress for 
$6.95, used a photograph of plaintiff’s dress in its advertisements. 
The district court had held that the action should be dismissed not 
only for want of jurisdiction (the court refused to follow the 
Stauffer doctrine),’* but also on the further ground that the com- 
plaint failed to state a cause of action either at common law or 
under the Lanham Act. Without so much as mentioning Section 
43 of the Act, the District Court merely ruled that on an analogy 
to the Supreme Court’s famous decision in Mosler Safe Co. v. Ely- 
Norris Safe Co.,‘** no cause of action for misrepresentation and 
false advertising could be recognized at common law in the absence 
of proof of direct ‘‘passing-off’’ and that the Lanham Act had not 
enlarged upon the common law in this respect. A unanimous 
Court of Appeals, in an opinion by Judge Hastie, held, however, 
that Section 43(a) of the Lanham Act covered this case ‘‘clearly 
and without ambiguity’’ and that the Lanham Act had indeed 
enlarged upon the common law in this respect. The court came to 


187 


the following highly significant conclusion: 





















Lonnie 










183. Mazer v. Stein was the only one of 41 cases involving patent, copyright or 
trademarks, in which the Supreme Court has granted certiorari during the past year. 
Hence, the cryptic statement by the commentator at 101 USPQ No. 13, page II, 
‘*Review of 1953-1954 Term’’, that ‘‘The 1953-1954 Term of the (Supreme) Court 
was more noteworthy, in the field of patents, trademarks and copyrights, for what the 
Court did not do than for what it did do.’’ 

184. 102 USPQ 94 (3d Cir. 1954). 

185. Supra, note 169. 

186. 273 U.S. 132 (1927) (17 TMR 114). 

187. 102 USPQ 94, 96. 
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‘‘It seems to us that Congress has defined a statutory civil 
wrong of false representation of goods in commerce and has 
given a broad class of suitors injured or likely to be injured 
by such wrong the right to relief in the federal courts. This 


statutory tort is defined in language which differentiates it in 


some particulars from similar wrongs which have developed 
and have become defined in the judge made law of unfair 
competition. Perhaps this statutory tort bears closest re- 
semblance to the already noted tort of false advertising to the 
detriment of a competitor, as formulated by the American 
Law Institute out of materials of the evolving common law of 
unfair competition. See Torts Restatement, Section 761, 
supra. But however similar to or different from pre-existing 
law, here is a provision of a federal statute which, with clarity 
and precision adequate for judicial administration, creates 
and defines rights and duties and provides for their vindica- 
tion in the federal courts.’’ 


We can thus conclude this report with an optimistic note and with 
the expectation that, even if the Stauffer doctrine will not be gen- 
erally adopted, a federal law of unfair competition may yet be 
developed based on the private cause of action created by Section 
43 of the Act of 1946 against false advertising, misrepresentation 
and similar methods of unfair trading. 


LL 
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RULES OF PRACTICE IN TRADE-MARK CASES* 
NOTICE OF PROPOSED RULE MAKING 


Notice is hereby given that the United States Patent Office proposes 
to amend certain rules and regulations relating to trade-marks. The 
amendments are proposed to be issued pursuant to the authority contained 
in Title 15, U. S. C., section 1123, Title 35, U. S. C., section 6, and other 
authority. 

All persons who desire to submit written data, views, arguments or 
suggestions, for consideration in connection with the proposed amendments, 
are invited to forward the same to the Commissioner of Patents, Washing- 
ton 25, D. C., on or before November 15, 1954. An oral hearing will not 
be scheduled unless sufficient requests for the same are received. 

The text of the proposed amendments follows: 

1. Section 100.42 (Trade-Mark Rule 4.2) is proposed to be amended 
to read as follows: 

§ 100.42. Persons who may practice before the Patent Office in trade- 
mark cases. (a) Attorneys at law: Attorneys at law in good standing 
admitted to practice before the highest court of any state or territory of 
the United States or of the District of Columbia, may practice before the 
Patent Office in trade-mark cases. No register of attorneys who may prac- 
tice before the Patent Office in trade-mark cases is maintained, and no 
application by an attorney at law for admission to such practice is required. 
A statement in the power of attorney, or in an accompanying paper, of 
the bar to which the attorney is admitted is required, and recognition is 
limited to each case. 

(b) Non-lawyers: Persons who are not attorneys at law as specified 
in paragraph (a) of this section are not recognized to practice before the 
Patent Office in trade-mark cases except: (1) Persons not attorneys at 
law who were registered under § 1.341 of this chapter prior to (date to be 
inserted) ; (2) persons not attorneys at law who were registered to continue 
practice in trade-mark cases under the section in force prior to (date to 
be inserted). Such persons are recognized to practice in ex parte cases 
only and are not recognized to practice in inter partes or contested cases. 


Note: Recognition of such persons is not intended to be con- 
strued as sanctioning the performance of any acts regarded as prac- 
ticing law in the jurisdiction where performed. 


(c) No person other than those mentioned in paragraphs (a) and (b) 
of this section will be permitted to practice before the Patent Office in 
trade-mark cases. Any person may appear for himself, or for a firm of 
which he is a member, or for a corporation or association of which he is 
an officer and which he is authorized to represent, if such person, firm, 
corporation, or association is a party to the proceeding. 

* Réprinted from 19 Federal Register 5356 (August 21, 1954). Our section ‘‘ Notes 


from the Patent Office’’ was omitted from this issue to permit us to print the proposed 
amendments in full. Miss Hancock’s column will be resumed next month.—ED. 
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(d) Persons otherwise entitled to be recognized to practice under this 
section may, nevertheless, be refused recognition for cause. 

2. Section 100.67 (Trade-Mark Rule 6.7) is proposed to be amended 
to read as follows: 

§ 100.67 Application confidential prior to publication, access to appli- 
cations. (a) An index of pending applications stating the name and 
address of the applicant, a description of the mark, the goods or services 
with which the mark is used, the class number, the dates of use, and the 
serial number and filing date of the application will be available for public 
inspection as soon as practicable after filing. Access to files of pending 
trade-mark applications will not be given prior to publication under 
§ 100.151 without the written authority of the applicant, or unless, in the 
opinion of the Commissioner, good cause has been shown for such access. 
Decisions of the Commissioner in applications and proceedings relating 
thereto are published or available for inspection or publication. 

(b) After a mark has been registered, or published for opposition, the 
file of the application and all proceedings relating thereto are available 
for public inspection and copies of the papers may be furnished upon 
paying the fee therefor. 

3. Section 100.78 (Trade-Mark Rule 7.8) is proposed to be amended 
to read as follows: 

§ 100.78 Use by predecessor or by related companies. (a) If the first 
use, the date of which is required by paragraph (g) or (h) of § 100.73, 
was by a predecessor in title, or by a related company (sections 5 and 45 
of the act), and such use inures to the benefit of the applicant, the date 
of such first use may be asserted with a statement that such first use 
was by the predecessor in title or by the related company as the case 
may be. 

(b) If the mark is not in fact being used by the applicant but is 
being used by one or more related companies whose use inures to the 
benefit of the applicant under section 5, such facts must be indicated in 
the application. If the mark is used by the applicant and is also used by 
one or more related companies whose use would not affect the validity of 
the mark in accordance with section 5, such fact must be indicated in 
the application. 

(c) The Office may require complete details concerning the nature of 
the relationship and proof showing that the use by related companies 
inures to the benefit of the applicant or does not affect the validity of 
the mark. 

4. Section 100.81 (Trade-Mark Rule 8.1) is proposed to be amended 
to read as follows: 

§ 100.81 Proof of distinctiveness under section 2 (e). (a) When 
registration is sought of a mark which would be unregistrable by reason 
of section 2 (e) but which is claimed to have become distinctive, the 
application shall allege that the mark is claimed to have become distinctive 
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of applicant’s goods or services as a result of substantially exclusive and 
continuous use in commerce for the five years next preceding the filing of 
the application, except that when the claim of distinctiveness is based on 
facts and circumstances other than five years’ substantially exclusive use, 
the application shall allege that the mark is claimed to have become dis- 
tinctive of applicant’s goods or services as evidenced by proofs submitted. 

(b) In either case, further evidence in support of the claim of dis- 
tinectiveness may be required. Evidence in support of a claim of distince- 
tiveness may be in the form of affidavits, depositions, or in such other 
form as may be appropriate. 

(c) When the claim of distinctiveness is added to the application 
subsequent to filing, it must be verified by the applicant. 

5. Section 100.21 (Trade-Mark Rule 12.1) is proposed to be amended 
to read as follows: 

§ 100.121 Action by Examiner. (a) Applications for registration will 
be examined or caused to be examined by the Examiner of Trade-Marks, 
and, if the applicant is found not entitled to registration for any reason, 
he will be so notified and advised of the reasons therefor and of any formal 
requirements or objections. 

(b) The Examiner may require the applicant to furnish such infor- 
mation and exhibits as may be deemed necessary to the proper examination 
of the application. 

6. Section 100.127 (Trade-Mark Rule 12.7) is proposed to be amended 
to read as follows: 

§ 100.127 Suspension of action by Patent Office. (a) Action by the 
Patent Office may be suspended for a reasonable time specified upon request 
of the applicant for good and sufficient cause. Only one suspension will 
be granted by the Examiner, and any further suspension must be approved 
by the Commissioner. The action referred to in this section is the action 
by the Patent Office following a response by the applicant (§ 100.122) ; 
the time fixed by statute for applicant’s response cannot be extended. 

(b) If registration is refused on the basis of a prior registration 
and the applicant files a petition to cancel the reference registration, such 
action upon notice thereof being placed in the application file by the 
applicant within’ the time for reply, may be taken as a response to the 
rejection, and further action by the Office may, at applicant’s request, 
be suspended pending the termination of the cancellation proceeding. 

7. Section 100.141 (Trade-Mark Rule 14.1) is proposed to be amended 
to read as follows: 

§ 100.141 Federal label approval required in certain cases. (a) When 
an application is filed to register a mark used on a product which, under 
the provisions of an act of Congress, may not be lawfully sold in the 
commerce specified in the application without approval by a designated 
agency: (for example, meat products), the application must contain a state- 
ment that sale of the product, or products, in such commerce is authorized 
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by the appropriate agency, identifying such agency and designating the 
nature of approval and the permit number, if any. 

(b) Applications to register marks for wines and distilled alcoholic 
liquors must be accompanied by a certificate, or statement of approval of 
the label filed as a specimen from the Alcohol Tax Unit, Bureau of Internal 
Revenue. 

8. New §100.16la (Trade-Mark Rule 16.la) is proposed, reading 
as follows: 

§100.16la Classification in case of certification marks. In the case 
of certification marks, all goods and services are classified in two classes 
as follows: 

A. Goods. 

B. Services. 

9. Section 100.164 (Trade-Mark Rule 16.4) is proposed to be amended 
by changing paragraph (a) to read as follows: 

(a) When several applications have been filed by the same applicant 
for registration on the same register of a mark shown in identical form 
on the drawings for goods in different classes, or services in different 
classes, and each of the applications has been allowed, a single certificate 
based on such several applications may be issued. A request for the issu- 
ance of a consolidated certificate must be made of record in each of the 
applications involved prior to the allowance of the earliest application 
allowed. 

10. Section 100.181 (Trade-Mark Rule 18.1) is proposed to be 
cancelled. 

11. Section 100.191 (Trade-Mark Rule 19.1) is proposed to be 
amended to read as follows: 

§ 100.191 Interferences. (a) Whenever application is made for regis- 
tration on the Principal Register of a mark which so resembles a mark 
previously registered by another, or for the registration of which another 
has previously made application, as to be likely, when applied to the goods 
or when used in connection with the services of the applicant, to cause 
confusion or mistake or to deceive purchasers, an interference may be 
declared to exist. 

(b) An interference will not be declared between two applications 
unless a date of use prior to the filing date of the earlier filed application 
is asserted in the later filed application, nor between an application and 
a registration unless the date of use asserted in the application is prior 
to the filing date of the application which resulted in the registration. 

(c) An interference will not be declared between an application and 
a registration issued prior to the filing date of the application except upon 
specific authorization of the Commissioner. 

(d) Registrations and applications to register on the Supplemental 
Register, registrations under the act of 1920, and registrations of marks 
the right to the use of. which has become incontestable are not subject to 
interference. 
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12. Section 100.194 (Trade-Mark Rule 19.4) 
amended to read as follows: 

§ 100.194 Interference motions. (a) Motions to dissolve an inter- 
ference may be brought on the ground (1) that no interference in fact 
exists, (2) that there has been such irregularity in declaring the same as 
will preclude a proper determination of the interference, or (3) that an 
applicant’s mark is not registrable. 

(b) Either party may bring a motion to add to the interference any 
other conflicting application which he may own. 

(ec) Motions under paragraph (a) or (b) of this section shall be 
made not later than forty days after the notice of interference is mailed 
and shall contain a full statement of the grounds relied upon. Such 
motions, if in proper form, will be transmitted to the Examiner of Trade- 
Marks for determination. Such transmittal will act as a stay of pro- 
ceedings pending the determination of the motion. If the motion is not 
in proper form or if it is not brought within the time specified and no 
good cause is shown for the delay, it will not be considered, and the parties 
will be so notified. Any brief in support of a motion shall be embodied in 
or accompany the motion and any statement or brief in opposition to a 
motion shall be filed within twenty days after service of the motion; if 
not so filed, consideration thereof may be refused. Oral hearings will be 
held only at the request of any of the parties and on order of the Examiner 
of Trade-Marks. 

13. Section 100.196 (Trade-Mark Rule 19.6) is proposed to be 
amended to read as follows: 

§ 100.196 Issues; burden of proof. The issue of an interference be- 
tween applications shall be the respective rights of the parties to regis- 
tration on the applications presented, on the basis of priority of adoption 
and use. The issue in an interference between an application and a 
registration shall be the same, including, in the case of the registrant, the 
right to maintain the registration on the same basis, and if the final 
judgment is adverse to the registrant, the registration will be canceled 
unless good and sufficient reasons are presented for other action. The 
party whose application or registration involved in the interference has 
the latest filing date (the junior party) will be regarded as having the 
burden of proof. 

14. Section 100.197 (Trade-Mark Rule 19.7) is proposed to be 
amended to read as follows: 

§ 100.197 Enlargement of issues. Any party to an interference may, 
within fifty days after the notice of interference is mailed, file a pleading 
setting forth affirmatively any matter, other than the issue specified in 
§ 100.196 on the basis of which, if proved, the other party would not be 
entitled to prevail or would not be entitled to obtain or maintain a regis- 
tration. Such pleading may seek affirmative relief by way of cancellation 
of a registration involved, but no defense attacking the validity of such 
registration may be otherwise raised. An answer to such request for 
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affirmative relief is required within twenty days after service thereof, but 
no answer need be filed to other affirmative defenses. 

15. New § 100.206 (Trade-Mark Rule 20.6) is proposed, reading as 
follows: 

§ 100.206 Answer. (a) If no answer is filed within the time set, the 
opposition may be decided as in case of default. 

(b) An answer may include any affirmative defense, including one 
seeking affirmative relief by way of cancellation of a registration pleaded 
in the notice of opposition, but no defense attacking the vaildity of such 
registration may be otherwise raised. An answer to such request for 
affirmative relief is required within twenty days after service thereof, but 
no answer need be filed to other affirmative defenses. 

(c) The notice of opposition may be withdrawn without prejudice 
before the answer is filed. After answer is filed the notice may not be 
withdrawn without prejudice except with the consent of the applicant. 

16. New § 100.214 (Trade-Mark Rule 21.4) is proposed, reading as 
follows : 

§ 100.214 Answer. (a) If no answer is filed within the time set, the 
petition may be decided as in case of default. 

(b) An answer may include any affirmative defense, including one 
seeking affirmative relief by way of cancellation of a registration pleaded 
in the petition to cancel, but no defense attacking the validity of such 
registration may be otherwise raised. An answer to such request for 
affirmative relief is required within twenty days after service thereof, but 
no answer need be filed to other affirmative defenses. 

(c) The petition for cancellation may be withdrawn without preju- 
dice before the answer is filed. After the answer is filed the petition may 
not be withdrawn without prejudice except with the consent of the 
registrant. 

17. Section 100.221 (Trade-Mark Rule 22.1) is proposed to be 
amended by amending the last sentence of paragraph (b) to read: ‘‘An 
answer to the notice is not required in the case of an applicant or registrant 
whose application or registration is specified in the application to register 
as concurrent user but a statement, if desired, may be filed within forty 
days after the mailing of the notice; in the case of other parties specified 
in the application to register as concurrent user, answer must be filed 
within forty days after the mailing of the notice.’’ 
and by amending paragraph (c) to read: 

(ec) The procedure shall follow the practice in interference proceed- 
ings insofar as it is applicable and the time limitations prescribed in such 
practice shall be applicable herein. 

18. Section 100.231 (Trade-Mark Rule 23.1) is proposed to be 
amended by cancelling present paragraph (b) and adding the following 
paragraphs: 

(b) The party having the latest filing date in an interference, the 
opposer in an opposition proceeding, the petitioner in a cancellation pro- 
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ceeding, and the applicant to register as a concurrent lawful user shall 
be deemed to be in the position of plaintiff (or such applicant having the 
latest filing date), and the other parties to such proceedings shall be 
deemed to be in the position of defendants. 

(c) The notice of opposition and the petition to cancel, and the 
answers thereto, correspond to complaint and answer in court proceedings. 
Such pleadings as may be filed in interference and concurrent registration 
proceedings will be treated as complaints or affirmative defenses, depending 
upon the party filing, but the filing of a pleading in such proceedings 
shall not operate to change the position of the parties as set forth in the 
preceding paragraph. 

(d) The assignment of testimony periods corresponds to setting a case 
for trial in court proceedings. 

(e) The taking of depositions during the assigned testimony periods 
corresponds to the trial in court proceedings. 

(f) Oral hearing corresponds to oral summation in court proceedings. 

19. Section 100.233 (Trade-Mark Rule 23.3) is proposed to be 
amended by adding the following sentence: ‘‘When service is made by 
mail, the date of mailing plus five days will be considered the date of 
service. ’’ 

20. New § 100.233a (Trade-Mark Rule 23.3A) is proposed, reading as 
follows: 

§ 100.233a Discovery procedure—(a) Interrogatories. Any party to 
an opposition, interference, cancellation or concurrent use proceeding may, 
at any time after institution of the proceeding, but not later than thirty 
days prior to the date first set upon which any testimony may be taken, 
serve written interrogatories in duplicate on any adverse party. Within 
fifteen days after service of such interrogatories the party served, or an 
official thereof competent to testify in its behalf, shall serve in duplicate 
on the interrogating party separate and full answers under oath: Pro- 
vided, however, That within such fifteen-day period the party served may 
file in the Patent Office objections to such interrogatories, or any portion 
thereof, accompanied by the original of the interrogatories. Any brief in 
support of such objections shall be filed with the objections. Any brief in 
opposition to the objections must be filed within fifteen days after service 
of the supporting brief. Answers to interrogatories to which objection is 
made shall be deferred pending determination of the objections, at which 
time an answer date will be fixed. 

(b) Scope of interrogatories. Interrogatories may relate to any un- 
privileged matter peculiarly within the knowledge and control of the 
interrogated party which may be relevant and material to the claim or 
defense of the interrogating party or reasonably calculated to lead to the 
discovery of admissible evidence in support of such claim or defense, except 
that interrogatories are limited to inquiries with respect to the following: 
(1) the issues of abandonment, nonuse, title or fraud; (2) the existence, 
description, nature, custody or location of any books, documents or other 
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tangible things; (3) the identity and addresses of persons having knowl- 
edge of facts material to the issues; (4) a more particular description 
of the goods of the interrogated party; and (5) the first date of use which 
the interrogated party may claim for his mark. 

(c) Effect of interrogatories and answers. (1) Interrogatories and 
answers thereto shall not be considered as a part of the record in the case 
unless the interrogating party files, within his testimony period, a notice 
of reliance thereon, setting forth in said notice each interrogatory and the 
answer thereto to be relied upon. Such interrogatories and answers shall 
thereupon be considered as forming part of the record. 

(2) Answers to interrogatories may not be introduced into the record 
by the interrogated party. 

(d) Discovery depositions. (1) Any party to an opposition, inter- 
ference, cancellation or concurrent use proceeding may, within the time 
specified for serving interrogatories, take depositions for discovery of 
relevant and material evidence in support of the claim or defense of such 
party, provided that the interrogation of persons shall relate only to un- 
privileged matter peculiarly within the knowledge and control of the 
interrogated party and shall be limited to the inquiries permitted in 
interrogatories for discovery. Reasonable notice of taking such depositions, 
not less than ten days, shall be given to all adverse parties to the pro- 
ceeding, and examination and cross-examination may proceed in accordance 
with Rule 43 (b) Federal Rules of Civil Procedure. 

(2) Discovery depositions may be used in accordance with Rule 26 (d) 
(1), (2), and (4) (e) and (f) of the Federal Rules of Civil Procedure 
provided the party offering the deposition, or any part thereof, in evidence 
files within his testimony period, a notice of reliance thereon, setting forth 
in said notice the specific portions to be relied upon. So far as admissible 
under the rules of evidence, the specified portions of such depositions 
shall be considered as record evidence. 

(e) Requests for admissions. (1) Any party to an opposition, inter- 
ference, cancellation or concurrent use proceeding may, within the time 
specified herein for serving interrogatories, serve in duplicate on any 
adverse party a written request for admission by the latter of the genu- 
ineness of any relevant documents described in and attached to the request 
or of the truth of any facts which are material and relevant to the issues 
and which are believed to be within the knowledge of both the party 
serving and the party served. Each of the matters in respect of which 
an admission is requested shall be deemed admitted unless, within fifteen 
days after service thereof, the party to whom the request is directed (i) 
serves upon the party requesting the admission a sworn statement denying 
specifically the matters in respect of which an admission is requested, or 
setting forth in detail the reasons why he cannot truthfully admit or 
deny those matters; or (ii) files written objections on the ground that 
some or all of the requested admissions are privileged or immaterial or 
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irrelevant, or that the request is otherwise improper in whole or in part. 
When objections are filed, any brief in support thereof shall accompany 
them, and the original of the request for admissions shall be attached to 
the objections filed. Any brief in opposition to the objections shall be 
filed within fifteen days after service of the supporting brief. 

(2) If objections to a part of the request are made, the remainder 
of the request shall be answered within the period designated in the 
request. A denial shall fairly meet the substance of the requested admis- 
sion, and when good faith requires that a party deny only a part or a 
qualification of a matter of which an admission is requested, he shall 
specify so much of it as is true and deny only the remainder. 

(f) Effect of admissions. (1) Any admission made by a party pur- 
suant to such request is for the purpose of the pending action only and 
neither constitutes an admission by him for any other purpose nor may 
be used against him in any other proceeding. 

(2) Such admissions shall not be considered as a part of the record 
in the case unless one, or both, of the parties files, within his testimony 
period, a notice of reliance thereon setting forth in said notice each request 
and admission relied upon. So far as admissible under the rules of evi- 
dence, such requests and admissions shall be considered as record evidence. 

(g) Refusal to make discovery. If any party or deponent fails or 
refuses to answer any proper question propounded by interrogatories, or 
fails or refuses to answer proper questions in taking discovery depositions, 
or fails or refuses to admit or deny requests for admissions, the Examiner 
of Interferences may strike out all or any part of any pleading of that 
party, or dismiss the action or proceeding or any part thereof, or enter a 
judgment as by default against that party, or take such other action as 
may be deemed appropriate. 

21. New § 100.234a (Trade-Mark Rule 23.4A) is proposed, reading 
as follows: 

§ 100.234a Matters in evidence. (a) The files of the applications or 
registrations specified in the declaration of interference or in the notice 
in ease of concurrent registration proceedings, of the application against 
which a notice of opposition is filed, and of the registration against which 
a petition for cancellation or an affirmative defense seeking cancellation 
is filed, form part of the record of the proceeding without any action by 
the parties, and may be referred to for any relevant and competent 
purpose. 

(b) A registration of the opposer or petitioner pleaded in a notice of 
opposition or petition to cancel is made part of the record if two copies 
of the printed registration accompany the notice or petition. The Office 
will take notice of the fact shown by its records of renewal of such regis- 
trations, the publication thereof under section 12 (c), the filing of affidavits 
under section 8, and the filing of affidavits under section 15, and such 
matters need not be proven by the parties. Notice will also be taken of a 
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recorded assignment identified in a notice of opposition or petition to 
cancel or other pleading, and such pleaded recorded paper need not be 
otherwise proven by the parties. 

22. Section 100.235 (Trade-Mark Rule 23.5) is proposed to be 
amended to read as follows: 

§ 100.235 Testimony in contested or inter partes cases. (a) Testimony 
of witnesses in contested or inter partes cases may be taken (1) by 
depositions on oral examination in accordance with §§ 1.273 to 1.281, 1.283, 
1.285, 1.286 of this chapter; or (2) by written questions as provided by 
§ 100.235a and by § 1.284 of this chapter. 

(b) If the parties so stipulate in writing, deposition may be taken 
before any person authorized to administer oaths, at any place, upon any 
notice, and in any manner, and when so taken may be used like other 
depositions. By agreement of the parties, the testimony of, any witness 
or witnesses of any party, may be submitted in the form of an affidavit 
by such witness or witnesses. The parties may stipulate what a particular 
witness would testify to if called, or the facts in the case of any party 
may be stipulated. 

(ce) Printed publications such as books, periodicals and similar publi- 
cations such as are available to the general public in libraries or are of 
general circulation, and official records, may be introduced as provided in 
§ 1.282 of this chapter. In the case of official records of the Patent Office 
the copy thereof filed in the case need not be a certified copy. 

(d) Evidence not obtained and filed in compliance with these sections 
will not be considered. 

23. New § 100.235a (Trade Mark Rule 23.5a) is proposed, reading 
as follows: 

§ 100.235a Testimony by written questions. (a) A party may take 
the testimony of a witness by written questions to be propounded by an 
officer before whom depositions may be taken, § 1.274 of this chapter. The 
questions shall be served upon the other party within ten days after the 
opening date set for taking the testimony of the party submitting the ques- 
tions, together with a notice stating the name and address of the person 
who is to answer them and the name or descriptive title and address of 
the officer before whom the deposition is to be taken. Within ten days 
thereafter a party so served may serve cross questions upon the party 
proposing to take the deposition. Within five days thereafter the latter 
may serve redirect questions upon a party who has served cross questions. 
Within three days after being served with redirect questions, a party may 
serve recross questions upon the party proposing to take the depositions. 
Objections may be served at the same time as any of the above and in 
response thereto substitute questions may be substituted. 

(b) A copy of the notice and copies of all questions served shall be 
delivered by the party taking the testimony to the officer designated in 
the notice, who shall proceed to take the testimony of the witness in 
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response to the questions and to prepare, certify, and file the deposition, 
attaching thereto the copy of the notice and the questions received by him. 
Such depositions are subject to the same rules for filing and serving copies 
as other depositions. 

(ec) On motion made within ten days after service of the notice and 
written questions, it may be ordered, for good cause shown, that the testi- 
mony be not taken in accordance with this section but by oral examination 
of the witness. 

24. Section 100.236 (Trade-Mark Rule 23.6) is proposed to be 
amended to read as follows: 

§ 100.236 Copies of testimony. (a) One copy of the transcript of 
testimony (taken in accordance with §§ 1.275 to 1.278 of this chapter or 
§ 100.235a), together with copies of exhibits where practicable, shall be 
served on each adverse party within thirty days after completion of the 
taking of such testimony. The original transcript and exhibits and one 
copy of the transcript, shall be filed in the Patent Office as promptly as 
possible. 

(b) Each transcript and the copies thereof shall comply with § 1.253 
of this chapter as to arrangement, indexing and form. 

25. Section 100.237 (Trade-Mark Rule 23.7) is proposed to be 
amended by cancelling the period at the end and adding: ‘‘nor are exhibits 
attached to pleadings, or specimens in application and registration files, 
considered as evidence on behalf of the party who filed them, unless iden- 
tified and introduced in evidence as other exhibits.’’ 

26. Section 100.238 (Trade-Mark Rule 23.8) is proposed to be 
amended by (1) changing paragraph (a) to read: 

(a) Motions shall be made in writing and shall contain a full state- 
ment of the grounds therefor. Any brief or memorandum in support of 
a motion shall accompany or be embodied in the motion. Briefs in oppo- 
sition to a motion shall be filed within fifteen days from the date of service 
of the motion unless another time is specified by the Examiner or the time 
extended on request. Oral hearings will not be held on motion except on 
order of the Examiner having jurisdiction. 
and (2) by changing ‘‘twenty’’ to ‘‘ten’’ in paragraph (b). 

27. Section 100.241 (Trade-Mark Rule 24.1) is proposed to be 
amended to read: 

§ 100.241 . Briefs at final hearings. (a) The brief of a party in the 
position of plaintiff shall be filed not later than forty days after the closing 
date set for rebuttal testimony; the brief of a party in the position of 
defendant not later than thirty days after the date of service of the first 
brief; a reply brief by a party in the position of plaintiff, if filed, shall 
be due ten days after the date of service of the brief to which it is a reply. 
Only a single copy of any brief need be filed. 

‘(b) Briefs may be submitted in typewritten form, except that where 
they are in excess of thirty typewritten pages, they shall be printed in 
conformity with § 1.258 (e) of this chapter. Typewritten briefs may be 
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written on letter or legal size paper and shall be double-spaced. Each brief 
shall contain an alphabetical index of cases cited therein. 

(ec) If either party desires an oral hearing, he shall so state by a 
separate notice filed not later than his brief, and the time for such hearing 
will be set in a notice sent to each party by the Office. If no request for 
oral hearing is made, the case will be decided on the record and briefs. 

28. Section 100.242 (Trade-Mark Rule 24.2) is proposed to be 
amended by changing the last sentence of paragraph (a) to read: ‘‘Peti- 
tions for rehearings or modifications of the decision must be filed within 
thirty days.’’ 

29. New § 100.243a (Trade-mark Rule 24.3A) is proposed, reading 
as follows: 

§ 100.243a Ex parte action by the Examiner of Interferences. If, in 
considering a contested or inter partes case involving an application, facts 
appear which in the opinion of the Examiner of Interferences render the 
mark of the applicant involved unregistrable on grounds not placed in 
issue by the pleadings, or which have not been placed in evidence by the 
parties, he may: 

(a) Incorporate in his decision on the case a recommendation to the 
Examiner of Trade-Marks that the application be re-examined in the light 
of such facts: The Examiner of Trade-Marks, should the application 
return to his jurisdiction for action, is authorized to re-examine the appli- 
eation accordingly, or 

(b) Incorporate in his opinion in the case a decision refusing regis- 
tration on the new reasons. Such action by the Examiner of Interferences 
is ex parte, and the opposing party is not entitled to be heard thereon. 
The applicant in such event may request reconsideration of the ex parte 
decision, which will then be reconsidered by the Examiner of Interferences, 
or he may appeal to the Commissioner within the time provided. If neither 
action is taken the decision refusing registration becomes the final decision 
in the ex parte case, without prejudice to the inter partes case. 

30. New § 100.248 (Trade-Mark Rule 24.8) is proposed, reading as 
follows: 

§ 100.248 Status of application on termination of proceeding. On 
termination of a proceeding involving an application, the application, if 
the judgment is not adverse, returns to the status it had before the insti- 
tution of the proceeding. If the judgment is adverse to registrability on 
the application, the application stands refused without further action and 
all proceedings thereon are considered terminated. 

31. Section 100.261 (Trade-Mark Rule 26.1) is proposed to be 
amended by cancelling the last sentence. 

32. Section 100.262 (Trade-Mark Rule 26.2) is proposed to be 
amended by cancelling the first sentence and substituting the following: 
‘‘Such appeal must be taken within sixty days from the date of the final 
rejection, or, if the rejection was not made final by the examiner, within 
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the time for response to the examiner’s action. Appeal is taken simply 
by filing a notice of appeal and payment of the appeal fee.’’ 

33. Section 100.263 (Trade-Mark Rule 26.3) is proposed to be 
amended (a) by changing the first sentence to read: ‘‘Any party to an 
interference, opposition, cancellation, or a concurrent use proceeding may 
appeal from the final decision of the Examiner of Interferences to the 
Commissioner within sixty days from the date of the decision, upon pay- 
ment of the prescribed fee.’’ 
and (b) by changing the word ‘‘filing’’ to ‘‘serving’’ in the fourth and 
fifth sentences. 

34. New § 100.263a (Trade-Mark Rule 26.3A) is proposed, reading 
as follows: 

§ 100.263a Reconsideration. Any request or petition for rehearing 
or reconsideration, or modification of the decision, must be filed within 
thirty days from the date of the decision. 

35. Section 100.271 (Trade-Mark Rule 27.1) is proposed to be 
amended to read as follows: 

§ 100.271 Petition to the Commissioner. (a) Petition may be taken 
to the Commissioner (1) from any repeated action or requirement of the 
Examiner of Trade-Marks, not subject to appeal under § 100.261, in the 
ex parte prosecution of an application; (2) in cases in which the statute 
or the rules specify that the matter is to be determined directly by or 
reviewed by the Commissioner other than by appeal; and (3) to invoke the 
supervisory authority of the Commissioner in appropriate circumstances. 

(b) Any such petition must contain a statement of the facts involved 
and the point or points to be reviewed and the action requested. Any 
brief in support thereof should accompany or be embodied in the petition; 
in contested cases any brief in opposition shall be filed within fifteen days 
after. service of the petition. Where facts are to be proven in ex parte 
eases (as in a petition to revive an abandoned application), the proof in 
the form of affidavits (and exhibits, if any) must accompany the petition. 

(ec) An oral hearing will not be held except when considered necessary 
by the Commissioner. 

(d) The mere filing of a petition will not stay the period for replying 
to an Examiner’s action, nor stay other proceedings. 

(e) Authority to act on a petition may, when appropriate, be dele- 
gated by the Commissioner. 

(f) No fee is required for a petition to the Commissioner. 

36. Section 100.324 (Trade-Mark Rule 32.4) is proposed to be 
amended by canceling the parenthetical sentence at the end thereof, re- 
designating the present material as paragraph (a), and by adding the 
following paragraph (b) : 

(b) (1) If the registrant is dissatisfied with the action of the Exam- 
iner holding the affidavit insufficient, he may petition to the Commissioner 
for review under § 100.271. If there is no petition to the Commissioner, 
the Commissioner in any event will notify the registrant of the insufficiency 
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of the affidavit after the expiration of the sixth year. Such notice con- 
stitutes the final decision of the Patent Office. If there is a petition to the 
Commissioner the decision on that petition will constitute such final action. 

(2) See § 100.264 for appeal to court. 

37. New § 100.346 (Trade-Mark Rule 34.6) is proposed, reading as 
follows: 

§ 100.346 Consideration of above matters. The matters in §§ 100.341 
to 100.345 will be considered in the first instance by the Examiner of 
Trade-Marks. If the action of the Examiner of Trade-Marks is adverse, 
petition may be taken to the Commissioner under § 100.271. If response 
to an adverse action of the Examiner is not made by the registrant within 
six months, the matter will be considered abandoned. 

38. Section 100.354 (Trade-Mark Rule 35.4) is proposed to be 
amended by cancelling the parenthetical sentence at the end thereof, re- 
designating the present material as paragraph (a) and by adding the 
following paragraph (b): 

(b) If the registrant is dissatisfied with the action of the Examiner 
considering the application for renewal incomplete or defective, he may 
petition to the Commissioner for review under § 100.271. If response to 
an adverse action of the Examiner is not made within six months, the 
application for renewal will be considered abandoned. 

39. Section 100.361 (Trade-Mark Rule 36.1) is proposed to be 
amended by cancelling present paragraph (a) and the introductory text 
of paragraph (b) and by redesignating present paragraph (c) as para- 
graph (b) and adding the following new paragraph (a) : 

(a) Assignments of registered marks, or marks for which an appli- 
cation for registration has been filed, under section 10 of the act, will be 
recorded in the Patent Office in books kept for that purpose. Other 
instruments which may relate to such marks may be recorded in the 
discretion of the Commissioner. No assignment will be recorded, except 
as may be ordered by the Commissioner, unless it has been executed and 
unless : 

40. Section 100.363 (Trade-Mark Rule 36.3) is proposed to be 
amended by changing the first sentence to read: ‘‘The certificate of regis- 
tration may be issued to the assignee of the applicant if the assignment. 
is recorded in the Patent Office at least ten days before the application 
is allowed.’’ 

41. Other sections, including the forms, are also proposed to be 
amended to coordinate language and references with the amendments in 
the above listed sections which may be adopted and to make minor revisions 
in language; the arrangement and numbering of the sections are also 
proposed to be amended. 

[SEAL] Rosert C. WarTson, 

Commissioner of Patents. 

Approved : 

SmncuairR WEEKS, 
Secretary of Commerce. 
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REMARKS MADE AT UNITED STATES TRADEMARK ASSOCIATION 
LUNCHEON, AUGUST 16, 1954, CHICAGO, ILLINOIS 


By Clem Lane 


The United States Trademark Association sponsored a luncheon at the 
meeting of the Patent, Trademark and Copyright Section of the American Bar 
Association at the Annual Meeting in Chicago. Mr. Clem Lane, the City 
Editor of the Chicago Daily News, was the speaker and amused the guests with 
a most entertaining talk on trademarks. 

Following the luncheon the Association has had many requests to print 
Mr. Lane’s remarks which outline in such a humorous fashion many of the 
fundamentals of trademark law. To fully appreciate Mr. Lane’s personality 
and humor one should hear him in person. On the chance, however, that some 
of his wit and wisdom will survive typesetting we print the speech for your 
enjoyment and edification. 

SHERWOOD E. SILLIMAN 
President 


Mr. Lane prefaced his talk by telling about the character, 
Oxie O’Rourke, the sage of the sidewalks, the curbstone commen- 
tator, and the Voice of the People West of the Tracks. Oxie 
appears from time to time in the Chicago Daily News. He writes 
this imaginary letter to Mr. Lane. 

Dear Mr. Lane: 

As per instructions I and my agents has investigated the 
United States Trademark Association. 

We score a clean beat on this as even Senator McCarthy has 
not yet given them the double-glim. 

My advice is that you tell them trade markers you can make 
them no speech. Tell them that your grandmother has died and 
you gotta accompany her to the baseball game. 

Anybody which ain’t any smarter than I and you is out of our 
class with them trade markers. They are the only profession 
which make their living by eating their cake and have it, too. 

Wrapped in cellophane. 

In addition to being smarter than anybody else in the whole 
U. S., they is also slightly crazy. They suffer from that split 
personality feeling which the marble-matchers call schizophrenia. 

What I mean is that these trade markers spend hundreds of 
thousands of dollars advertising their trademark, making the 
same a household word, and persuading the customers to take the 
problem, the name, the trademark and the slogan to their very 
bosom. 

. Take like Mr. Bayer and his Aspirin tablet, for instance. Mr. 
Bayer, who owned the trademark on Aspirin, did such a fine job 
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of selling that most people got so they’d think of Aspirin at the 
very mention of a headache, or vice in the versa also. 

So any time anybody ketch a pain in the noggin he’d rush 
immediate to a drug store and say: ‘‘Gimme some Aspirin.”’ 

You’d think that everybody would be happy about such a fine 
job of selling. But not them trade markers. 

Whenever something like this happen to a trademark, the 
trade markers get a violent attack of a disease peculiar to the 
business. 

The first symptoms of this disease is that they start screaming 
at people in general and at the dictionaries, the newspapers and 
their competitors in particular. 

This trademark disease is knowed as The Galloping Generics 
or Lower Case Genericitis. In additions to the symptoms I have 
describe they is also a rush of blood to the typewriter, attacks of 
chills and fever and a swelling of the conversation about unfair 
competition. 

This is the big problem of the trademark business—How to 
strike that nice, even-steven balance whereby the people when they 
think of you, and not just think of your product as any kind of 
product of the same general stuff. 

Maybe you’d better study that paragraph twice. 

The trade markers is accustomed to hold long conferences 
about the sacredness of the trademark, its case and its feeding, 
and how to protect the same. 

They got so exhausted at the end of one of these conferences 
on the necessity for using the trademark properly that they 
adjourned to the nearest bar room. 

And the chief speaker, who was first to the bar, said: 

‘Make mine Scotch and soda.’’ 

And Haig and Haig whirled in their graves. 

The trade markers will tell you with tears in their eyes how 
Cellophane was once a trade mark, and Aspirin, too. And one 
patent lawyer even mention to me that ‘‘Monkey Wrench’’ was 
once a trademark name. 

They’ll tell you, too, how Vaseline was saved from a fate 
worse than death only by a long fight to protect it as a trade name. 

So you can’t blame them fellows when they holler at you 
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newspaper people to capitalize ‘‘Coke’’ when you’re writing about 
somebody having the soft drink or throwing a Coke-tail party. 

Man and boy I been drinking Coca-Cola with and without 
rum for fifty years and I just now learned they is a hyphen be- 
tween the Coca and the Cola. 

And a fellow at Standard Oil Company of Indiana was telling 
me that they have to be on the watch all the time for bright young 
men who open up as the Standard Oil Company of Silvis, Ill. or 
Peshtigo, Wis. 

Bird watchers inform me that the cuckoo is a great bird for 
moving into other birds’ nests and I see that they is some business 
men who follow the same practice. 

You might tell them trade markers that all this talk about 
trademarks that they been swapping with each other ain’t hitting 
the right people. 

They ought to let the public in on the pitch about the worth 
of trademarks— 

That if the public ain’t careful about watching out for the real 
McCoy in the trademarked lines, the public ain’t gonna get the 
real McCoy inside the package. 

And they ought to concentrate on letting the public know 
about these cuckoos of the business world. 

A guy that will try to cheat on a competitor is a guy who will 
also cheat on the public. 

If the trade markers can get that across to the consumers, 
they’ll be doing far more for their own interests than spending 
their time whooping it up for the Wiley bill. 

This trademark business, by the way, is a old, old business. 
Like most everybody else in my social set, I thought that the 
trademark had been invented by the Smith Brothers and was 
named after them. 

But no, the trademark books give the Egyptians credit for 
inventing the trademark. The Egyptians is also the people which 
invented money. I think they is some connection between the two 
but I ain’t got the time to go into it. 

The story is that the Egyptians had a lot of brickyards and 
a lot of slaves making bricks. The Pharaohs, who was the boss 
Egyptians, made them make two marks on each brick—one for 
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the brickyard and one for the slave. And if they was a run of 
bum bricks the slave got 30 lashes. 

Why don’t you suggest a new-old Egyptian wrinkle to them 
trade markers? Maybe this gimmick instead of that money back 
guarantee, which is kind of wore out. 

How would it be, for example, if the manufacturer put a little 
black whip instead of a balloon and instructions for a dood-loon 
in that corn flake package? With a note on the package saying 
if these flakes ain’t satisfactory, take the little black whip and 
meet our factory superintendent in front of the Sheraton hotel 
and give him 30 lashes. 

I bet if all the manufacturers did this that in a very short 
time they wouldn’t be any bum merchandise on the market. 

And no factory superintendents, neither. 

Us Americans is Johnny come latelies in the trademark field 
account we did not get around to having a law until 1870. We 
was busy with a war or something and didn’t have much time to 
get around to trademarks. 

But the courts threw the law into the alley. They said it was 
unconstitutional, that Congress didn’t-have no right to make laws 
about business within a state. 

Little by little the law has been changed—1881, 1905, 1920 and 
the Lanham act of 1946 which finally got some common sense and 
business sense and a little honest-to-goodness protection into 
trademark regulations. 

Maybe you’d better skip this as I suspect them trade markers 
have heard all this before. 

By the way, you will find them trade markers is regular 
church goers. I use to think that this was because they was nat- 
urally clean and pious kids. But I learn they is an angle. 

Well, sir, it seems that Harley T. Procter, a member of the 
soap making firm of Procter & Gamble, went to a Cincinnati church 
one Sunday and he was thinking about a name for a new kind 
of soap they was making—one that floats. 

Instead of sleeping through the sermon, Mr. Procter was 
alert. And he was alert, too, when the preacher read the 8th verse 
from the 45th psalm— 

‘* All thy garments smell of myrrh and aloes, and cassia, out 
of the ivory palaces whereby they have made thee glad.’’ 
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‘‘That’s it,’’ said Mr. Procter, ‘‘that’s the name for our new 
soap—lvory.”’ 

Since then trade markers and advertising people have been 
going to church regular. But none of them ain’t hit a jackpot 
like Mr. Procter. 

But the church going has helped elevate the tone of the 
business. 

There is an interesting book on trademarks. It’s full of 
stories about them and slogans like ‘‘Ask the man who owes on 
one,’’ and ‘‘His master’s voice.’’ This last show a dog looking at 
a phonograph horn, instead of a husband looking at his wife. 
But then they had quaint ideas in them olden days. 

They’s also a slogan for the New York Times about ‘‘ All 
the news that’s fit to print.’’ Nowadays with the cost of news 
print, it’s ‘‘ All the news that prints to fit.’’ 

I dunno how you are going to use this information but it 
might come in handy some time if you are on a quiz program. 

Say, have you notice that they is a new trend in trademarks? 
It use to be that the makers would try for a name that told a 
little something about the stuff they were making. But not any 
more. This is because so many outfits got clobbered—the courts 
telling them that that ain’t no trade marks, that’s a description. 

A example of this was shredded wheat, which once use to be 
a trademark name but now is one of them generics that give the 
business the jitters. 

Nowadays anybody with a supply of wheat and an old shred- 
der can go into the business. I still don’t like the stuff—it tastes 
just like shredded wheat. 

The new trend is to have names that you’d never guess what 
—names for soaps and detergents like Dial and All and Tide and 
Cheer. 

One of these days I expect to pick up a paper and see an ad 
for The Old Ox Cart. And that’ll be the new name for Chanel 
No. 5. Or The Dainty Miss, and that’ll turn out to be one of Mr. 
Le Tourneau’s bulldozers. Or The Limping Turtle which will be 
a combination home washer, dryer, refrigerator and pool table. 

This, dear sir, is what is known as progress. 

And may all your marks be incontestable. 

Respectfully submitted, 
Oxie O’Rourke.’’ 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 










Denmark 
Pharmaceutical Trademarks 







A Bill has been introduced in Parliament which deals, inter 
alia, with pharmaceutical trademarks and which proposes that 
trademarks registered in respect of pharmaceuticals or medicinal 
specialties should be valid for 10 years and be renewable only for 
two further 5-year periods. 










Germany (Eastern) 
Expropriation of Trademarks in Eastern Germany 






In a recent decision by the Supreme Court in Eastern Ger- 
many, reported in the Nachrichten ftir Aussenhandel, dated March 
8, 1954, it was held that where the plaintiff had acquired the legal 
rights ensuing from the nationalization of the Eastern Germany 
branch of a chemical firm which had its registered office in Western 
Germany, the expropriation applied to the whole of Germany. 
The rationale of this decision, which reversed the previous decision 
of the Regional Court in Eastern Germany, was based upon the 
principles of the Potsdam Agreement relating to the preservation 
of the economic and political unity of Germany. 


Great Britain 
















Opposition Proceedings 


The case of RAKEB-EL-REEH V. BISSAT-EL-REEH, 71 R.P.C. 281, 
reported herein at 44 TMR 922, was taken to the Court of Appeal. 
The facts, fully set forth in the previous report, are briefly that 
the owner of the trademark RAKEB-EL-REEH opposed the registra- 
tion of BISSAT-EL-REEH and the Registrar of Trade Marks sustained 
the opposition exercising his discretionary power in the public 
interest in order to avoid deception or confusion among traders 
and the general public. The Registrar had refused to hold that 
the two marks were confusingly similar and the application was 
rejected on the basis that the applicant was pursuing a course of 
conduct of registering in one or more of the Middle East countries 
certain of the opponent’s marks or close imitations thereof, and 
that, in seeking registration of the present mark, which is sub- 
stantially identical with a mark that the opponent had discontinued 





Lo A TOI AN to ania CR Bl 





















Vol. 44 T. M. R. NOTES FROM OTHER NATIONS 


using some years ago, the applicant is merely taking another step 
in a fraudulent course of conduct. 

On appeal to the High Court of Justice, the Registrar’s deci- 
sion was reversed and the Court held that the applicant was acting 
in good faith and was not endeavoring to forward any improper 
scheme or device. The case was then taken on appeal to the 
Supreme Court of Judicature-Court of Appeal and the decision of 
the Lower Court was reversed and the decision of the Registrar, 
rejecting the application, was sustained. The Court of Appeal 
agreed with the Registrar that there was no likelihood of confusion 
between BISSAT-EL-REEH and RAKEB-EL-REEH; and agreed with the 
Lower Court that the applicants had acted in perfect good faith. 
Nevertheless, the appeal was allowed and the application rejected 
on the ground, which was not argued extensively below, that the 
opponents had used the trademark sought to be registered by the 
applicants before the applicants decided to use the mark and, 
although the use of the mark by the opponents had been discon- 
tinued, there was still some ‘‘residual renown’’ attached to the 
opponent’s use of the mark, and that in view of this the applicant 
had failed to discharge the onus of showing that there would be 
no reasonable risk of confusion if the mark applied for were regis- 
tered in his name. 

It should be pointed out that the Court of Appeal took pains 
on several occasions to state that this was an exceedingly unusual 
ease. In his opinion Evershed, M. R. stated: ‘‘In my experience, 
I know no case comparable to this where a Judge has used language 
such as I have read out, altogether acquitting the party charged 
from the serious and disgraceful conduct of which he had been 
accused, and yet the appellate Court was asked, without hearing 
the person charged, to say that the Judge wrongly acquitted him 
and to find that person guilty of fraud... .I regret greatly that 
this very grave charge was persisted in, a course which I have 
found in my experience not only unusual, but startling. I think 
this Court owes it to the applicant, no less than did the learned 
Judge, to say that he leaves this Court with his honour entirely 
vindicated. I feel bound in the circumstances to say that, in my 
judgment, persistence in this disgraceful charge of fraud in this 
Court was quite wrong.’’ 

Leave to appeal to the House of Lords was refused. 
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Syria 
Compulsory Trademarks 

The term within which to comply with the Syrian Decrees, 
reported at 43 TMR 591 and 709, which provide for the compul- 
sory registration of trademarks used in relation to medicinal and 
pharmaceutical products, has again been extended, this time until 
December 31, 1954. 

Viet-Nam 
Trademark Registrations 

In the previous note on Registration Procedure in Viet-Nam, 
44 TMR 387, it was reported that the Viet-Namese Trade Mark 
Law of April 1, 1952 brought an end to local protection of trade- 
marks through registration in France, as was the regime prior to 
1952. This statement has received amplification by a decision of 
the Mixed Court of Appeal in Saigon, dated March 2, 1954, which 
held that whenever Viet-Namese law is applicable trademark reg- 
istrations effected in France, in the French Union outside of 
Viet-Nam, and internationally, either prior to or subsequent to 
April 1, 1952, do not extend to the territory of Viet-Nam. When- 
ever Viet-Namese law is applicable only trademarks deposited at 
a Viet-Namese Tribunal de Commerce are considered registered 
in Viet-Nam. 

However, when French law is applicable, registrations effected 
in France, in the French Union and internationally continue to 
extend to Viet-Nam in accordance with the French Law of 1857 and 
the Madrid Arrangement. French law is applicable only when a 
national of France is involved. Nationals of the United States, 
who previously enjoyed protection in Viet-Nam by virtue of a 
French registration, must obtain registration independently in 
Viet-Nam if they wish to have the benefits flowing from a regis- 
tration. 








Vol.44T.M.R. TRADEMARK ARTICLES AND LEGAL NOTES 1077 





LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 
Derenberg, Walter J. 

Are your Designs Inventions, Trademarks or Writing? (Industrial Design, v. 
1, no. 3, pp. 62-67). 

Pearce, James W. 

A Review of Important Cases on Patents and Trade-marks reported during 
1953. (Journal of the Patent Office Society, v. 36, no. 5, May 1954, pp. 358-374). 

LEGAL NOTES 
American Chicle Company v. Topps Chewing Gum, Inc. 

Although ‘‘Make-Up’’ of Defendant’s Package is not likely to cause Confu- 
sion among attentive Buyers, Defendant will be enjoined from continuing to use 
that ‘‘Make-Up’’. (Georgetown Law Journal, v. 42, no. 2, January 1954, pp. 
303-305). 





* Copies of these articles and legal notes are available in the Association’s library. 





THe TRADE-MARA REPORTER 


Part Il 


AMERICAN CHICLE COMPANY v. TOPPS CHEWING GUM, INC. 
No. 145 — C.A. 2— March 4, 1954 


ComMMON LAW TRADEMARKS—SCOPE OF PROTECTION 


Where plaintiff has manufactured and sold chlorophyll chewing gum under 
mark CLORETS since 1951 at 15¢ per package and defendants subsequently sell 
chlorophyll gum under mark CLOR-AID in somewhat similar package using same 
green and white package at 10¢ per package finding of unfair competition by trial 
court is affirmed on opinion below and finding that cLor-aID does not infringe 
plaintiff ’s mark CLORETS is affirmed since the word CLOR is common to the trade 
and in view of the acquiescence of plaintiff ’s predecessor in use of name CLORODETS. 


REMEDIES—SCoPE OF RELIEF—INJUNCTION 
Deliberate intention to palm off does not justify injunction enjoining use of 
the name CLOR-AID where the name does not infringe that of plaintiff and plaintiff 
is entitled to an injunction which will free it of harm resulting from so much of 
defendant’s threatened future conduct as constitutes unfair competition but to no 
more. 

Action by American Chicle Company v. Topps Chewing Gum, Inc., and 
Bio-Gum Laboratories, Inc., for trade mark infringement and unfair com- 
petition. Both parties appeal from judgment for plaintiff in part and 
defendants in part. Affirmed; Meprina, Circuit Judge, dissenting with 
opinion. 

Case below reported at 43 TMR 1060. 

W. Lee Helms, of New York, N. Y. for plaintiff. 
George E. Middleton, of New York, N. Y. for defendants. 
Before FraNK, MEpINA and Hincks, Circuit Judges. 

In this action for common-law trade mark infringement and unfair 
competition, federal jurisdiction rests on diversity. Both plaintiff and 
defendant are manufacturers of chewing-gum. Sometime in February, 
1951, plaintiff, American Chicle Company began to market a chlorophyll 
chewing-gum under the trade name cLoRETs. The distribution of CLORETS 
was both nationwide and international; plaintiff achieved a considerable 
volume of sales through extensive advertising. Plaintiff asserts that its 
long continuous and extensive use and advertising of the trade mark 
CLORETs has identified that trade mark with the plaintiff and its product. 
Plaintiff also contends that the package of its chlorophyll gum is recognized 
and used by purchasers to identify plaintiff’s chewing-gum and to distin- 
guish it from other brands. Some time after CLORETS appeared on the 
market, Topps began to manufacture and sell a chlorophyll chewing-gum 
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under the trade name cLor-arp. Plaintiff’s product retailed at 15¢ per 
package while defendant’s sold for 10¢. Both products were packaged in 
small, green-white-and-red cardboard containers of somewhat similar 
appearance. The complaint alleged that the acts of the defendant, i.e., 
selling under the name CLOR-AID and using a package design similar to 
that of plaintiff’s cLorETs, are calculated to cause consumers to buy de- 
fendant’s product in the belief that it is the product of plaintiff, and 
that many consumers have bought defendant’s product in that belief. The 
complaint alleged also that the trade name cLOor-alD infringes plaintiff’s 
trade mark rights. Plaintiff seeks to support the allegation of trade mark 
infringement by arguing that defendant chose the trade name CLOR-AID in 
part at least for its similarity to the French pronunciation of CLORETs, in 
an attempt to win away from plaintiff its French and Swiss customers. 

Defendant counterclaimed for cancellation of plaintiff’s trade name 
registration. The counterclaim was dismissed without prejudice. 

The District Court found defendant guilty of unfair competition but 
held that there was no trade mark infringement. See 112 F.Supp. 848 at 
851 [43 TMR 1060]. 

Frank, Circuit Judge 

The District Court found defendants guilty of unfair competition, and 
accordingly enjoined them from marketing CLOR-AIDS in a package simi- 
lar to plaintiff’s cLorets. We affirm that part of the judgment on the 
opinion below, 112 F.Supp. 848 at 850 [43 TMR 1060]. 

The District Court also held that defendants’ trade name cLOR-AID 
does not infringe plaintiff’s trade name cLoRETs. We agree. Since (thanks 
to the great popularity of chlorophyll products) the word cLor is common 
to the trade, it cannot be used as a basis for finding trade mark infringe- 
ment. Significant here is the acquiescence of plaintiff’s predecessor in the 
use of the name CLORODETs.? For while there is a marked likeness between 
‘*__dets’’ and ‘‘—ets,’’ there is little, if any, similarity between ‘‘—aid’’ 
and ‘‘—et’’ in English pronunciation. However, plaintiff, selling in both 
a national and international market, argues that CLOR-AIDS and CLORETS 
sound alike in French, and charges that defendants chose the trade name 
CLOR-AID to capitalize on the popularity of plaintiff’s product in French- 
speaking countries. But the principal market at which defendants aimed 
was in the United States. That fact, plus the difficulties of choosing an 
effective trade name in this era of brand merchandising and mass media 
advertising, leave it highly unlikely that defendants chose the name 
cLOR-AID for the purpose of winning away plaintiff’s French-speaking 
customers.*® 


1. See 112 F.Supp. at 849 [43 TMR 1060]. 

2. See the discussion of this matter in 112 F.Supp. at 849. 

3. Defendant, in its brief, answers as follows plaintiff’s charges that (1) CLORETS 
and CLOR-AIDS sound alike in French, and (2) defendants deliberately chose the name 
CLOR-AID to deprive plaintiff of its French-speaking market: 

‘<Les Prononciations en Frangais 
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It has been suggested, however, that, because they had the deliberate 
intention of palming off, through the use of the imitative package,* the 
defendants, although their trade mark does not infringe plaintiff’s, never- 
theless should be enjoined from using the name cLor-aip. In support of 
this proposition, the case of Mainzer v. Gruberth, 237 App. Div. 89, 260 
N. Y. Supp. 694, has been cited. There the plaintiff produced a baking 
product under the registered trade name APRICOATING which it packaged 
and sold with a distinctive yellow label bearing the picture of a baker. 
Defendants copied plaintiff’s package style and label, using a picture of 
a baker and the same words which plaintiff for so many years had used 
on its own labels. In addition, defendants chose, as a trade name for 
their product, the name APRICOT COATING. The court enjoined defendant’s 
use of this obviously copied package design and label. Defendant’s use 
of its trade name APRICOT COATING was likewise enjoined—not at all because 
of the defendant’s misconduct in deliberate copying of the plaintiff’s 
package and label but solely because the defendant had used the name 
APRICOT COATING in deliberate imitation of plaintiff’s name APRICOATING 
which, by plaintiff’s activities, had attained a secondary meaning. In 
enjoining defendants from further use of the name APRICOT COATING, the 
court said, ‘‘Such unfair use of the same or similar words by a competitor 
will be restrained by injunction * * *’’.’ It appears, then, that the injunc- 
tion against defendants, in so far as it prohibited the use of their trade 


name APRICOT COATING, rested clearly\ upon a finding of sameness or 
similarity in the two trade names and thus, upon intentional copying of 
plaintiff’s trade name. As a consequence, defendants were properly en- 
joined from unfair competition in both (1) the use of similar packages 
and labels and (2) the use of a trade name which infringed plaintiff’s. 


‘*En francais le mot CLORETS peut étre, prononcé ‘cloray’ et le mot CHICLETS 
peut étre prononcé ‘sheeklay,’ D’autre part, la marque de fabrique CLORETS, est-elle 
prononcée ‘clo-ray’ et la marque de fabrique CHICLETS, est-elle prononcée ‘sheek- 
lay’? Mais non. There is not a shred of evidence that any customer ever en- 
tered une confiserie in New Orleans, Quebec, Paris or Madagascar and, addressing 
Monsieur le Propriétaire, said: ‘‘Donnez-moi, s’il vous plait un paquet de Clo-ray.’’ 
Au contraire, plaintiff knows—but now forgets—that even Frenchmen chew CLORETS. 
(That is, where Topps’ CLOR-AID is not purveyed.) And if any Frenchman, by 
some strange mischance, should ask for Clo-ray or Sheek-lay, no one would be 
more surprised—or chagrined—than plaintiff, whose policy it is to have its trade 
marks given their American pronunciations, even in the uttermost parts of the 
owas °*** 

‘* Any resemblance between the pronunciations of CLORETS and CLOR-AID in any 
language, living or dead, is purely coincidental. It is hard enough to choose a 
word mark to be pronounced in plain American. If, in addition, a trader must 
consider how his mark may be pronounced in parts of Louisiana, New Mexico, 
Minnesota and Pennsylvania (not to mention Mott Street), in Paris, France, as 
well as in Paris, Kentucky, a difficult task will have been made impossible.’’ 

4. In advertising cLor-aiD, defendants sent out a streamer with the legend ‘‘ Now 
10¢.’’ The District Court found that this ‘‘could only mean one thing and that was 
to rivet the attention of the buyer on the thought that he was now getting something 
for 10¢ that had previously cost more, i.e., the 15¢ package of the plaintiff.’’ Ac- 
cordingly, the court held that defendants had unfairly tried to pass off their own goods 
as plaintiff’s. 

5. Emphasis added. 
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In that context, the court said: ‘‘When unfair competition is so 
designedly accomplished, all opportunity to continue it in any form should 
be prevented by an injunction sufficiently broad to insure such a result.’’ 
To extend that language as suggested—so that (a) unfair competition in 
copying a package justifies an injunction against (b) what would other- 
wise be a legitimate use of an uncopied name—is to ignore well-settled 
doctrine. ‘‘It is,’’ said Chief Justice Marshall in a much quoted state- 
ment in Cohens v. Virginia, 6 Wheat. 264, 398, ‘‘a maxim not to be 
disregarded, that general expressions, in every opinion are to be taken in 
connection with the case in which those expressions are used. If they 
go beyond the case, they may be respected, but ought not to control the 
judgment in a subsequent suit, when the very point is presented for 
decision. The reason of this maxim is obvious. The question actually 
before the court is investigated with care, and considered in its full extent. 
Other principals which may serve to illustrate it, are considered in their 
relation to the case decided but their possible bearing on all other cases 
is seldom completely investigated.”’ 

The holding in Mainzer v. Gruberth is in accord with the precedents 
which hold that a plaintiff in such circumstances is entitled to an injunc- 
tion which will free him of harm resulting from so much of defendant’s 
threatened future conduct as constitutes unfair competition but to no 
more. For the issuance of an injunction against the use of a non-infringing, 
non-similar, trade name on the sole ground that defendant wilfully copied 
plaintiff’s package could only be rationalized on a theory that equity uses 
an injunction to punish past misconduct. But that theory the United 
States Supreme Court and the New York courts have rejected. See, e.g., 
Hecht Company v. Bowles, 321 U.S. 321, 329: ‘‘The historic injunctive 
process was designed to deter, not to punish.’ See also Mays Furs & 
Ready-to-Wear, Inc. v. Bauer, 282 N.Y. 331, 343: ‘‘It has often been said 
by the courts of this state that an injunction is protection for the future 
and not punishment for the past.’’ With particular reference to unfair 
competition, see Warner & Company v. Lily & Co., 265 U.S. 526, 532, 
where the Court said: ‘‘If petitioner had been content to manufacture 
the preparation and let it make its own way in the field of open and fair 
competition, there would be nothing more to be said. It was not thus 
content, however, but availed itself of unfair means, either expressly or 
tacitly, to impose its preparation on the ultimate purchaser as and for the 
product of respondent. Nevertheless, the right to which respondent is 
entitled is that of being protected against unfair competition, not of having 

6. See also, e.g., Di Giovanni v. Camden Ins. Ass’n, 296 U.S. 64, 71-72; Minne- 
apolis g& St. L. Ry. Co. v. Pacific Gamble Robinson Co., 181 F.2d 812, 814 (C. A. 8); 
Hygrade Food Products Corp. v. United States, 170 F.2d 816, 818 (C. A. 8); McComb 
v. Goldblatt Bros., 166 F.2d 387, 390 (C. A. 7); Walling v. T. Buettner § Co., 133 F.2d 
306, 308 (C. A. 7). 

* Since neither party suggests that the legal rules in other jurisdictions differ from 


New York’s, we need not consider the difficult problem which might otherwise arise in 
a suit based on alleged multistate unfair competition. 
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the aid of a decree to create or support, or assist in creating or supporting, 
a monopoly of the sale of a preparation which everyone, including peti- 
tioner, is free to make and vend. The legal wrong does not consist in the 
mere use of chocolate as an ingredient, but in the unfair and fraudulent 
advantage which is taken of such use to pass off the product as that of 
respondent. The use dissociated from the fraud is entirely lawful, and it 
is against the fraud that the injunction lies.’’ 

Mepina, Circuit Judge (dissenting) 

Even were defendant’s simulation of plaintiff’s package done inno- 
cently and in good faith plaintiff would be entitled to the injunction 
granted by the trial court. See John H. Woodbury, Inc. v. William A. 
Woodbury Corp., 23 F.Supp. 162 (S. D. N. Y., 1938), quoting from Coty, 
Inc. v. Parfums De Grande Luze, Inc., 298 F. 865, 870 (2nd Cir., 1924) ; 
Handler & Pickett, ‘‘Trade Marks and Trade Names—An Analysis and 
Synthesis: I!,’’ 30 Col. L. Rev. 759, 769-77 (1930). But here we have a 
deliberate fraud by an habitual offender and the remedy should be suffi- 
ciently drastic to prevent any further fileching of plaintiff’s customers. 
‘*A defendant whose business enterprises is based upon express and de- 
liberate fraud will not find a court of equity strenuous to preserve all 
rights he might have had if his conduct and motives had been honest.’’ 
Peninsular Chemical Co. v. Levinson, 247 F. 658, 663 (6th Cir., 1917). 

In American Chicle Company y. Topps Chewing Gum, Inc., 208 F.2d 
560 (2nd Cir., 1953), this Court affirmed a judgment restraining this same 
defendant from continuing to use a package deliberately designed to attract 
buyers of plaintiff’s Chiclets. Concerning defendant’s conduct, Judge 
Learned Hand wrote (pp. 562-3) [44 TMR 414]: 

‘‘It would be absurd to see in this anything but a hope to bring 
to its own net just those buyers who are on the fringe of the plaintiff’s 
possible customers. * * * Indeed, it is generally true that, as soon as 
we see that a second comer in a market has, for no reason that he 
ean assign, plagiarized the ‘make-up’ of an earlier comer, we need no 
more; for he at any rate thinks that any differentia he adds will not, 
or at least may not, prevent the diversion and we are content to accept 


his forecast that he is ‘likely’ to succeed. Then we feel bound to 
compel him to exercise his ingenuity in quarters further afield.’’ 


Defendant’s new scheme to appropriate to its own use plaintiff’s cus- 
tomers and good will in relation to CLORETS must be viewed as an integral 
whole, and against the background of the conduct just described. The 
package, together with the name cuor-arp, has, for a very considerable 
period of time, been used to accomplish defendant’s illegal purpose. There 
is only one way effectively to compel defendant to exercise its *‘ingenuity 
in quarters further afield,’’ and that is to enjoin all further use of the 
scheme, lock, stock and barrel. Otherwise, there will be the usual making 
of a few minor changes in design, leading to further proceedings and per- 
haps further changes. This is the course pursued by the typical infringer, 
and it closely resembles efforts to escape the effect of cease and desist orders 
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of the Federal Trade Commission relative to false and misleading practices 
of one kind or another. The basis for numerous decrees in antitrust cases, 
where the entire scheme is enjoined, and not merely the patently illegal 
features, is that equity will fashion its decrees in such a manner as defi- 
nitely to put a stop to the monopoly or restraint of trade under attack. 
There is no reason perecptible to me why the courts should treat an habitual 
infringer more leniently. This is not by way of punishment or the imposi- 
tion of any penalty. It is no more than the exercise of plain common 
sense in order to make a decree which shall accomplish its purpose. The 
more cunningly devised and specious the scheme or plan, the more alert 
should the courts be to stamp it out. Otherwise, the honest merchant is at 
the mercy of an unscrupulous competitor. Surely there is enough before 
us here to show that this defendant cannot be trusted. 

These views find ample support in the authorities. The principle in- 
volved is clearly stated in Mainzev, Inc. v. Gruberth, 237 App.Div. 89, 260 
N.Y. Supp. 694, 698-9 (1st Dept., 1932), aff’d 262 N.Y. 484, 188 N.E. 30, 
as follows: 

‘*Cases of unfair competition present varying degrees of wrong- 
doing. There is a distinction between those where one accidentally 
uses a label or design owned by another, or where there has been an 
honest mistake, and those where there has been a deliberate attempt to 
appropriate a trade mark, label, or design, or the business of a com- 
petitor. 

In the interest of common honesty and fair dealing, the courts 
naturally frown upon such practices. The bold attempt to take away 
the business of another by adopting the trade marks, even to the extent 
of adopting the color, size and form of packages in which the goods are 
sold indicates to what extreme some of our modern businessmen will 
resort. When unfair competition is so designedly accomplished, all 
opportunity to continue it in any form should be prevented by an 
injunction sufficiently broad to insure such a result.”’ 

Where a defendant’s past conduct has convinced the court that nothing 
short of such an injunction would give plaintiff adequate protection, a 
competitor has been enjoined from all use of his own personal name in his 
business. Westphal v. Westphal’s World’s Best Corp., 216 App.Div. 53 
(1st Dept., 1926), 215 N.Y. Supp. 4, aff’d, 243 N.Y. 639, 154 N.E. 638. 

As Justice Holmes wrote, in Schlitz Brewing Co. v. Houston Ice & 
Brewing Co., 250 U.S. 28, 29 (1919), ‘‘It is a fallacy to break the fagot 
stick by stick.’’ 

Accordingly, I would modify the judgment below by broadening the 
terms of the injunction and restraining the use of the name CLOR-AID. 


NT 
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OLD CHARTER DISTILLERY CO. v. CONTINENTAL DISTILLING CORP. 
No. 1386 — D.C. Del. — March 25, 1954 


CouRTS—PLEADING AND PRACTICE 
Where essential element in trial of trademark infringement case is question of 
priority of use motion under Rule 42(b) for separate trial of issue of priority will 
be granted. 

Action by Old Charter Distillery Co. v. Continental Distilling Corpo- 
ration for trademark infringement. Plaintiff moves for separate trial. 
Motion granted. 

Case below reported at 35 TMR 159, 38 TMR 80, 41 TMR 34. 

Aaron Finger and Richards, Layton & Finger, of Wilmington, Delaware 
and Charles Pickett, Janet C. Brown, and Chadbourne, Parke, White- 
side, Wolff & Brophy, of New York, N. Y. for plaintiff. 

James R. Morford and Morford, Bennethum & Marvel, of Wilmington, 
Delaware for defendant. 

Ropney, District Judge. 

This is an action based on alleged infringement of a trade mark. The 
trade mark of each party refers to a Bourbon whiskey. The plaintiff’s 
trade mark, in shortened form, is OLD CHARTER, and the defendant’s is 


CHARTER OAK. 
The first registration of a trade mark was by the defendant, which on 
November 12, 1933, applied for the registration of the trade mark CHARTER 


oaK. The registration was March 13, 1934. 

On October 27, 1934, one Bernheim, allegedly a predecessor of the 
plaintiff, applied for registration of the trade mark OLD CHARTER and the 
application was granted February 19, 1935. The plaintiff acquired the use 
of the trade mark OLD CHARTER in 1937. 

In 1938 after plaintiff had acquired the use of the trade mark oLp 
CHARTER it filed a petition to cancel the defendant’s trade mark CHARTER 
OAK which defendant had obtained in 1934. This petition was dismissed 
by the plaintiff prior to trial. 

In 1940 the defendant, having the trade mark CHARTER OAK filed a 
petition to cancel the trade mark of the plaintiff, o.D CHARTER, which had 
been obtained in 1935.1. The examiner ruled that the trade mark of the 
plaintiff, oLD CHARTER, should be cancelled and this ruling was affirmed, on 
appeal, by the Commissioner [34 TMR 74]. The present plaintiff insti- 
tuted an appeal to the District Court for the District of Columbia in the 
form of a ‘‘4915”’’ proceeding pursuant to U.S.C. Title 35, Sec. 63. 

The District Court for the District of Columbia, in Old Charter Dis- 
tillery Co. v. Ooms, 73 F.Supp. 539 [38 TMR 80], reversed the Commis- 
sioner of Patents and held that the trade mark OLD CHARTER should not 
have been cancelled. The Court held that the continuous use of the trade 
mark OLD CHARTER had existed many years and that the value of such use 


1. This proceeding was. taken under the provisions of the then U.S.C. Title 15, 
Sec. 93. The provisions now appear as U.S.C. Title 15, Secs. 1064, 1068, 1070. 
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was not destroyed by a subsequent event relied upon by the Commissioner 
as constituting an abandonment. 

The decision of the District Court was affirmed by the Court of Ap- 
peals, District of Columbia Circuit, reported as Continental Distilling 
Corporation v. Old Charter Distillery Co., 188 F.2d 614 [41 TMR 34]. 

In the last cited cases the Courts (both District Court and Circuit 
Court) were primarily concerned with a claimed abandonment of the use 
of the trade mark OLD CHARTER by a predecessor of the present plaintiff 
prior to the registration of such trade mark in 1935. The Courts expressly 
commented on the priority of use of the trade mark OLD CHARTER. 

As heretofore stated the present suit is based upon a claimed infringe- 
ment of trade mark. It is assumed and stated that an essential element in 
the trial of this case involves proof of priority of use. The present plaintiff 
has moved under Rule 42(b) for a separate trial of the issue of priority of 
use of the trade mark and at the argument agreed that the separate trial 
be confined to that one issue. Rule 42(b) is set out in the footnote.’ 

I am of the opinion that a separate trial of the issue of priority of use 
should be granted as a determination of this matter will be in furtherance 
of convenience and of the expeditious disposition of the case. 

Objection has been made to certain interrogatories propounded by 
defendant. It was agreed that disposition of these objections and all mat- 
ters touching the interrogatories should properly await the disposition of 
the trial of the separate issue. 

An appropriate order for the trial of the separate issue may be 
presented. 


MADISON v. LaSENE et al. 
No. 32736 — Washington Sup. Ct. Dept. 2 — April 9, 1954 


UNFAIR COMPETITION—SCOPE OF RELIEF 


Where Andrew LaSene conducted upholstery business in own premises for 
14 years under name LASENE CUSTOM UPHOLSTERY and then sold business and 
leased premises to plaintiff with exclusive right to name and agreement on LaSene’s 
part not to engage in upholstery business for 5 years within 5 miles of premises 
and subsequently plaintiff moved his business from LaSene’s premises and LaSene’s 
son Ray opened business in premises under name RAY LA SENE’S UPHOLSTERY and 
evidence shows LaSene to be real owner, the Court will enjoin Ray LaSene from 
engaging in business in premises owned by LaSene, from use of the name LA SENE 
and from being assisted by LaSene but cannot enjoin Ray LaSene absolutely from 
engaging in the business since he was not a party to the restrictive covenant. 
Unrair CoMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Use of one’s name may be restricted where said use is based on fraud and 
deceit and an unlawful conspiracy to appropriate the good will which Ray LaSene 
knew had been sold to plaintiff. 





2.°‘*The court in furtherance of convenience or to avoid prejudice may order a 
separate trial of any claim, cross-claim, counterclaim, or third-party claim, or of any 
separate issue or of any number of claims, cross-claims, counterclaims, third-party 
claims, or issues.’’ 
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Action by Lloyd L. Madison v. Andrew H. LaSene and Ray LaSene 
for unfair competition. Appeal from Superior Court judgment for 
plaintiff. Modified. 

Atwell & Bergman (James O. Ballou, of Longview, Washington on the 
brief) for appellant. 

Ronald Moore and Jerome Walstead, of Kelso, Washington for respondent. 

Hin, Justice. 

This is an action by Lloyd L. Madison to enjoin Andrew H. LaSene 
and his son Ray LaSene from engaging in the upholstery business and 
from using the name LaSene in connection therewith. The findings of 
fact made by the trial court, which are accepted as the facts of the case, 
may be summarized as follows: 

For twenty-eight years prior to April 7, 1952, Andrew H. LaSene 
engaged in the upholstery business in Kelso, Washington, under the name 
LASENE’S CUSTOM UPHOLSTERY. During the last fourteen years he con- 
ducted that business at 1012 North Second Avenue. 

He entered into a written agreement with Lloyd L. Madison April 7, 
1952, whereby the latter purchased the business, including the good will. 
It was agreed that Madison was to have the exclusive right to use the 
mame LASENE’S CUSTOM UPHOLSTERY, and that Andrew LaSene would not 
engage in the upholstery business for a period of five years within a 
radius of five miles of 1012 North Second Avenue. The agreement further 
provided that Andrew LaSene would lease the premises at 1012 North 
Second Avenue to Madison on a month-to-month basis. 

Madison conducted his upholstery business at 1012 North Second 
Avenue under the name of LASENE & MADISON CUSTOM UPHOLSTERY until 
March 9, 1953, when he moved it to 1502 North Pacific Highway, Kelso. 
Because of the termination of the lease and this move, Andrew LaSene 
became enraged and threatened to ‘‘break’’ Madison. 

About the middle of March, 1953, Ray LaSene, son of Andrew LaSene, 
left Castle Rock, Washington, where he had been employed in the logging 
industry, and thereafter lived at the home of his father in Longview, a 
city contiguous to Kelso. Prior to the sale to Madison, Ray had worked 
in the upholstery business of his father off and on for about a year and 
a half. (The court also found that it normally requires five years’ expe- 
rience for a person to become a qualified upholsterer. ) 

On or about April 1, 1953, Ray and his father erected a sign on the 
roof of the premises at 1012 North Second Avenue, Kelso, reading, ‘‘ Ray 
[in small letters] LaSene’s Upholstery [in much larger letters].’’ A 
similar sign, but with all the letters of equal size, was affixed to the awning 
on the front of the premises. On or about the same date, Ray and his 
father erected signs on the front lawn of the latter’s home in Longview, 
reading, R. A. LASENE’S UPHOLSTERY, 1012 N. 2nd, Kelso, Washington, 
phone 5820 or inquire here. On April 2, 3, and 4, 1953, Andrew LaSene 
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placed an advertisement in the Longview Daily News reading, ‘‘ Now open 
Ray LaSene’s Upholstery Shop 1012 N. 2nd, Kelso, phone 5820.’’ 

From and after April 2, 1953, Andrew LaSene was engaged in the 
upholstery business at 1012 North Second Avenue, Kelso, Washington, 
solicited accounts for said business, prepared estimates, and worked in the 
shop two or three hours each day. He also furnished the truck used to 
transport furniture in connection with the business. He placed all the 
newspaper advertisements and made arrangements for credit for the busi- 
ness, and paid by his personal check all expenses incurred in the business. 
He owned the premises at 1012 North Second Avenue, and charged Ray 
no rent for their use. He owned all the equipment and tools located on 
the premises. 

Ray knew of the written agreement between his father and Madison, 
and he had no real interest in the business. He started to work in the 
upholstery shop on or about April 7, 1953. 

As a result of their opening of the business at 1012 North Second 
Avenue and using the name LaSene in connection therewith, there was 
considerable public confusion concerning the ownership and identity of 
the two upholstery businesses. The customers of each mistook one for 
the other, in that customers intending to call at Madison’s place of business 
mistakenly called at 1012 North Second Avenue, and vice versa. Mail 
and shipments of goods and materials were, by reason of such confusion 
delivered to the wrong place of business. By reason of Andrew LaSene’s 
wrongfully engaging in the upholstery business in derogation of his agree- 
ment with Madison, respondent Madison lost considerable business and 
the goodwill of his business was damaged. 

The upholstery business, as conducted by the parties, is carried on by 
personal solicitation and the display of samples to prospective customers. 
The upholsterer takes his samples to the home of the customer and makes 
an estimate of the price at which he will do the work, and, if his offer is 
accepted sends a truck to pick up the furniture and return the finished 
work to the customer. The upholsterer has but few regular customers, 
those usually being furniture dealers. 

From these findings of fact, the trial court concluded (and we think 
justifiably so) that Andrew H. LaSene was the real owner of the upholstery 
business which was being conducted at 1012 North Second Avenue under 
the name of RAY LASENE’S UPHOLSTERY; that Ray LaSene conspired with 
his father to break the restrictive covenant the latter had made with 
Madison ; that Ray LaSene aided and abetted his father in engaging in the 
upholstery business in violation of the terms of that covenant; and 


‘¢ * * * that the purported ownership thereof by * * * Ray LaSene, 
is a sham and a fraud, and that this deceit is carried on for the pur- 
pose of concealing the identity of * * * Andrew LaSene, as the true 
‘owner of the said business.’’ 


Based upon these findings and conclusions, the trial court enjoined 
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Andrew H. LaSene and Ray LaSene, and all persons acting under their 
control, authority, or direction, from 
‘‘* * * doing, transacting, soliciting, carrying on, or engaging in 
any upholstery business wherein any furniture is upholstered, re- 
paired, handled or deal in articles commonly dealt in or worked in 
or upon by upholsterers within a radius of five miles of 1012 N. 2nd 
Ave, Kelso, Washington, for five years commencing on April 7, 1952;’’ 
from engaging in such business ‘‘under any name or style wherein the 
words LASENE’S UPHOLSTERY are used, or the name LASENE appears in any 
manner whatsoever’’ within that area and for that period of time; and 
from 
‘** * * operating, engaging in or carrying on for a period of five 
years from April 7, 1952, that certain upholstery business now located 


at 1012 N. 2nd Ave., Kelso, Washington, and being operated under 
the name and style of RAY LASENE’S UPHOLSTERY.’’ 


Andrew H. LaSene did not appeal, but his son Ray LaSene appeals, 
emphasizing that he was not a party to the contract between Lloyd L. 
Madison and his father, and that the restrictive covenant of their agree- 
ment does not apply to him or his activities. 

Appellant’s principal objections to the injunction are that it limits 
him in: (a) the use of his own name (i.e., Ray LaSene) in connection 
with any upholstery business within the area and time referred to; (b) 
the use of the premises at 1912\North Second Avenue, Kelso, for carrying 
on any upholstery business; and (c) engaging in the upholstery business 
under any name within five miles of 1012 North Second Avenue, Kelso, 
for a period of five years from April 7, 1952. (We would ask the reader 
to bear in mind these limitations of time and space under which the injunc- 
tion was to be effective, as we shall not always repeat them.) 

We shall first consider ‘‘(c)’’ since, if appellant, Ray LaSene, is 
properly enjoined from engaging in the upholstery business under any 
name and in any part of the area referred to, it becomes unnecessary to 
discuss either ‘‘(a)’’ or ‘‘(b).’’ 

We are of the opinion that the injunction is too broad, and that 
appellant cannot be absolutely enjoined from carrying on the upholstery 
business within the area referred to. He was not a party to the restrictive 
covenant and cannot be bound by its terms except in so far as his activities 
constitute a conspiracy for its breach, which is, in effect, a conspiracy for 
unfair competition. The trial court doubtless felt, and probably justifiably 
so, that the only practical means of preventing a continuance of the con- 
spiracy was to prohibit both the father and son from engaging in the 
upholstery business within the area and for the time indicated. However, 
it seems clear to us that appellant cannot be denied the right to make a 
legitimate effort to carry on an upholstery business, subject, however, to 
the limitation that it cannot be in association with Andrew H. LaSene, 
or with his assistance, directly or indirectly. 

There is, however, one specific location within the area indicated where 
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we believe the all-inclusive prohibition should be upheld, and that relates 
to any use of the premises at 1012 North Second Avenue, Kelso, which is 
pinpointed by ‘‘(b),’’ supra. For fourteen years prior to the sale of his 
upholstery business to the respondent, Andrew H. LaSene had carried on 
the business at that location. The public associated the upholstery busi- 
ness at that address with his name. Respondent had lawfully acquired 
that business and the right to the use of the business name. The premises 
are still owned by Andrew H. LaSene, and he and the appellant used 
them from early April, 1953, until enjoined (October 2, 1953), that use hav- 
ing been found to be in furtherance of a conspiracy to violate the restrictive 
covenant. Any continuance of an upholstery business at that address by 
appellant would be but a perpetuation of the result of the tortious con- 
spiracy in which he and his father had engaged, rendering the injunction 
against Andrew H. LaSene a mere ‘‘futile gesture.’’ 

We have two cases directly in point, Merager v. Turnbull, 2 Wn.2d 
711 and Lyle v. Haskins, 24 Wn.2d 883. In the first of these two cases, 
Alex Turnbull had sold to Merager an undertaking business, including the 
good will and the right to use the name TURNBULL FUNERAL HOME, and had 
agreed to refrain from engaging in the undertaking business in the city 
of Spokane. Thereafter, Alex Turnbull erected a modern mortuary in 
the block where the undertaking business which he had sold was being 
conducted with the expectation that the mortuary would be leased to his 
son Bruce. The trial court found that the father and son had entered into 
a conspiracy to compete unlawfully with Merager and to destroy his busi- 
ness, and enjoined each of them from carrying on an undertaking business 
in the new building under any name. It was argued on behalf of Bruce 
Turnbull, as it is argued on behalf of Ray LaSene, that he was not a party 
to the restrictive covenant. In affirming the trial court, we said: 


‘‘To permit Bruce Turnbull to conduct the undertaking business 
practically next door to the undertaking business of respondent, would 
render valueless the rights of respondent under his contract with 
Alex Turnbull, and the injunction against Alex Turnbull would be a 
futile gesture.’’ 


In the second of the cited cases, a restrictive covenant had been 
entered into whereby one selling a sawmill and lumber business agreed not 
to engage, directly or indirectly, in the manufacture or sale of lumber in 
Lewis County for a period of ten years. Thereafter, he was instrumental 
in the construction of a new mill and the establishment of a lumber busi- 
ness under the guise of a partnership between his son and others, including 
Henry O. Johnson. The purchaser of the mill and lumber business brought 
an action alleging a conspiracy to violate the restrictive covenant. The 
trial court found that such a conspiracy existed and enjoined Johnson 
(not a party to the restrictive covenant) and all the other parties involved 
in the establishment of the new mill and lumber business from ‘‘* * * 
engaging either directly or indirectly in the manufacture and sale of 
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lumber in, upon and from the real estate and premises’’ on which the new 
mill was located. We there met squarely the contention that the decree 
was erroneous in so far as it enjoined the use of real property for a legal 
purpose, and we approved the portion of the injunction just referred to 
holding that a continuation of the business by one of the conspirators 
would be a perpetuation of the tortious act. We there said: 


‘*Different kinds of injunctions which may be granted to protect 
a covenantee’s rights should be distinguished. Thus we have injunc- 
tions directed against the premises; injunctions directed merely against 
the defendants named in the action and not against the use of the 
property by other persons; and injunctions directed against the de- 
fendants named therein, binding, however, upon certain other persons, 
not named in the action, by reason of a certain relationship between 
such persons and defendants.’’ 


An attempt is made to distinguish these cases on the basis that both 
the funeral home and the mill were constructed in furtherance of the con- 
spiracies and were adaptable for use only in the particular business in- 
volved. It is urged that in those cases the buildings themselves constituted 
part of the conspiracies, and for this reason their use by subsequent pur- 
chasers of the properties might also be enjoined. We think that this is a 
distinction without a difference so far as the parties who participated in 
the conspiracies are concerned; what justifies the restraint is the effect 
which their use of the premises will have. 

We are left with one other aspect of the injunction (‘‘(a),’’ supra) 
to consider, i.e., the restraint on any use of the name LaSene in connection 
with any upholstery business in which the appellant might engage within 
the area and time indicated. 

Appellant urges that he has the right to engage in the upholstery 
business as Ray LaSene, because every man has the right to the use of his 
own name. Among other authorities, he cites, on this phase of the case, 
Merager v. Turnbull, supra, for in that case, while Bruce Turnbull was not 
permitted to use the one specific location involved in the conspiracy, he 
was, by the terms of the injunction entered by the trail court, permitted to 
engage in the undertaking business in Spokane under his own name, Bruce 
Turnbull. Appellant urges that he should be permitted to engage in the 
upholstery business under his own name, Ray LaSene. However, it should 
be noted that in Merager v. Turnbull, supra, Merager did not cross-appeal, 
and the question of the right of Bruce Turnbull to use his own name in the 
mortuary business in Spokane was not an issue in this court. 

Indisputably, the cases are legion which state the principle on which 
appellant relies, that every man has a right to the use of his own name. 
Appellant, however, overlooks the obligation that goes with the right. A 
statement by Judge Sage in Garrett v. T. H. Garrett & Co., 78 F. 472, 477, 
warrants repetition : 


‘“Tt was contended for the defendant, upon the hearing, that every 
man has a right to the use of his own name in business, and, as to the 
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order of injunction below restraining defendant from using white 
paper for its labels, that every person has a constitutional right to use 
white paper. These propositions, in the abstract, are undeniably true, 
but counsel for the time overlooked the fact that, wherever there is 
an organic law, wherever a constitution is to be found as the basis of 
the rights of the people, and as the foundation and limit of the legisla- 
tion and jurisprudence of a government, there the mutual rights of 
individuals are held in highest regard, and are most jealously pro- 
tected. Always, in law, a greater right is closely related to a greater 
obligation. While it is true that every man has a right to use his own 
name in his own business, it is also true that he has no right to use it 
for the purpose of stealing the good will of his neighbor’s business, 
nor to commit a fraud upon his neighbor, nor a trespass upon his 
neighbor’s rights or property ; and, while it is true that every man has 
a right to use white paper, it is also true that he has no right to use it 
for making counterfeit money, nor to commit a forgery. It might as 
well as be set up, in defense of a highwayman, that, because the con- 
stitution secures to every man the right to bear arms, he had a consti- 
tutional right to rob his victim at the muzzle of a rifle or revolver.’’ 


One of the outstanding authorities in the field of unfair competition 
refers to the foregoing quotation as ‘‘a classic, but often neglected state- 
ment of the basic rule of personal names.’’ He also points out that, to the 
principle that every man has a right to the use of his own name, 

‘<* * * the law of unfair competition gradually is adding another 

—no man may use even his own name in such manner as to injure 

another unfairly or fraudulently in his business.’’ 1 Nims, Unfair 

Competition and Trade Marks (4th ed.) 192 § 67. 

As pointed out in McCoy v. McCoy, 45 Ohio Op. 246, the cases restrict- 
ing a man’s use of his own name (apart from contract or estoppel) are 
based generally upon two recognized exceptions to the principle upon which 
appellant relies: (1) where the name has acquired a secondary meaning; 
and (2) where the name has been used for the fraudulent and wrongful 
purpose of deceiving and confusing the public and injuring a competitor. 
For discussion of what constitutes a secondary meaning, see Wright Res- 
taurant Co. v. Seattle Restaurant Co., 67 Wash. 690, and Electric Supply 
Co. v. Hess, 139 Wash. 20; and for discussion of the second exception, see 
Petition of Swedish Produce Co., 84 F.Supp. 600 [39 TMR 206], and 
McCoy v. McCoy, supra. 

It is to be noted that a willful intent to injure another or purposely 
to take advantage of an established business reputation need not be present, 
if it is established that the name of the plaintiff has acquired a secondary 
meaning. In Stern Furniture Co. v. Stern, 52 Ohio L. Abs. 527, 532, 
despite an express finding of good faith on the part of the defendants, the 
use of the name Stern was enjoined in connection with their furniture 
business in a certain district because that name had, ‘‘through long and 
notorious use,’’ come to have a secondary meaning in that district. (The 
defendants were later held in contempt for a violation of this injunction. 
Stern Furniture Co. v. Stern, 152 Ohio St. 191.) 
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Many cases, perhaps most of those which reach the courts, fall in both 
categories. However, we do not find it necessary to consider the broad 
question of whether the name LaSene had acquired a secondary meaning 
with relation to the upholstery business in the Kelso-Longview area, or 
whether appellant’s use of his own name may be enjoined on that basis. 
We think the trial court’s injunction enjoining the use of the name LaSene 
by Ray LaSene, either with or without the addition of his given name, is 
amply justified by his record of fraud, deceit, and unlawful conspiracy. 

The question as to how far a court of equity may go in restricting the 
right of a man to use his own name in any particular business appears to 
have been the source of much recurrent litigation and divergence of 
opinion. An excellent discussion of the problem, and an extensive collec- 
tion of cases, may be found in 1 Nims, Unfair Competition and Trade 
Marks (4th ed.) 194 et seq., §§ 68-72. Nims caustically refers, in § 68, to 
certain decisions: 


‘‘The attitude of courts of equity toward the right of a man to use 
his own name in business as found in some of the decisions in unfair 
competition cases, is a curious one. From these decisions one gets the 
impression that, regardless of the extent of fraud and chicanery 
indulged in by one using his own name in competition, he may not be 
deprived of the use of it, even in the particular connotation in which 
the fraud and confusion has resulted. These decisions offer numerous 
contrivances for the purpose of mitigating the injurious effect of such 
fraud, but it is only within the last few years that injunctions have 
been issued forbidding the use of a personal name completely in the 
field of endeavor in which the fraud has been committed. The right 
to liberty, to the pursuit of happiness, to life, to the custody and 
training of one’s children, and many similar rights of great importance 
may be lost in toto by misconduct. Not so with the right to use one’s 
own name. Hitherto it has been held that this right may not be 
forfeited. ’’ 


Nims’ conclusion that the courts are gradually taking a more realistic 
view of the obligation that accompanies the right of an individual to use 
his own name finds support in numerous cases in which it is held that one 
must use his own name honestly and not merely as a means of pirating the 
good will and reputation of a business rival; and that, when an individual 
has been guilty of bad faith and cannot use his own name without inevi- 
tably representing his goods or his services as those of another, he may be 
enjoined from using his own surname as a business name. See cases cited 
in 47 A.L.R. beginning on p. 1210 and in 107 A.L.R. beginning on p. 1283; 
L. Martin Co. v. L. Martin & Wilckes Co., 75 N.J. Eq. 39; Westphal v. 
Westphal’s World’s Best Corp., 216 App.Div. 53 affirmed by per curiam, 
243 N.Y. 639; P. J. Tierney Sons v. Tierney Bros., 130 Mise. 428; Hoyt 
Heater Co. v. Hoyt, 68 Cal. App. 2d 523 [35 TMR 180] ; Vick Medicine Co. 
v. Vick Chemical Co., 11 F.2d 33; Champion Spark Plug Co. v. Champion, 
23 F.Supp. 638 [28 TMR 398]; Petition of Swedish Produce Co., supra. 
Referring to the Westphal case, supra, Mr. Nims states in § 72 of his above 
cited work: 
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‘*The vital part of this decision and indeed of any decree restrict- 
ing or forbidding the use of surnames in business names is that they 
do not forbid or limit defendant from use of his name except in con- 
nection with the trade or business in which he has misused it. If this 
ean be understood, much of the hesitation to give relief in surname 
cases that is adequate and practical should cease.’’ 

No good purpose would be served by an attempt to reconcile the cases 


cited by appellant and respondent in support of their respective conten- 
tions. The conclusions in each case are based upon facts and cireum- 
stances peculiar to the case. No inflexible rule can be laid down by which 
all eases are to be governed; each is somewhat a law unto itself, that is, it 
is governed by its own circumstances. Silver Laundry & Towel Co. v. 
Silver, 195 S.W. 529; Flora v. Flora Shirt Co., 141 Okla. 58. 

While it is not our purpose to restate all of the unusual facts and 
circumstances in this case, it is to be remembered that when appellant pur- 
ported to open his own upholstery business his experience in that business 
was limited to about a year and a half, ‘‘off and on,’’ whereas five years’ 
experience is normally required to attain proficiency therein. He left his 
employment in the logging industry to open that business in a fraudulent 
conspiracy with his father to violate a restrictive covenant of which he had 
full knowledge. The business was coriducted on premises owned by his 
father, and appellant paid no rent. All of the tools, supplies, and materials 
were owned or paid for by his father, who also paid for the advertising, 
solicited business, prepared estimates, and worked in the shop every day. 
Appellant’s past conduct does not indicate that he has a legitimate desire 
or even the ability to carry on such a skilled trade in his own behalf. 

Under such circumstances, we are not impressed with the contention 
that appellant should not be deprived of his right to practice ‘‘his trade’’ 
in the Kelso area under his own name, Ray LaSene. It was under this 
name that he and his father opened and operated the business from early 
April, 1953, until closed by the injunction of October 2, 1953. The opera- 
tion of that business was, the trial court concluded, a deceit and a sham 
and part of a fraudulent conspiracy to appropriate the good will which 
Ray LaSene knew had been sold to respondent. He having permitted the 
use of his name fraudulently and dishonestly, to allow him to continue 
business under that name would be to allow him to retain the good will 
acquired through an operation tainted with fraud and deceit. Effective 
relief under the circumstances here existing requires that he be absolutely 
forbidden to use the name on which he sought to capitalize, within the area 
and for the time indicated. If the consequence is that he is denied the 
rights which an honest competitor with the same surname might possess, 
he has, as the trial court said, ‘‘only himself to blame.”’ 

We have held that the appellant may engage in the upholstery business 
within a five-mile radius of 1012 North Second Avenue, Kelso, but not on 
the premises at that address (and that this right is further restricted as 
indicated in the following paragraphs) ; that he may not use the name 
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LaSene in connection with any upholstery business in any manner pro- 
hibited by the injunction issued by the trial court; and that he may not be 
assisted, directly or indirectly, by his father. 

Appellant indicates in his brief that he now maintains ‘‘his’’ upholstery 
business at Carrols, Washington, and intends to relocate it in Kelso as soon 
as he is permitted to do so. If this be the business conducted at 1012 North 
Second Avenue by the LaSenes immediately prior to the injunction, appel- 
lant overlooks the provision of that injunction prohibiting him from 


‘“‘* * * carrying on * * * that certain upholstery business now 
located at 1012 N. 2nd Ave., Kelso, Washington, and being operated 
under the name and style of RAY LASENE’S UPHOLSTERY.”’ 


Appellant may not conduct this business in Kelso under a different 
name since the entire asets of the business were found by the trial court to 
be owned by his father. Nor may he and his father, short of an actual 
bona fide cash sale, contrive any scheme for the transfer of the business and 
its assets to appellant, or for the furnishing of other financial assistance to 
appellant by his father. Operations under the guise of assistance to rela- 
tives may not be utilized to violate contracts such as the one between 
respondent and Andrew LaSene. Merager v. Turnbull, supra. 

Appellant also urges that the language of the injunction is sufficiently 
broad to prevent him from engaging in the furniture business under his 
own name within the area indicated. We do not believe that the trial court 
intended any such injunction and there is no reason for it except the fact 
that the furniture and upholstery businesses are frequently closely associ- 
ated. When the judgment is modified as hereinbefore indicated, any lan- 
guage which might be construed as enjoining the appellant from using his 
own name in conducting a furniture business or any business other than the 
upholstery business and the necessary incidents thereto, should be elimi- 
nated. Needless to say, any attempt to carry on an upholstery business 
under the guise of or as incident to a furniture business would be a viola- 
tion of the injunction. 

The injunction will therefore be modified in the particulars herein- 
before indicated, and in all other respects the judgment and decree of the 
superior court is affirmed. Both parties having prevailed on certain phases 
of this appeal, each party will bear his own costs in this court. 

Gravy, Chief Justice, ScCHWELLENBACH, DONWoRTH, and WEAVER, 
Justices, concur. 


Di QUINZIO v. GITTELMAN 
N.Y. Sup. Ct., Westchester Co. — April 22, 1954 


UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Where plaintiff purchased at considerable cost the good will of a beer and 
carbonated beverage distributing business conducted under name PORT CHESTER BEER 
DISTRIBUTORS and subsequently defendant commenced selling non-alcoholic bever- 
ages under trade name of PORT CHESTER BEVERAGE COMPANY the motion for tem- 
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porary injunction will be granted in view of the strong likelihood of confusion 

and deception due to the similarity of names and types of businesses involved. 

Action for unfair competition by Di Quinzio v. Gittelman. Plaintiff 
moves for temporary injunction. Motion granted. 

Yellin, Levy and Reinstein, of New York, N. Y. for plaintiff. 
Louis Wiener, of Port Chester, New York for defendant. 
EaGeEr, Justice. 

This is a motion for a temporary injunction in an action to enjoin the 
use by defendants for trade and business purposes of a name alleged to be 
so similar to the trade name long used by plaintiff as to cause confusion 
or deception. The plaintiff, in 1951, purchased at considerable cost the 
good will of a beer and carbonated beverage distributing business con- 
ducted under the assumed business name of PORT CHESTER BEER DISTRIBU- 
TORS and, since such purchase, he has advertised, further developed and 
earried on the business under such name. Recently, the defendants have 
commenced a business of selling and distributing non-alcoholic beverages 
and beer under the assumed trade name of PORT CHESTER BEVERAGE COM- 
PANY. The defendants claim that the plaintiff is principally engaged in the 
wholesale and retail distribution of beer and that they are engaged in a 
retail home delivery service. The parties are, however, engaged in business 
in the same village and there is no question but that they are principally 
engaged in a similar business and do and will compete with each other. 
The court is of the opinion that there is such similarity in the names as to 
result in a likelihood of considerable confusion and deception. There 
appears to have been no good reason for the defendants’ taking a name so 
similar to that used by plaintiff. Bearing in mind that the defendants 
have comparatively recently embarked on their business venture, and that, 
*‘generally, a wrong prevented results in better justice than an attempted 
cure’’ (see Julius Restaurant, Inc. v. Lombardi, 282 N.Y. 126, 129 [30 
TMR 187]), the motion will be granted. Undertaking to be filed in the 
amount of $5,000. The order shall provide for reasonable opportunity to 
defendants to secure approval of State A. B. C. Board to change of name. 
Submit order on notice. 


KELLER PRODUCTS, INC. v. RUBBER LININGS CORPORATION 


No. 11067 — C.A. 7 — May 12, 1954 


TRADE-MaRK ACT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Where plaintiff manufactures and sells a cove sealing strip for bathtubs under 
the name TUB-KOVE registered on the Supplemental Register and packaged in a 
carton with a particular design and defendant subsequently sells a similar product 
under the name TUB COVE in a carton incorporating many features of plaintiff’s 
carton including identical paragraphs of the instructions with a similar pictorial 
representation of a cross section view of cove installed which does not accurately 
portray cove made by defendant, the defendant will be enjoined from its trademark 
infringement and unfair competition. 


TRADE-MaRK AcT or 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
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Term TUB-KOVE is descriptive as applied to sealing strips and is not rendered 
valid by misspelling of word cove. 
TRADE-MarRK AcT oF 1946—CoNSTRUCTION—SECTION 23 
Under Section 23 a descriptive term may be registered on the Supplemental 
Register. 
TRADE-MaRK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


Where mark has acquired secondary meaning it will be protected irrespective 
of original weakness and finding of such secondary meaning by trial court was not 
clearly erroneous. 


UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 


Court properly held design mark valid and fact that portions of wording 
on package intruded into design does not destroy its validity and where defendant 
uses a similar design he has the burden of explaining such use. 


UNFAIR COMPETITION—EVIDENCE 


Proof of loss of sales not necessary since test under the statute is likelihood 
of confusion. 


EFFECT OF REGISTRATION—DISCLAIMER 


Where plaintiff filed disclaimer in connection with design mark it would nor- 
mally prevent objection to use by another of a true cross section of its sealing 
strip but not where cross section is copy of plaintiff’s design and cross section. 


Unrarrk COMPETITION—BASIS OF RELIEF—IN GENERAL 
Issue of unfair competition determined by the law of each state. 
REMEDIES—SCOPE OF RELIEF—DAMAGES 


Trial court has discretion to award punitive damages in cases of willful and 
wanton infringement but since record does not show such intent award of punitive 
damages will be stricken but $1,500 attorneys fees are permitted as compensatory 
damages. 


Appeal from District Court for Northern District of Lllinois. 

Action by Keller Products, Inc. v. Rubber Linings Corporation for 
trademark infringement and unfair competition. Defendant appeals from 
judgment for plaintiff. Modified. 

Clarence E. Threedy and Ben Copple, of Chicago, Illinois for appellant. 

Lloyd C. Root, of Chicago, Illinois and Oscar C. Limbach, of Cleveland, 
Ohio for appellee. 

Before Durry, LINDLEY and SCHNACKENBERG, Circuit Judges. 

Durry, Circuit Judge. 

This is an action for trade mark infringement and unfair competition. 
The trial court found the issues favorable to plaintiff, entered judgment 
accordingly, and awarded to plaintiff $1,500 as punitive damages, plus 
$1,500 attorney fees. 

Plaintiff charged defendant with infringment of its trade mark TuB- 
KOVE, registered on the Supplemental Register in the U. 8. Patent Office, 
bearing Registration No. 529,264, dated August 15, 1950. The complaint 
also charged infringement of a trade mark registered by plaintiff, being a 
design consisting of a circular solid colored background with a contrasting 
angular figure thereon, registered on the Principal Register in the U. S. 
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Patent Office, bearing Registration No. 553,026, dated January 8, 1952. 
Each registration showed that the trade mark was used for flexible sealing 
strips. 

As early as 1948 plaintiff engaged in the manufacture and sale of 
flexible sealing strips made of white, rubber-like material and adapted to 
be cemented at the juncture of intersecting surfaces, particularly where 
wall and bathtub surfaces join. The strips are used to seal the crack or 
space between such surfaces. The strips are sold to the public as part of 
a kit made up of a 15 ft. length of sealing strip, a bottle of cement, a bottle 
of solvent, and a brush applicator. The strips are in a flat, ribbonlike 
form, put up in an elongated roll. The strips have a characteristic feature, 
in that when applied at a right angle to wall and tub, a triangular shaped 
recess opens on the side adjacent to the porcelain of the tub and the wall. 
The cement, by working into and adhering to the recesses of the strip, as 
well as to the bathtub and wall surfaces, causes the strip to remain firmly 
in place in spite of the presence of moisture, steam and soap. 

Plaintiff adopted and used a distinctive package for the marketing of 
its sealing strip. On the front and on each side of its package, TUB-KOVE 
appeared in large white letters. On the front of the package and immedi- 
ately under TUB-KOVE appeared SEALING-STRIP in white letters, while on the 
sides, the words SEALING STRIP appeared in black letters immediately fol- 
lowing TUB-KOVE. Underneath part of the word TUB-KOVE as it appears on 
the front of the package, and immediately adjacent thereto, appeared the 
design, consisting of a black circular background, with a white angular 
figure thereon, which figure was a representation of a cross-section view of 
plaintiff’s sealing strip as applied. On the face of the package an outline 
of two bathtubs also appeared, and the places where the sealing strip should 
be applied was indicated by a heavy white line. 

Prior to the commencement of this suit plaintiff had spent in excess of 
$42,000 in advertising its product, and in addition had received consider- 
able free advertising in trade magazines and papers. Plaintiff’s product 
was well received by the public. Plaintiff sold more than 372,000 of its 
packaged kits, including 75,000 which were sold to the retail trade by Sears, 
Roebuck & Company under its own trade mark HARMONY HOUSE. 

In 1952 defendant started marketing a sealing strip of a material and 
color similar to that used in plaintiff’s strip. It adopted a package of the 
same shape and dimensions as that used by plaintiff. The words TUB CovE 
in large black letters appeared on the front and both sides of defendant’s 
package. The words SEAL sTRIP in smaller black letters appeared either 
immediately thereunder or following the words TuB cove. Defendant also 
used on the front of its package a circular design with a solid dark blue 
background, on which appeared an angular figure which represented a 
cross-section of a sealing strip as applied, with a recess resembling very 
closely that in plaintiff’s strip but not being a truthful representation of 
a cross-section of the strip as manufactured and sold by defendant. On 
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the front of the package an outline of two bathtubs also appeared, and the 
places where the sealing strip should be applied was indicated by a heavy 
black line. Defendant’s package also enclosed a bottle of cement, a bottle 
of solvent and a brush applicator, in addition to a 15 ft. strip of its sealing 
strip, in an elongated roll. 

The colors of plaintiff’s and defendant’s packages were not similar. 
Approximately one-third of the top of plaintiff’s package was reddish 
orange in color, the other portion being black and white in about equal 
amounts. Over one-half of both sides of plaintiff’s package was white, and 
all printing on the sides was in black, except the words TUB-KOVE which 
were in white letters. The predominating color of defendant’s package 
was maize-yellow, the other color being dark blue. A scalloped white line 
extending entirely around the package separated the yellow and blue 
portions. It is apparent that the colors used in the respective packages 
would not be the basis of customer confusion. 

On the rear side of plaintiff’s package, on a black background, ‘‘ Direc- 
tions for Applying Cove Sealing Strip’’ appeared in white letters, the 
instructions being contained in 7 paragraphs. In Paragraph 5 appears, 
‘‘For the best fit in sharp corners, follow the simple mitering steps below.’’ 
Two designs, labeled ‘‘A’’ and ‘‘B,’’ followed. On defendant’s package 
the instructions printed in black on a yellow background are almost iden- 
tical to those on plaintiff’s package. The fifth paragraph provides, ‘‘ For 
the best fit in sharp corners, follow the simple mitering steps below,’’ fol- 
lowed by two designs labeled ‘‘A’’ and ‘‘B,’’ same being very similar to 
those appearing on plaintiff’s package. On either end of plaintiff’s package 
its corporate name and address appear printed in black letters on a white 
background. On defendant’s package its corporate name and address 
likewise appear printed in black letters on a yellow background. 

The district court found that while defendant’s package is not identical 
to that of plaintiff, when viewed in their entirety their similarity, and 
defendant’s use of the dominant features of plaintiff’s package, are imme- 
diately apparent. The court observed, ‘‘Except to the very careful ob- 
server, the plaintiff’s and defendant’s packages resemble each other as 
much as do the ‘‘Gold Dust Twins.’’ The court found neither of plaintiff’s 
marks to be descriptive, but also found that they had acquired a secondary 
meaning. The court further found that there had been confusion as to the 
marks in the past, and that there is a likelihood of confusion in the future. 
The court concluded that the words TUB-KOVE constitute a valid trade mark 
as applied to flexible sealing strips such as those manufactured by plaintiff ; 
also that the angular design against a circular background constituted a 
valid trade mark as applied to the same products. The court concluded 
that plaintiff’s trade mark registrations are valid, and that the marks were 
infringed by defendant, and ordered that the further use thereof by de- 
fendant be enjoined. The trial court also sustained plaintiff’s charge of 
unfair competition. 





AM POLE A EDI POO OT 


Vol. 44 T. M. R. KELLER PROD. v. RUBBER LININGS CORP. 1099 





Defendant urges that the term TUB-KOVE is descriptive and that no 
secondary meaning was proved. Defendant also argues that due to the 
differences in dress and color between plaintiff’s and defendant’s pack- 
ages, there was no reasonable probability of confusion. Defendant also 
points out that on the two ends of its package its corporate name and 
address prominently appear. 

We consider first the alleged invalidity of plaintiff’s trade mark TuB- 
KOVE, Registration No. 529,264. Is it descriptive as applied to sealing 
strips? TUB describes a tub, so we direct our attention to KOVE. 

COVE is a well recognized English word having several meanings, one 
of which is given by Webster’s New International Dictionary, 2d Ed., 
Unabridged, as ‘‘a concave molding’’; also ‘‘a member whose section is a 
concave curve’’; also, as a verb, ‘‘to arch over; to build in a hollow concave 
form.’’ A ‘‘coved ceiling’’ is defined as ‘‘a ceiling the part of which next 
to the wall is constructed in a cove.’’ Century New Dictionary and Ency- 
clopedia gives as a definition, ‘‘ Any kind of a concave molding; the hollow 
of a vault,’’ and a cove ceiling as ‘‘a ceiling formed in a coved or arched 
manner at its junction with the side walls.’’ Witnesses experienced in the 
art explained that there are floor cove strips, wall cove strips, ceiling cove 
strips, ete. In its directions on the back of its package, plaintiff described 
its product as a ‘‘cove sealing strip.’’ 

Plaintiff always used the term TUB-KOVE in connection with its sealing 
strips. The strips, as applied to the tub and wall surfaces, can properly 
be described as a concave molding for a tub, and the words are descriptive 
unless saved by the fact that plaintiff spelled ‘‘cove’’ as Kove. The pro- 
nunciation would be the same. Spelling ‘‘cove’’ as Kove does not make 
the word less descriptive. In Steem-Electric Corp. v. Herzfeld-Phillipson 
Co., 7 Cir., 118 F.2d 122, 126 [31 TMR 85], we said, ‘‘Can plaintiff by 
changing one letter in the word ‘steam’ so as to make it read ‘steem’ make 
it any less descriptive? It is our view that the answer must be in the 
negative.’’ In Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U.S. 
446, 455, the court held the word RUBBEROID being a descriptive word was 
nonetheless descriptive when spelled RUBEROID, and that the latter could 
not be appropriated as a trade mark. 

The Patent Office refused registration of TUB-KOVE on the Principal 
Register; thereafter plaintiff registered the mark on the Supplemental 
Register under § 23 of the Trade Mark Act, 15 U.S.C.A., § 1091. By the 
terms of the statute a mark which is merely descriptive when applied to 
the goods of an applicant may be registered on the Supplemental Register. 
In our view TUB-KOVE is descriptive and is not valid as a technical trade 
mark. 

However, where a mark has acquired a secondary meaning, it will be 
protected irrespective of any original weakness. If a generic term has 
acquired a secondary meaning, latecomers must adopt means to avoid 
publie deception. Jewel Tea Co., Inc. v. Kraus, 7 Cir., 187 F.2d 278, 283 
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[41 TMR 134]. The district court found that the mark TUB-KovE had 
acquired a secondary meaning. The burden was on the plaintiff to estab- 
lish that the primary significance of TUB-KOVE in the minds of the consum- 
ing public is not the product but the producer. Kellogg Co. v. National 
Biscuit Co., 305 U.S. 111, 118 [28 TMR 569]. In other words has the 
trade mark TUB-KOVE come to represent in the minds of the public the 
source or origin of the goods, rather than the goods themselves? 

The proof in this record is rather meager that TUB-KOVE in the minds 
of the consuming public meant the plaintiff and not the plaintiff’s product. 
However, we are required to consider the evidence in the light most favor- 
able to the plaintiff. Doing so, we cannot say that the court’s finding as to 
a secondary meaning of TUB-KOVE was clearly erroneous. 

We think the district court was clearly correct in holding the design 
mark, Registration No. 553,206 valid. This mark is in effect a bull’s-eye 
design, which was used on the top or cover of plaintiff’s package. The fact 
that two letters of TUB-KOVE and two letters of the word SEALING intruded 
somewhat on the black circle of the design does not destroy the validity of 
the mark. The eyes of a purchaser would be drawn to the design so 
prominently displayed on the cover of plaintiff’s package. The defendant 
adopted a very similar design, showing an angular figure on a dark circular 
background. Defendant even copied the cross-sesction view of plaintiff’s 
strip, although the cross-section view of its own product was different. 
The defendant presented no evidence as to how it happened to use a design 
so similar to that used by plaintiff. One who makes use of another’s trade 
mark has the burden of justifying such use and to show his right has been 
exercised with reasonable regard to the rights of the owner of the mark. 
Miles Shoes, Inc. v. R. H. Macy & Co., Inc., 2 Cir., 199 F.2d 602 [42 TMR 
911]. 

Defendant argues that proof is lacking that in purchasing defendant’s 
kit anyone was deceived by defendant’s design into the belief he was 
purchasing plaintiff’s kit. To sustain an action of trade mark infringe- 
ment and unfair competition, ‘‘it is not necessary to show actual cases of 
confusion since the test under the statute, 15 U.S.C.A., § 1114(1), is like- 
lihood of such confusion.’’ Independent Nail & Packing Co., Inc. v. Strong- 
hold Screw Products, Inc., 7 Cir., 205 F.2d 921, 925 [44 TMR 46]. 

Defendant also relies on a disclaimer which plaintiff filed during the 
prosecution of its application for the design trade mark. The disclaimer 
was, ‘‘* * * no claim being made herein to the representation of the goods 
separate and apart from the trade mark as shown * * *.’’ This disclaimer 
was required by the Patent Office because the cross-section of the strip 
which forms the angular design is a representation of plaintiff’s strip in 
its applied form. Plaintiff would not have been in a position to complain 
about defendant’s conduct being unfair if on the face of its package de- 
fendant had displayed ‘a true representation of a cross-section of its own 
strip in some other way than in a bull’s-eye design. However, defendant 
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did not do this. It copied the general appearance of plaintiff’s bull’s-eye 
design and then copied the cross-section of plaintiff’s strip which would, 
quite naturally, result in a likelihood of confusion. 

Whether there is an infringement of a trade mark does not depend upon 
the use of identical words or design, ‘‘but it is sufficient if one adopts a 
trade name or a trade mark so like another in form, spelling, or sound that 
one, with a not very definite or clear recollection as to the real trade mark, 
is likely to become confused or misled.’’ Northam-Warren Corp. v. Uni- 
versal Cosmetic Co., 7 Cir., 18 F.2d 774, 775. See: Independent Nail & 
Packing Co., Inc. v. Stronghold Screw Products, Inc., supra, p. 294 [44 
TMR 46]. 

Defendant also urges that plaintiff is estopped in this action because it 
supplied to Sears, Roebuck & Co. the material which Sears, Robuck pack- 
aged and sold to its customers under its trade mark, HARMONY HOUSE. 
Sears, Roebuck did not use the mark TUB-KOVE nor did it utilize the bull’s- 
eye design. It described the contents of its package as COVE SEALING STRIP. 
But plaintiff does not complain that defendant has entered into competition 
with it in selling a plastic strip which can be cemented at the junction of 
a bathtub and wall. It complains that defendant identified its product as 
TUB COVE in competition with plaintiff’s trade mark TUB-KOvE; that defend- 
ant placed a bull’s-eye containing an angular design on its package resem- 
bling plaintiff’s bull’s-eye trade mark; and that in its bull’s-eye design 
defendant even illustrated the patented cross-section of plaintiff’s strip as 
though defendant’s package contained such a strip. The evidence supports 
the trial court’s finding that defendant was guilty of such conduct, and 
that same constituted both trade mark infringement and unfair competition. 

The issue of unfair competition is of course determined by the law of 
Illinois. We discussed in some detail our interpretation of the Illinois law 
in connection with a trade mark and unfair competition case in Independ- 
ent Nail & Packing Co., Inc. v. Stronghold Screw Products, Inc., supra. 
It would unduly extend this opinion to repeat what we said there. Suffice 
it to say that in our opinion the plaintiff has proved its contention of unfair 
competition. 

Defendant complains of the imposition of $1,500 punitive damages, and 
that it is required to pay $1,500 attorney fees to plaintiff. 

We do not think this is a case where punitive damages should have 
been allowed. Before filing this suit plaintiff did not notify defendant that 
it was infringing its trade marks or that plaintiff charged it with unfair 
competition. Immediately upon the commencement of this suit defendant 
ceased the use of TUB COVE and the use of the bull’s-eye design. The trial 
court stated that any profits defendant had made were very nominal and 
that he doubted if plaintiff’s damages would exceed $500. 

In a case of willful and wanton infringement the trial court has dis- 
cretion to award punitive damages, but such damages should only be 
awarded in extreme cases, Aladdin Mfg. Co. v. Mantle Lamp Co. of Amer- 
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ica, 7 Cir., 116 F.2d 708, 716 [36 TMR 366]; such damages ‘‘are not a 
favorite in law,’’ Ibid., p. 717. See: Post v. Buck’s Stove & Range Co., 
8 Cir., 200 F. 918. Here the validity of the mark TUB-KOVE and whether 
any secondary meaning had attached to that mark were close questions. 
That defendant had used entirely different colors on its package than plain- 
tiff had used was a mitigating consideration. Although plaintiff is entitled 
to an injunction, as determined by the trial court, we think it an abuse of 
discretion to have allowed punitive damages, and the judgment will be 
modified by eliminating the allowance of $1,500 as punitive damages. 

The allowance of $1,500 attorney fees is in a somewhat different cate- 
gory. As pointed out by this court, in the Aladdin case, supra, p. 717, 
‘“Counsel’s fees necessitated by the tort have been said in some instances to 
be recoverable as a part of the compensatory damages and in other cases 
as a part of exemplary damages.’’ In the case at bar the trial court 
assessed only a part of the attorney fees incurred by plaintiff in this action. 
We think the allowance of $1,500 to cover part of plaintiff’s litigation 
expenses was proper as compensatory damages. 

The judgment will be modified by striking therefrom the assessment of 
$1,500 as punitive damages, and as thus modified is affirmed. 


JOHN WALKER & SONS, LIMITED v. TAMPA CIGAR 


COMPANY, INC. 
No. 2009 Civ. T. — D.C., $.D. Florida — September 1, 1954 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATION 


JOHNNIE WALKER for cigars is confusingly similar to same trademark as used 
for whisky; such usage on cigars is likely to create erroneous impression that cigars 
are made by, sponsored by, or connected in some way in trade with manufacturer 
of JOHNNIE WALKER whisky. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOODS 


Whisky and cigars are closely related in distribution and use. 


Civil action for trademark infringement and unfair competition by 
John Walker & Sons, Limited v. Tampa Cigar Company, Inc. Judgment 
for plaintiff. 

Harry B. Terrell and Whitaker, Whitaker & Terrell, of Tampa, Florida 
and Ellis W. Leavenworth and Leslie D. Taggart, of New York, N. Y. 
for plaintiff. 

E. O. Palermo, of Tampa, Florida for defendant. 

Gro. W. WurrTenurst, D. J. 

Having considered the evidence and stipulations of the parties, the 
court makes the following findings of fact and conclusions of law: 


FInpine@s or Fact 


1. Plaintiff is a British eorporation and a citizen and resident of the 
United Kingdom of Great Britain and Northern Ireland with an office and 
place of business at Kilmarnock, Scotland. 
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2. Defendant is a Florida corporation, a citizen of the State of Florida 
and a resident of the Southern District of Florida, Tampa Division, with 
an office and place of business at 2502 Twelfth Street, Tampa 1, Florida. 

3. This is a civil action between a citizen of a foreign state and a 
citizen of one of the states of the United States wherein the matter in con- 
troversy exceeds the sum or value of $3,000.00 exclusive of interest and 
costs, and it is also an action arising under the trademark laws of the 
United States, Act of July 5, 1946, 60 Stat. 427, 15 U.S.C. 1051 et seq. 

4. Plaintiff manufactures Scotch whisky and sells the same in the 
United States and elsewhere under two trademarks consisting respectively 
of the name JOHNNIE WALKER and a picture of Johnnie Walker which are 
owned by plaintiff together with the following registrations thereof in the 
United States Patent Office which have all been republished under the Act 
of July 5, 1946. 


Number Date Date of first use 
78,556 June 21, 1910 1880 
255,416 April 23, 1929 1910 
307,393 October 24, 1933 1910 
320,563 January 1, 1935 1910 
329,524 November 5, 1935 1934 


5. In addition to trademark registrations in the United States, plain- 
tiff is the owner of 637 registrations in 128 foreign countries or jurisdictions 
of trademarks consisting of, or including, the name JOHNNIE WALKER or 
the picture of Johnnie Walker or both the name and picture. 

6. Plaintiff’s business was established in 1820 by an individual named 
John Walker who was succeeded by the firm of John Walker & Sons 
which was in turn succeeded in 1886 by John Walker & Sons, Limited, a 
private company, and in 1923 by the plaintiff, a public company or cor- 
poration of the same name. Plaintiff acquired all of the business, good- 
will and trademarks of its predecessors. 

7. The trademark JOHNNIE WALKER has been used by plaintiff and its 
predecessors continuously since at least 1880 and in the United States con- 
tinuously since 1908 except during the period of national prohibition when 
it was used on whisky imported and sold for medicinal purposes from 
August 1920 to at least November 1925. 

8. The trademark consisting of the picture of Johnnie Walker was 
intended to represent John Walker, the founder of plaintiff’s business, 
dressed in the garb of an early nineteenth century dandy with top hat, 
monocle and walking stick. The picture has been continuously used as a 
trademark in the United States by plaintiff and its predecessors since 1910. 

9. Plaintiff’s Johnnie Walker whisky is and has been of excellent 
quality, well and favorably known to the public in the United States and 
extensively advertised and sold in the United States. From 1908 to 1920 
when national prohibition took effect the advertising and sales in the United 








Pas bce eB 





2 
ee ie 





1104 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


States were substantial, and since the repeal of national prohibition in 
December 1933 over $8,000,000 has been spent in advertising Johnnie 
Walker whisky in the United States and more than 4,600,000 cases of the 
whisky have been sold in the United States. 

10. The advertisements of Johnnie Walker whisky have appeared 
regularly in leading newspapers throughout the country and in Time, 
Newsweek, Colliers, The New Yorker, Fortune, Esquire, Holiday and other 
leading magazines. The whisky has also been extensively advertised by 
use of billboards and point of sale displays. 

11. The number of ‘‘advertising impressions’’ obtained by Johnnie 
Walker whisky advertising 1948 through 1953 (the compilations being 
limited to six years because of the work involved) is conservatively esti- 
mated to have been 1,910,643,675 without including the billboard or point 
of sale advertising. The billboards have been displayed in New York, 
Chicago, St. Louis, Boston, Minneapolis, Kansas City, Los Angeles, San 
Francisco and other large cities, and many of them have been illuminated 
and animated at night, and have shown, when illuminated, the figure of 
Johnnie Walker in the act of walking or striding. 

12. Plaintiff’s trademark JOHNNIE WALKER is and has been for many 
years a famous trademark for whisky. 

13. Plaintiff’s trademark consisting of a picture of Johnnie Walker is 
and has been for many years a famous trademark for whisky. 

14. Defendant manufactures and sells cigars and has succeeded to any 
and all rights of Florida Produce Company of Sandford, Florida, in and to 
the trademark JOHNNIE WALKER for cigars. Florida Produce Company 
used the trademark from 1920 or 1921 to 1923, its suecessor J. M. Menendez 
used it from 1924 to 1946, his successor Peninsular Cigar Company used it 
from 1946 to July 1947, and its successor, the defendant, has been using it 
continuously since July 1947 upon cigars sold in the Southern District of 
Florida and in interstate commerce. The defendant and each of its prede- 
eessors have used the trademark JOHNNIE WALKER without the consent of 
the plaintiff. 

15. From July 1, 1947 to November 28, 1952 defendant sold 489,000 
Johnnie Walker cigars to 59 customers including 7 customers in Florida, 
and spent about $1,000 in advertising Johnnie Walker cigars in trade 
journals and by giving away samples thereof. There is no evidence or 
stipulation as to defendant’s sales or advertising since November 28, 1952. 

16. Defendant sells other brands of cigars and its sales of Johnnie 
Walker cigars constitute only about 5% of its total sales. 

17. Whisky and cigars are closely related in distribution and use. 
Hotels, restaurants and bars supply cigars as well as whisky to their guests 
and customers. People frequently smoke cigars while drinking whisky. 
Pictures of Johnnie Walker smoking a cigar have been used in advertise- 
ments of Johnnie Walker whisky. Ash trays and books of matches with 


Vol. 44 T. M. R. FLAVOR SEAL, ETC. v. WEST BEND, ETC. 1105 





the Johnnie Walker name and picture on them have been used to advertise 
Johnnie Walker whisky. 

18. Defendant’s use of plaintiff’s trademark JOHNNIE WALKER on 
cigars is likely to cause confusion or mistake or to deceive purchasers as to 
the source or sponsorship of the cigars, and is likely to create the erroneous 
impression that defendant’s Johnnie Walker cigars are made by, sponsored 
by, or connected in some way in trade with the manufacturer of Johnnie 
Walker whisky. 

19. Defendant and its predecessors have used the trademark JOHNNIE 
WALKER with full knowledge of its fame and reputation and with the 
intention of taking advantage thereof. 

20. In conjunction with the trademark JOHNNIE WALKER defendant 
uses on cigars a colorable imitation of plaintiff’s trademark consisting of 
a picture of Johnnie Walker and this increases the likelihood of confusion 
as to the source or sponsorship of the cigars. 

21. Defendant has used the colorable imitation of plaintiff’s trade- 
mark consisting of a picture of Johnnie Walker with full knowledge of its 
fame and reputation and with the intention of taking advantage thereof. 

ConcLusions oF LAw 

1. This is a civil action for trademark infringement and unfair 
competition. 

2. This court has jurisdiction of the parties and the action. 

3. The name JOHNNIE WALKER is a valid trademark for whisky and 
plaintiff is the owner thereof. 

4. Plaintiff is the owner of numerous registrations in the United States 
Patent Office of the trademark JOHNNIE WALKER and trademarks which 
include the name JOHNNIE WALKER, and each of such registrations is valid 
and in full force and effect. 

5. Defendant has infringed plaintiff’s trademark JOHNNIE WALKER 
and unfairly competed with the plaintiff by using the name JOHNNIE 
WALKER as a trademark for cigars and in connection with the sale of cigars. 

6. Plaintiff is entitled to a decree directing that the defendant be 
permanently enjoined from using the name JOHNNIE WALKER or any color- 
able imitation thereof as a trademark for cigars or in any manner in con- 
nection with the sale of cigars. 

7. Plaintiff is not entitled to judgment for profits or damages in view 
of a statement in plaintiff’s brief that ‘‘as defendant’s sales to date are not 
sufficient to warrant the expense of an accounting, plaintiff waives any and 
all right thereto.’’ 





FLAVOR SEAL CORPORATION (assignee, substituted for 
FLAVOR-SEAL COOK-WARE INC.) v. WEST BEND ALUMINUM CO. 


No. 29572 — Commissioner of Patents — May 20, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Applicant seeks to register the term FLAVO-SEAL for aluminum cooking and 
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hollow ware alleging use since 1938 and opposition is based on use of trademark 

FLAVOR SEAL for cooking utensils and pending application sets forth use since 

May 1947. Opposer’s goods are so constructed as to permit very little liquid in 
cooking and vapors form seal thereby retaining flavor and nutrients and are sold 
by salesmen through home demonstrations. 

Applicant did not use term FLAVO-SEAL on goods until March 1948 but did 
use the term on folders and recipe booklets packed with goods in connection 
with use of goods as premiums by utility companies and jewelry stores and on 
route cards used by coffee and tea route salesmen, together with some use of term 
in advertising. 

TRADE-MaRK AcT oF 1946—CoONSTRUCTION—SECTION 45 












Use of trademark on package inserts does not constitute trademark use under 
section 45. 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 








Use by applicant of mark in advertising while not valid trademark use would 
be sufficient basis for opposing application by opposer, so since opposer could not 
successfully assert claim of ownership if he were the opposed applicant neither 
can he be considered the owner as opposer. 
TRADE-MaRK AcT oF 1946—CoNSTRUCTION—SECTION 2(f) 
Terms FLAVOR SEAL and FLAVO-SEAL are both descriptive of the goods and 
opposer is not entitled to 2(f) registration in view of use by applicant of term : 
FLAVO-SEAL in uses analogous to trademark use and inability of opposer to show f 
that the term had become distinctive of opposer’s goods alone. Where two par- 
f ties have simultaneously made substantial use of a descriptive mark applicant is 
} not entitled to registration. 













Opposition proceeding by Flavor Seal Corporation (assignee, substi- 
tuted for Flavor-Seal Cookware, Inc.) v. West Bend Aluminum Co., appli- 
t eation Serial No. 570,454 filed December 13, 1948. Opposer appeals from 

decision of Examiner of Interferences dismissing opposition. Reversed. 
4 B. Gordon Allen, of Chicago, Illinois for opposer-appellant. 
7 John W. Michael, of Milwaukee, Wisconsin for applicant-appellee. 
; Feperico, Examiner in Chief 
. This is an appeal by the opposer from the decision of the Examiner of 
hy Interferences dismissing its opposition to the registration of a mark. 
Hy The application involved seeks to register the term FLAVO-SEAL as a 
¢ trade mark for ‘‘aluminum cooking and table hollow ware, namely, pots, 
pans, skillets and Dutch ovens.’’ The application was filed December 13, 
1948. Use since March 18, 1940 is alleged, but an amendment has been 
presented seeking to change this date to November 18, 1938. 

The opposition is predicated upon the assertions that opposer is using 
the trade mark FLAVOR SEAL for cooking utensils for household use, namely, 
saucepans, skillets, frying pans, coffee makers, roasting pans, double 
boilers; that opposer is the sole and exclusive licensee of the owner of the 
mark, and the owner and licensor (opposer’s parent company) has filed 
: application to register it, Serial No. 527,827, filed July 5, 1947; that op- 
poser has sold more than a million dollars worth of goods bearing ‘‘its 
unique trade mark’’ and has spent many thousands of dollars in advertis- 
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ing its mark with the result that the trade mark has become well established 
and well known to the public; that applicant did not apply its mark to the 
goods until after opposer entered the field; and that applicant’s mark so 
resembles opposer’s as to be likely when applied to the goods of the appli- 
cant to cause confusion or mistake, or the deception of purchasers. 

No question has been raised concerning the similarity of the marks and 
they are treated as practically identical. 

Opposer’s case is essentially that it owns the trade mark (the distinc- 
tion between opposer and its parent company is ignored as being here 
immaterial) and therefore registration to the applicant must be refused. 

The Examiner of Interferences held that applicant had established 
trade mark use prior to opposer’s earliest date and dismissed the opposition. 
The main question involved is whether applicant’s use of the mark prior to 
opposer’s first date of use constitutes trade mark use. 

Opposer sells cooking vessels of the type used in what is known as 
waterless cooking, on which the mark FLAVOR SEAL is used. Its testimony 
established that this business began in May 1947, and the tabulation of 
sales from that date through July 1951 shows total sales amounting to 
slightly over $1,800,000. Opposer’s cooking vessels are made of stainless 
steel and are constructed with a lip and a groove around the rim, the edge 
of the cover fits into the groove and during cooking vapors condense in the 
groove and form a seal preventing the escape of anything from the inside 
the vessel. Very little water is used in this cooking and it is advocated as 
beneficial in that all of the ingredients of the food being cooked are retained. 
Opposer’s president testified that its cooking utensils are specially designed 
to permit ‘‘the forming of a vapor seal and the retention of vitamins and 
minerals in the food’’; counsel asked, ‘‘can you show us how those flavors 
are retained?’’ and the witness replied that there is a large smooth groove 
around the vessel and a snug fitting cover which fits in the groove ‘‘ which 
permits and enables the user to cook with a very small amount of water so 
as to create a vapor or water seal; thereby permitting the retention of 
natural health giving nutrients.’’ Another witness, a distributor, stated in 
reference to the construction of the cook ware, ‘‘We have a flavor-seal 
cover to seal flavors in.’’ An advertising folder used since the inception 
of the company has the title ‘‘Seal in the full flavor’’ below which appears 
‘‘with Flavor Seal Waterless Cookware,’’ which expressions also appear in 
the headings of the newspaper advertisements introduced. The text of the 
advertising folder referred to prominently displays the following: 


‘*Here’s how the flavor, vitamins and minerals are ‘Sealed In’ 

‘*A scientifically designed groove with precision rolled edges com- 
bines with the snug-fitting cover to form a water seal which traps all 
the vapors from the natural moisture of food—in this manner, all the 
flavor, vitamins and minerals of food are fully sealed in. This method 
also preserves the natural appetizing colors of food, and prevents any 
eooking odors from escaping.’’ 
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This also appears in some of the newspaper advertisements.* 

Opposer’s products are not sold through ordinary retail outlets but 
are sold in sets by salesmen through home demonstrations which include 
furnishing free dinners to a hostess and invited guests. 

The applicant in this case began selling aluminum cooking vessels for 
waterless cooking bearing the notation ‘‘De-Luxe Aluminum Ware’’ dis- 
played in a four-sided shield and the phrase, ‘‘A product of West Bend 
Aluminum Co., West Bend, Wis., U.S.A.,’’ beginning sometime prior to 
1938 and continuing until March of 1948. The notation quoted was im- 
pressed in the metal on the bottom of the pans as well as stamped on the 
packages containing the same. Beginning with March 1948, the mark 
FLAVO-SEAL was applied to the vessels and to the packages in which they 
were packed. Prior to this time, beginning late in 1938, the mark FLavo- 
SEAL was used by the applicant in a different manner and the question 
arises whether this manner can be considered proper trade mark use. 
Applicant’s sales are made to credit jewelry and furniture stores, utility 
and appliance companies, and coffee and tea companies. In the first case 
the stores sell the goods to the public on an installment basis; there is no 
evidence concerning the details of sales by such sources prior to the op- 
poser’s first use. The utility companies used applicant’s products as pre- 
miums in the sale of gas appliances. The tea and coffee companies con- 
cerned are those which sell through home delivery systems (referred to by 
a witness as ‘‘ wagon route house-to-house tea and coffee operators’’). The 
cooking vessels are used either as premiums in connection with the sale of 
tea and coffee, or sold by tea and coffee salesmen to their customers. 

As has been stated, DELUXE ALUMINUM WARE and applicant’s name 
were placed on the product and on the packages. Applicant states that it 
was advised that DE LUXE could not be registered as a trade mark and 
that others could not be prevented from using this common expression of 
quality, and determined to adopt a different mark. Late in 1938 the mark 
FLAVO-SEAL was selected and was thereafter used in several ways except on 
the goods and on the packages. Applicant has submitted a variety of 
printed material which was used prior to May 1947. Beginning in 1938, 
various leaflets were packed with items of cookware except the skillet, and 
a recipe book was packed with each skillet. This material uses the mark 
FLAVO-SEAL in a manner to be described. 

Applicant states that at first the utensils were individually packed and 
a descriptive leaflet was inserted in each package except in the case of the 

1. Opposer’s application (that is the application of opposer’s parent company) 
was rejected by the examiner on the ground that the mark was descriptive. This 
rejection was repeated several times and made final. The applicant then amended 
the application to state that registration was sought in accordance with section 2(f) 
of the Trade Mark Act and to add the statement that the mark is claimed to have 
become distinctive of the applicant’s goods, and a number of affidavits were submitted 
for the purpose of showing that the mark had become distinctive of the applicant’s 
goods. The examiner thereupon dropped the rejection on the ground of descriptiveness 


and, after several actions relating to formal matters, suspended further action by the 
Office pending the outcome of the present opposition proceeding. 
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skillet, in connection with which a recipe booklet was used; in 1946 the 
utensils were packed in sets, the insertion of the descriptive leaflets was 
discontinued and the recipe booklet only continued in the package. Four 
of the leaflets have been placed in evidence, these are all small two or four- 
page circulars. No. J723, used from December 1938 to December 1940, has 
COOKERY WITH FLAVO-SEAL DELUXE APPLIANCES on the front cover and 
FLAVO-SEAL appears several places in the text. No. J523, used from May 
1940 to December 1941 and also in 1946 has ‘‘The Story of DeLuxe Flavo- 
Seal Aluminum Ware’’ on the cover and FLAVO-SEAL appears twice in the 
text, but the illustration of the utensils has the four-sided shield with only 
‘‘deLuxe Aluminum Ware.’’ No. J735, used from January 1939 to June 
1940, is only one sheet with the mark appearing only in the heading 
FLAVO-SEAL COOKERY, and the above mentioned shield on the illustration of 
a number of utensils. The other insert, used from January to June 1940, 
uses FLAVO-SEAL in referring to various utensils. The series of nine recipe 
books submitted, used from November 1938 on, all show FLAVO-SEAL used 
with varying degrees of prominence but the last five are too late in date. 
The earliest one, which discloses the use of FLAVO-SEAL, was used from 
November 1938 to March 1941 (J709). The next in series (J814, 1041, 
1062), used consecutively from October 1939 to July 1949, have DELUXE 
ALUMINUM WARE on the cover. In the first of these FLAVO-SEAL appears 
only once in a heading and as quoted below in connection with describing 
the cover seal; the others of this group are similar but have the DE LUXE 
shield on every second page and on the back cover. The recipe books and 
some of the leaflets show a cross section of the part where the cover fits 
on the body of the utensil with the text ‘‘Flavo-Seal Cover. Positive 
Flavo-Seal Cover—new design forms metal to metal contact which seals in 
flavor * * * Close fitting * * * a perfect seal * * *’’ 

Most of the above exhibits were prepared specially for the goods sup- 
plied to public utilities which used the utensils in promoting the sales of 
gas or electric ranges. Such companies would have displays in their show- 
rooms and a large sheet, called a banner, used in such displays has been 
introduced in evidence. This shows pictures of the ware and the mark. 

In connection with sales by tea and coffee route salesmen applicant has 
introduced so-called route cards used by them, as displays associated with 
the goods. These are cardboard folders with illustrations of the utensils 
and descriptive matter which the salesman would have displayed in the 
basket which he carried into a house, with the coffee, etc., and presumably 
one of the utensils. The earliest of these introduced (No. J1041) is a 
folding card with the heading THE NEW DELUXE FLAVO-SEAL COOKERY 
and advertising matter including the picture and description of the FLAvo- 
SEAL COVER on the front; however, the ware is referred to throughout only 
aS DELUXE and the shield previously mentioned also appears in con- 
nection with illustrations of the goods. The other card, which is different, 
was not printed until 1948. 
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In addition to the material mentioned applicant has introduced copies 
of advertising circulars, salesmen’s handbooks, a catalogue, ete., showing 
FLAVO-SEAL used in connection with the ware, for the period prior to the 
middle of 1947. Dated later, or attributed to a later date, are newspaper 
and magazine advertisements, displays associated with the goods and other 
material. And, as has been stated, the mark was placed on the goods and 
on the packages in March 1948. 

The volume of business done by applicant in utensils in connection 
with which FLAVO-SEAL was used was over $300,000 in 1939, over $440,000 
in 1940 and over $250,000 in 1941. Manufacturing ceased in 1941 owing 
to the unavailability of aluminum and was not resumed until late in 1945 
but there was a small volume of sales from stock on hand during the 
intervening years. In 1945 the sales exceeded $170,000 and in 1946 they 
exceeded $1,500,000. The average sales from 1946 to 1950 inclusive ex- 
eeeded $1,000,000 annually. During the comparable period applicant’s 
sales were about twice those of opposer’s in dollar volume, but since 
applicant’s goods are much lower priced than opposer’s applicant’s unit 
sales were much greater. 

The examiner held that the advertisements, etc., did not constitute 
trade mark use but held that the package literature and the displays asso- 
ciated with the sale of the goods did so, and dismissed the opposition. 

I am inclined to take a more critical view of the material submitted 
than did the examiner. The only displays associated with the goods which 
ean be considered for this purpose from the standpoint of dates are the 
banner and the first route card. The use of the banner, which in any 
event was used to promote the sale of ranges and not applicant’s goods, 
was discontinued in 1942 and, as far as the evidence shows, was not re- 
sumed. And the first route card is not considered to sufficiently identify 
the mark as a trade mark for the goods. The inserts in the packages are 
not ‘‘displays’’ since they were sealed in the cartons. I doubt very much 
that the use of a mark on package inserts can be considered trade mark 
use under the Trade Mark Act of 1946 which provides in section 45: 


‘‘For the purpose of this Act a mark shall be deemed to be used 
in commerce on goods when it is placed in any manner on the goods 
or their containers or the displays associated therewith or on the tags 
or labels affixed thereto and the goods are sold or transported in 
commerce * * *’’ 

The now repealed prior Trade Mark Act of 1905, it should be noted, 


appears to have specifically provided that a trade mark was considered 
affixed to the goods if it was placed in any manner in the containers for 
the goods, (the complete provision read, ‘‘a trade mark shall be deemed 
to be ‘affixed’ to an article when it is placed in any manner in or upon 
either the article itself or the receptacle or package or upon the envelope 
or other thing in, by, or with which the goods are packed or enclosed 
or otherwise prepared for sale or distribution.’’), which provision was 
omitted from the new Act. The prior Act was applied in Ez parte Cam- 





Vol. 44 T. M. R. FLAVOR SEAL, ETC. v. WEST BEND, ETC. 1111 


pana Corp., 51 USPQ 326 (37 TMR 33), and Brooks Brothers v. B. Ben- 
nett Co., Inc., 79 USPQ 188 (38 TMR 1131). Im the latter case the 
package inserts were not considered to involve trade mark use in view of 
their nature. Some of the inserts involved here would not appear to 
identify the mark as a trade mark for the particular goods, notably the 
recipe books which have been discussed. 

However, there is another aspect to this case which can be presented 
by supposing that the roles of the parties were reversed, that the applicant 
was opposing the application of the opposer. Applicant’s use of the mark 
in its advertising and in the various other ways it was used would be 
considered sufficient basis to successfully oppose registration to the opposer ; 
see The Atlas Underwear Co. v. B.V.D. Co., 48 App. D. C. 425, 1919 C.D. 
190 (9 TMR 222), (‘‘The record discloses that the opposer was using the 
mark under consideration in connection with its business prior to the 
applicant’s coming into the field. It thereby acquired a right to its use, 
although not necessarily an exclusive one. If registration is granted to 
the applicant’s mark, that right would be sequestered and the applicant 
given a monopoly of the mark. This would likely result in damage to the 
opposer; hence, the latter has a right to resist the registration.’’); John 
Wood Mfg. Co. v. Servel, Inc., 22 C.C.P.A. 1370, 25 USPQ 488 (25 TMR 
407) ; Lever Bros. Co. v. Nobio Products, Inc., 26 C.C.P.A. 1283, 41 USPQ 
677 (29 TMR 336); B. R. Baker Co. v. Lebow Brothers, 60 USPQ 254 
(34 TMR 156); Duramold Aircraft Corp. v. Timm Aircraft Corp., 62 
USPQ 387 (34 TMR 343); Motorola Inc. v. Siegel, 88 USPQ 436, 437 
(41 TMR 368), (‘‘The opposer, however, did not actually affix the words 
to its goods until 1948, a date subsequent to the claimed use by the appli- 
cant of its mark. It is not necessary, however, for the opposer to establish 
strict trade mark use prior to the applicant’s date for it to prevail in an 
opposition, it may be sufficient if prior use analogous to trade mark use 
is established. The Commissioner stated in B. R. Baker Company v. Lebow 
Brothers, 559 O.G. 714, 60 USPQ 254, 255 (34 TMR 156), that the prior use 
of the mark by an opposer in advertising goods ‘may enable the user to 
prevent registration to another of the same mark or a mark confusingly sim- 
ilar thereto.’ In Lever Bros. Co. v. Nobio Products, Inc., 26 C.C.P.A. 1253, 
103 F.2d 917 (41 USPQ 677) (29 TMR 336), it was held that although 
opposer had never used B.0. as a trade mark or otherwise on its goods, it 
had so extensively advertised its LIFEBUOY soap as preventive of B.o. that 
its soap had become identified in the mind of the purchasing public by the 
term B.o. and, therefore, it was a use analogous to trade mark use and 
opposer was entitled to prevail in its opposition to registration of the 
mark Nosio. It is clear from the record in this case that opposer’s use of 
the words HANDIE TALKIE has been so extensive and of such character 
that it may be considered so analogous to a trade mark use that the 
registration by the applicant of the substantially identical phrase for 
similar goods may properly be opposed.’’) ; Noma Electric Corp. v. On-A- 
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Lite Corp., 92 USPQ 283 (42 TMR 333); Fourco Glass Co. v. Libbey- 
Owens-Ford Co., 97 USPQ 181 (43 TMR 756). 

Since opposer could not be successful in maintaining a claim of owner- 
ship of the mark under the circumstances if he were the opposed applicant, 
neither can he be considered the owner of the trade mark in the present 
position as opposer. 

Furthermore, opposer cannot be considered the owner of the trade 
mark in this proceeding for another reason, and this is the descriptive 
. nature of the mark. Quotations from opposer’s testimony and exhibits 
have been given which show the descriptiveness of the mark when used 
in connection with the particular goods. Opposer could not obtain a 
registration of the mark except under the provisions of section 2(f) of the 
Trade Mark Act which provides for registering descriptive marks on proof 
that they have become distinctive of the applicant’s goods. The use shown 
by the applicant here, not only the use analogous to trade mark use before 
opposer began its use, but the continuation of the use and the extensive- 
ness of the use from then on, would prevent the Office from making a 
determination that the mark had become distinctive of opposer’s goods 
alone. 

Opposer, for the reasons given above, cannot prevail on the basis of 
its claim of ownership of the mark or any superior right in the mark. 

As the mark is considered descriptive in connection with the opposer 
it follows that it should also be considered descriptive as far as the appli- 
cant is concerned. And as applicant’s use of the mark prevents the mark 
from being considered distinctive of the opposer’s goods, so opposer’s 
substantial use of the mark prevents it from being considered distinctive 
of applicant’s goods. The opposition is hence sustained but not on the 
basis of any ownership or superior right in the opposer. Where, as here, 
two parties have simultaneously made substantial use of a mark which can 
be characterized as descriptive, the applicant cannot be considered by the 
Patent Office as entitled to registration. 

The decision of the Examiner of Interferences dismissing the oppo- 
sition is reversed. 


PRINCESS PAT, iTD. v. TURSI 
No. 31675 — Commissioner of Patents — May 20, 1954 


TRADE-MaRK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Applicant seeks to register the word pat for a beard softener and is opposed 
by owner of composite mark registration PRINCESS PAT for toilet waters, powders 
and lotions but since applicant’s goods are designated solely as a beard softening 
agent and opposer’s goods are primarily intended for women, the essential char- 
acteristics of the products are sufficiently different to make likelihood of confusion 
unlikely. 


Opposition proceeding by Princess Pat, Ltd. v. Joseph Tursi, applica- 
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tion Serial No. 612,379 filed April 7, 1951. Opposer appeals from decision 
of Examiner of Interferences dismissing opposition. Affirmed. 

McKnight & Comstock, of Chicago, Illinois for opposer-appellant. 

Parker Cook, of Atlantic City, New Jersey for applicant-appellee. 
Feperico, Examiner in Chief. 

This is an appeal by the opposer from the decision of the Examiner 
of Interferences dismissing its opposition to the registration of a mark 
by another. 

The application involved seeks to register the word PAT as a trade 
mark for a ‘‘beard softening agent.’’ The application was filed April 7, 
1951 and use since January 22, 1951 is alleged. 

The opposition is based solely upon a prior registration of the 
opposer, No. 146,236, issued September 6, 1921, and renewed. The regis- 
tration shows a composite mark comprising the words PRINCESS PAT sur- 
mounted by a crown and a small medallion bearing a profile of a woman’s 
head, and recites the following goods; ‘‘perfumes, toilet waters, face- 
powders, taleum powder, face-creams, lip-sticks, eyebrow pencils, hair- 
tonics, scalp-ointments, shampoos, eyebrow-growers, liquid face-powders, 
nail polishes, cuticle-remover, nail-bleaches, cuticle-salves, hand-lotions, 
deodorizers, depilatories, and bath-salts.’’ 

The examiner dismissed the opposition on the ground that there would 
not be any likelihood of confusion in view of the differences between the 
marks and the goods. 

Neither party took any testimony and the question must be deter- 
mined from the registration and the application. Both parties in their 
briefs improperly argue as facts things which have not been proven. For 
example, opposer states that ‘‘Opposer’s toilet water, which is just another 
name for after shave lotion, is used by men after shaving. Opposer’s hair 
tonics, scalp ointments, and shampoos are used by men in their homes and 
in barber shops where applicant’s shaving cream is used. Both men and 
women use opposer’s deodorizers.’’ There is no evidence in the record 
that men use opposer’s toilet water; all that opposer could properly argue 
in this connection is that men use after shave lotion and hence might use 
opposer’s toilet water, and similarly with the other statements. Applicant 
argues that its product is a liquid and not a cream but there is no evi- 
dence on this point, nor, in another connection, are the specimens accom- 
panying the application evidence on behalf of the applicant. 

While it may be taken as a matter of common knowledge that goods 
of the same character as those, involved are sold at the same counter in 
drug stores, and that men might use some of the types of products listed 
in opposer’s registration and that women might use shaving creams, with- 
out evidence it does not follow that men actually use or might ordinarily 
use any of opposer’s products with the peculiarly feminine name, or that 
women actually use or might use applicant’s product which is presented 
in the application solely as a ‘‘beard softening agent.’’ As indicated by 
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the examiner the essential characteristics of the products of the parties 
are different in that applicant’s product is intended for men exclusively 
whereas opposer’s products are primarily intended for purchase and use 
by women. 

As to the marks, opposer’s mark is distinctly feminine, and applicant’s 
mark, although it consists of part of opposer’s mark, would not be apt to 
be mistaken for it. Considering both the differences in the marks and in 
the goods, I agree with the examiner that there would not be any likelihood 
of confusion. 

The decision of the Examiner of Interferences is affirmed. 


SQUIRREL BRAND COMPANY v. BARNARD NUT CO., INC. 
No. 32184 — Commissioner of Patents — May 21, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—TERRITORIAL LIMITATION 


Where petition seeks exercise of supervisory authority by Commissioner in op- 
position suspended by Examiner, pending final determination of civil action be- 
tween parties, the Court in the civil action will necessarily determine the pre- 
liminary question of the right to use, which is a prerequisite to registration, and 
therefore the suspension of the opposition was proper. 


REGISTRATION PROCEDURE—PLEADING AND PRACTICE 
Suspension of proceedings is matter solely within discretion of Patent Office 
and burden is on applicant to show abuse of discretion by the Examiner. 

Opposition proceeding by Squirrel Brand Company v. Barnard Nut 
Co., Inc. Opposer petitions that Examiner of Interferences be directed to 
resume proceedings. Petition denied. 

Heard, Smith, Porter & Chittick, of Boston, Massachusetts and Jewett, 

Mead, Browne & Schuyler, of Washington, D. C. for opposer-appellant. 
M. 8. Meem, of Washington, D. C. for applicant-appellee. 

Lreeps, Assistant Commissioner. 

A petition filed by opposer seeks to have the Commissioner exericse 
his supervisory authority and direct the Examiner of Interferences to 
resume proceedings in this case. On March 23, 1954 the Examiner of 
Interferences issued an order to show cause why proceedings herein should 
not be suspended pending final determination of a civil action between the 
parties. Opposer responded to the order and contended, in effect, that the 
issue in the civil action involved applicant’s (defendant’s) right to use, 
whereas the issue in the opposition is applicant’s (defendant’s) right to 
register, adding, ‘‘Thus, the Patent Office cannot escape the necessity for 
ultimately adjudicating the question of registrability in the present oppo- 
sition proceeding, regardless of the outcome of the civil action, even assum- 
ing that the outcome would be most favorable to applicant.’’ (On April 
15, 1954, the Examiner of Interferences suspended the proceeding stating, 
‘‘* * * the controlling issues presented for determination are necessarily 
the same as those of a civil action for infringement involving the same 
parties and trade marks.”’ 
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Rights in trade marks grow out of their use. Use is a prerequisite to 
ownership, and use in commerce by the owner is a prerequisite to registra- 
tion. Although the ultimate finding of the tribunals of the Patent Office 
in proceedings such as these is the right of an applicant to register, never- 
theless there must be a finding of the right to use in commerce before that 
ultimate finding can be made. The Court, in the civil action, will neces- 
sarily determine this preliminary question of the right to use, and that 
determination will form the basis of the ultimate finding of the Office. 

Simply stated, if the Court concludes that this defendant (applicant) 
has the right to use its mark in commerce, it has a right to register; if the 
Court concludes that the defendant (applicant) has no right to use its 
mark, it has no right to register; if the Court concludes that the defendant 
(applicant) has the right to use its mark only in a single State, it has no 
right to register ; and if the Court concludes that the defendant (applicant) 
has the right to use its mark in a limited territory embracing more than 
one State, it has a right to register for the limited territory. 

Suspension of proceedings under the circumstances present here is a 
matter solely within the discretion of the tribunals of the Patent Office. It 
is not incumbent upon the Commissioner, as suggested by opposer in its 
petition, to make a showing that the resumption of proceedings would work 
a serious injustice to the parties or would unduly inconvenience the Patent 
Office. Rather, the burden is on the party requesting the action to make a 
showing of abuse of discretion by the Examiner of Interferences. This 
burden has not been discharged. 

The petition is denied. 


VALLEY PAPER COMPANY v. M. M. ELISH & CO., INC. 


No. 4369 — Commissioner of Patents — May 21, 1954 


TRADE-MarRK AcT or 1946—TiTLE—ASSIGNMENTS 


Applicant seeks to register the mark KENMORE as a trademark for ‘‘ writing, 
typewriting and printing paper’’ and interference is based on 1937 registration 
of KENMORE for several kinds of cardboard, Bristolboard, gummed paper and cloth 
lined paper. Applicant presented evidence of use of mark prior to Elish & Co. 
registration date which proof is not contested and attempts to show still earlier 
use of mark than shown by Elish based on use by Carew Mfg. Co. and assign- 
ment to applicant. Carew used mark since early 1900’s until early 1930’s and 
did not use mark thereafter. 

TRADE-MaRK AcT or 1946—T1TLE—ABANDONMENT 

Oral statements of lack of intention to abandon are of little avail in view 
of 15 years non-use and cannot constitute proper subject of assignment. 

Since evidence shows that the assignment in December 1948 was subsequent 
to the expiration of the registration in May 1948. Carew registration does not 
aid applicant. 

REGISTRATION PROCEDURE—INTERFERENCE—PLEADING AND PRACTICE 

Oral evidence produced by Elish & Co. of prior use to date shown by ap- 

plicant is not inadmissible because unsupported by documentary evidence. 
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Where records of third party indicate orders prior to applicant’s date and are 
memos sent to Elish in answer to their enquiry as to early records, difficiencies of 
proof as to custody of the records are overcome by testimony of former employee 
of third party, that he was in their employ at the time of the order memos and 
recognized them and therefore the action of the Examiner in finding for Elish & 
Co. is affirmed. 


Interference proceeding between Valley Paper Company, application 
Serial No. 527,746 filed July 5, 1947 and M. M. Elish & Co., Inc., Registra- 
tion No. 350,205 issued September 21, 1937. Applicant appeals from 
decision of Examiner of Interferences. Affirmed. 

Thiess, Olson & Mecklenburger, of Chicago, Illinois for Valley Paper 

Company. 

I. Jordan Kumnik, of New York, N. Y. for M. M. Elish & Co., Ine. 
FEpErIco, Examiner in Chief. 

This is an appeal by the applicant from the adverse decision of the 
Examiner of Interferences in an interference between an application and 
a prior registration. 

The registration involved, No. 350,205, was issued to M. M. Elish & Co., 
Ine. (a dealer in paper located in New York City), September 21, 1937, 
on an application filed April 6, 1937. It discloses the mark KENMORE used 
on papers recited as ‘‘coated and uncoated cardboard known as railroad 
and tough check, paper known as manifold, gummed paper, bond paper, 
coated and uncoated cardboard and Bristolboard known as blanks, sized 
printing cloth known as hollands, cloth-lined paper, parchment and label 
paper.’’ Use since January 1921 is alleged in the registration. 

The application of Valley Paper Co. (a paper manufacturer located 
in Holyoke, Mass.), Serial No. 527,746, was filed July 5, 1947. It seeks to 
register the same mark KENMORE as a trade mark for ‘‘writing, typewriter, 
and printing paper,’’ and asserts use of the mark since 1936. 

Valley Paper Co. has presented evidence showing its own use of the 
mark from May 1936, which is prior to the filing date of the registration 
involved. No question has been raised concerning the nature of this evi- 
dence and it need not be discussed. 

Elish & Co. has presented evidence to show its use of the mark from a 
time earlier than the first use by Valley Paper Co. Valley Paper Co. 
questions the sufficiency of the evidence as to the time prior to its own use, 
and further maintains that it is entitled to a still earlier date by virtue of 
the acquisition of rights from another company, Carew Mfg. Co. The latter 
question will be considered first. 

Valley Paper Co. has introduced a copy of an assignment to it from 
Carew Mfg. Co. which purports to assign, among other things not here 
relevant, all right, title and interest in and to the trade mark KENMORE and 
the registration thereof, and the good will of the business done in connec- 
tion therewith, and also the testimony of some witnesses concerning the 
early use of KENMORE by Carew Mfg. Co., and contends that by reason of 
the purchase of these rights it is entitled to the early date of use of Carew. 
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Carew Mfg. Co. was a manufacturer of paper which went out of busi- 
ness in 1948. It was purchased in August 1948 (manufacture of paper had 
ceased in May or June) by another company and the plant converted to 
the manufacture of another product. Valley Paper Co. presented the 
oral testimony of two witnesses, former employees or officers of Carew, 
which show that Carew used the mark KENMORE on paper in the first decade 
of the present century, prior to any date asserted by either party, and 
that this use continued until a time which will be indicated. Carew also 
registered the mark for ‘‘cover paper’’ in 1928, Reg. No. 242,166, May 15, 
1928. 

However, the testimony shows that Carew ceased the manufacture of 
KENMORE paper in the early 1930’s, and did not again resume the manu- 
facture of paper with this mark. The precise date of the cessation of 
manufacture does not appear, but the witness Webster stated that Carew 
made the paper until the depression hit them in the early 30’s. The same 
witness also stated that the remaining stock on hand was sold to someone 
in New York City in the early 30’s. As stated, manufacture of KENMORE 
paper was never resumed by Carew. 

The Examiner of Interferences held that the mark had been aban- 
doned by Carew. Valley Paper urges that the mark was not abandoned as 
shown by the fact that the Carew officials called as its witnesses stated that 
there was no intention to abandon the mark, and that materials and special 
appliances were saved. As to materials the witness Webster stated that 
paper making materials could be used for making papers other than KEN- 
MORE, finishing materials, of a character not stated, were said to be special- 
ized for KENMORE paper but the testimony does not indicate the quantity 
of them, or of labels, or what was done with them, and their retention is 
not considered significant. The brief stresses the retention of the ‘‘dandy 
roll,’’ stating that the saving of this expensive equipment indicates that 
there was an intention to resume use of the mark. A dandy roll is a roller 
with raised letters used to impress a watermark during the making of 
paper. Both the witnesses stated that the KENMORE paper (cover paper) 
made by Carew did not have a watermark as it was too thick and Webster 
states that the only roll used on KENMORE paper was a general type roll 
with no lettering and only a plain weave which could be used on any 
paper. Valley Paper did acquire a miscellaneous group of dandy rolls 
from Carew at about the time of the assignment, but a Valley paper wit- 
ness stated that some of them were in such poor condition as not to be 
capable of nse. As to the statements by the witnesses that there was no 
intention to abandon the mark, such statements without anything more are 
of little value. Any intention to resume use of the mark must have worn 
pretty thin after fifteeen years, and in any event such an unfulfilled inten- 
tion could hardly be considered the subject of an assignment. 

Valley Paper places great stress on the Carew registration and urges 
that the registration constitutes evidence of use from 1928 to 1948 and that 
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it is entitled to the benefit of this use. This registration expired on May 5, 
1948, and it is not seen that it constitutes evidence of anything which can 
help Valley Paper. The evidence of its purchase, the assignment, is dated 
in December 1948, after the expiration of the registration. It is argued 
that the transfer was orally completed before the date of expiration, but 
there is nothing in the record which even suggests that anything at all was 
done prior to the expiration of the registration, not that it would make any 
difference here. 

The purchase of the defunct trade mark and defunct registration of a 
defunct business can be of no avail to Valley Paper Company. 

The other question in the case relates to Elish & Co.’s proof of its 
early use of the mark. Oral testimony of officials and other witnesses of 
Elish & Co. indicate that the mark KENMORE was used on paper from at 
least the early 1920’s, but no records of the company are produced except 
for sales in 1937 and later years. No question is raised as to the adequacy 
of the proofs from 1937 forward. The absence of Elish & Co. earlier 
records is explained by the fact that in 1938 all old records, which had been 
stored on an upper floor in the warehouse of the building, were badly dam- 
aged by water from a fire hose which had been taken over the roof by 
firemen in combatting a fire next door and which had broken and been left 
on the roof for hours pouring out water; the damaged records were dis- 
posed of, and only current records which were kept in another place were 
saved from damage and retained. 

The witnesses for Elish & Co. are its president who testified to the use 
of KENMORE from 1921 when he started work for the company, a former 
salesman who had worked for the company from 1932 to 1947 and testified 
to the continuous use of the mark while he was employed there, an employee 
who left in 1920 who testified as to the adoption of the mark before he left, 
and two officials or employees of paper manufacturing firms which supplied 
Elish & Co. with paper. One of these testified to supplying Elish & Co., 
from 1922, with coated cardboards, to the labelling of the paper at the 
mill, and to seeing marked paper on Elish & Co.’s shelves when he visited 
them in 1922 to 1925 and in 1935, when he was stationed in New York. 
The other witness worked for Middlesex Products Corp., of Cambridge, 
Mass., from 1926 to 1942, being in charge of accounts and records, handling 
orders and correspondence, from 1926 to 1934; and being New York rep- 
resentative from 1934 to 1942. This company supplied Elish & Co. with 
cloth-lined paper. The witness testified to supplying Elish & Co. with such 
paper marked KENMORE and to applying the labels. A few records of the 
Middlesex Company were produced. 

Valley Paper Co. contends that the records just mentioned are inad- 
missible and has objected to them, and contends that all the oral testimony 
of Elish & Co. which has been referred to is inadequate to prove use prior 
to May 1936, Valley Paper’s date. The position is simply that oral testi- 
mony alone is insufficient in an interference, that documented proof is 
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necessary. No authority is given for this position and it cannot be accepted. 
In Macaulay v. Malt-Diastase Co., 55 App. D.C. 277,4 F.2d 944, 1925 C.D. 
269 (15 TMR 253), the Assistant Commissioner had reversed the Examiner 
of Interferences in a trade mark interference solely on the ground that 
Macaulay had not established his case by documentary proof, and could 
not, therefore, be awarded priority over the other party. The Court re- 
versed the Assistant Commissioner stating, ‘‘Proof may be established 
either by oral testimony or by documentary evidence. One is as competent 
as the other, and if the oral testimony is sufficient to establish proof, docu- 
mentary evidence is unnecsssary, * * *.’’ See also B. R. Baker Co. v. Lebow 
Bros., 32 C.C.P.A. 1206, 66 USPQ 232, 236 (35 TMR 267). (‘‘ While the 
oral testimony of a single interested witness must necessarily have its weak- 
nesses, we know of nothing in trade mark law which justifies the rejection 
of such proof if it is sufficiently probative’’); Lennan Lights, Inc. v. 
United States Electric Mfg. Corp., 85 USPQ 139 (40 TMR 330) (‘‘oral 
testimony, if clear and convincing under all the circumstances, may be 
accepted’’); Cheney Bros. v. Moses Finder Co., Inc., 58 USPQ 568 (33 
TMR 481) ; Nancy Ann Dressed Dolls v. Gardel Industries, 74 USPQ 301. 

The Middlesex records introduced consist of their record and an order 
from Elish & Co. and three memos relating to this order. The order, which 
is dated February 25, 1934, is a blanket order for cloth-lined paper, quan- 
tities to be shipped from time to time as requested until the order is com- 
pleted. The memos, which are dated May 22, 1934, February 2, 1935 and 
July 18, 1936, relate to shipments of KENMORE paper under the order (but 
the last memo may relate to another order). These are objected to on the 
ground that their custody has not been proven. (A batch of records dating 
from March 1934 to January 1937 were simply sent by the Middlesex 
Company to Elish & Co. after an inquiry as to whether they had any rec- 
ords, and the ones introduced were taken from this batch.) It is true that 
the custody of the records from the time they were made to the time they 
were produced was not proven, or not adequately proven, but this deficiency 
is believed overcome by the testimony concerning them by the witness who 
had worked for Middlesex. The witness testified that he was at the plant 
when the order was made out and that he recognized the order and the 
paper on which it was written, and that the three memos were on the usual 
forms used for sending memorandums from the sales office to the factory. 
He identified the handwriting of the first memo as that of an employee at 
the time, the second memo contains a reference to the witness and quotes 
a memorardum concerning the shipment which he had sent to the mill from 
New York after he had been in touch with Elish & Co., and the third memo- 
randum had been written by the witness himself who had been at the mill 
at the time, substituting for another employee who was away. In view of 
this testimony of contemporaneous association of the witness with the rec- 
ords, Valley Paper’s objection is not considered well taken. 
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Finally, Valley Paper urges that, if priority between the parties is not 
found in its favor, the interference should be dissolved, claiming that both 
parties were trespassers on the prior rights of Carew and the Carew regis- 
tration. The merits of the latter contention need not be considered as 
dissolution of the interference is not considered appropriate; dissolution 
would not help Valley Paper since its application would still be rejected 
on the Elish registration and the Office could not take any action with 
respect to the registration, and Valley Paper is not without remedy if it 
believes that the registration was improper. 

The decision of the Examiner of Interferences is affirmed. 














EX PARTE LOS ANGELES STOCKYARDS COMPANY 
Commissioner of Patents — May 24, 1954 





TRADE-MaRK ACT OF 1946—REGISTRABILITY—SLOGANS 
Application to register on Supplemental Register the slogan THE GREAT 
WESTERN MARKET for service of handling, feeding and watering of livestock at 
stockyards is granted since the Packers and Stockyard Act was enacted under the 
commerce clause of the Constitution, as was the Trade-Mark Act of 1946, and 
therefore Congress has determined that the operation of stockyards is a matter of 
interstate commerce. 









Application for registration of service mark by Los Angeles Union 
Stock Yards Company, application Serial No. 613,927 filed May 16, 1951. 
Applicant appeals from decision of Examiner of Trademarks refusing 
registration. Reversed. 

E. J. Balluff, of Detroit, Michigan for applicant. 

Leeps, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register the 
slogan THE GREAT WESTERN MARKET for stockyard services comprising 
. handling, feeding, watering, loading, quartering and weighing of livestock 
in a public central livestock market. Use in advertising and selling the 
services is claimed since December 7, 1922. Registration has been refused 
on the ground that the claimed services are not actively rendered in inter- 
state commerce within the meaning of the Trade Mark Act. Applicant 
has appealed. 

It appears that The Packers and Stockyards Act (Title 7 U.S.C.A.) 
was enacted by the Congress in 1921 under the authority of the commerce 
clause of the Constitution. That Act regulates generally the performance 
of services by stockyards. Pursuant to the Act, ths applicant registered 
on November 1, 1922 and was issued Tariff No. 1 on December 15, 1922. 
It continues to operate subject to the provisions of the Act and to the 
regulations promulgated thereunder by the Secretary of Agriculture. 

The constitutionality of the Packers and Stockyards Act was upheld 
in Stafford v. Wallace, 258 U.S. 495 (S.Ct. 1922) and in Minnesota v. 
Blasius, 290 U.S. 1 (S.Ct. 1933). 
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The Trade Mark Act of 1946 also was enacted under the authority of 
the commerce clause of the Constitution. Congress having determined that 
the performance of services in connection with the operation of a stockyard 
is interstate commerce, and having enacted legislation for the regulation of 
such services, it follows that the services are performed in commerce within 
the meaning of the Trade Mark Act. 

The decision of the Examiner of Trade Marks is reversed. 


AMERICAN FLANGE & MANUFACTURING CO., INC. v. 
PADDOCK SALES OF TEXAS 


No. 31056 — Commissioner of Patents — May 28, 1954 


TRADE-MARK AcT oF 1946—CoONFUSINGLY SIMILAR MARKS 


Where applicant seeks registration of TRI-SURE for water pumping systems and 
is opposed by owner of registered mark TRI-SURE for closure caps, plugs and sealing 
equipment the goods are sufficiently different to make confusion, mistake or decep- 
tion unlikely. 


Opposition proceeding by American Flange & Manufacturing Co., Inc., 
v. Paddock Sales of Texas, application Serial No. 587,284 filed November 
3, 1949. Opposer appeals from decision of Examiner of Interferences, 
dismissing opposition. Affirmed. 

Albert M. Parker, of New York, N. Y. for opposer-appellant. 
Schley & Schley, of Dallas, Texas for applicant-appellee. 
LEEpDs, Assistant Commissioner. 

Application has been filed to register TRI-SURE, displayed on a repre- 
sentation of a shield, for domestic water systems comprising shallow well 
piston type pumps, deep well injector type pumps, coagulant feeders, 
contact tanks, vertical rapid pressure filters, chlorinators and pneumatic 
pressure storage tanks sold as a complete packaged unit. Use is claimed 
since August 16, 1949. Registration has been opposed by the registrant 
of TRI-SURE (Reg. No. 292,449 issued on March 15, 1932, renewed) for 
closure structures for openings in metallic containers and parts thereof, 
namely, caps, plugs, bushings, flanges and washers; and TRI-SURE (Reg. 
No. 532,108 issued on October 17, 1950) for metal forming sealing tools 
for applying seals to container closures, wrenches, dies and die parts. 
The Examiner of Interferences dismissed the registration, and opposer 
has appealed. 

There is no question of priority of use by opposer. The only issue 
is whether or not use of the same word mark—differently displayed—on 
water treating systems on the one hand and closure units and cap seals 
and sealing equipment on the other is likely to lead the purchasing public 
to believe that a single producer makes all of the products. 

Opposer took rather extensive testimony from which it appears that 
from 1941 to 1951 opposer sold an average of approximately 25,000,000 
flanges annually; during the same period the annual sales of plugs and 
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cap seals were each in excess of the flange sales; dies for the installation 
of flanges (which become a permanent part of the drum or container) 
and sealing tools are supplied on a loan basis to customers who are gen- 
erally manufacturers of drums and tanks; close contact is maintained by 
opposer with the users of such loaned equipment to insure use of its 
flanges and the method of identifying the flanges is by looking for TRI-sURE 
on the base of the flanges being installed; in addition to manufacturers of 
drums and tanks, opposer sells flanges to manufacturers who make storage 
tanks and water coolers; closures are sold to oil companies, chemical pro- 
ducers and manufacturers of food products; cap seals are sold directly 
to fillers of containers; it is common to find drums with the TRI-SURE 
closure in hardware and paint stores (for storage of kerosene, turpentine, 
and like products), in service stations (for storage of lubricating oils), 
and on farms and at beach houses (for storage of gasoline, kerosene or 
heating oil) ; since 1937 container manufacturers have been supplied with 
rings which are a component part of the flange insertion dies so that 
TRI-SURE appears and is easily discernible on the finished insertion; and 
TRI-SURE closures have been widely advertised over many years in trade 
periodicals. 

Applicant presented no evidence of any kind, but the description of 
its goods in the application and a photograph of one of the water systems 
submitted to the Examiner of Trade Marks during the prosecution of the 
application indicate that the water treating systems being sold by appli- 
cant are more or less typical of such water systems generally offered for 
sale. The trade mark TRI-SURE displayed on a shield background is applied 
to the sides of storage tanks and possibly to other items in the complete 
unit. 

Opposer’s products are sold generally to drum and container manu- 
facturers who, in the ordinary course of events, would not be in the market 
for domestic water treating systems. They are also sold to fillers of 
containers, such as producers of oil, chemical, and food products who 
would not ordinarily be in the market for such water systems. The hard- 
ware and paint store operators, farmers, and owners of beach homes who 
might be using drums with TRI-suRE flanges and closures are not purchasers 
of those items, but are merely users of drums of which the flanges and 
closures are an integral part. Persons in the latter two categories and 
oil companies in the field might well be purchasers of domestic water 
treating systems, but I do not believe that they would, even if familiar 
with the TRI-suRE flanges and closures on drums which they may be using, 
think the water systems were an item in a line of products manufactured 
by opposer. 

In view of the vast differences in the products of the parties and in 
their channels of distribution, I am of the opinion that confusion, mistake 
or deception within the meaning of the statute is not likely to result. 
The decision of the Examiner of Interferences is affirmed. 
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HANDMACHER-VOGEL, INC. v. 
WEATHERCREST JACKETS, INC. 


No. 31275 — Commissioner of Patents — May 28, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Applicant seeks registration of WEATHERCREST for clothing and is opposed by 
owner of registrations of WEATHERVANE, WEATHERVANE GOLFER for piece goods and 
skirts, jackets and hats respectively but action of Examiner in dismissing opposi- 
tion is affirmed since the words neither look nor sound sufficiently alike to warrant 
finding of likelihood of confusion. 


TRADE-MARK AcT oF 1946—REGISTRATION PROCEDURE—EVIDENCE 


Applicant introduced under Rule 282 copies of fourteen registrations which 
include WEATHER but such registrations are not pertinent to show meaning of word 
where word has familiar and well known meaning. 


Opposition proceeding by Handmacher-Vogel, Inc. v. Weathercrest 
Jackets, Inc., application Serial No. 603,948 filed September 23, 1950. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 

Sidney A. Diamond, of New York, N. Y. for opposer-appellant. 
Maurice 8. Cayne, of Chicago, Illinois for applicant-appellee. 
Lreeps, Assistant Commissioner. 

Application has been filed to register WEATHERCREST for men’s, 
women’s and children’s jackets. Use is claimed since June 16, 1950. 
Registration has been opposed by the registrant of WEATHERVANE (Reg. 
No. 339,318 issued on October 6, 1936) for piece goods; WEATHERVANE 
GOLFER with the representation of a weathervane (Reg. No. 553,814, issued 
January 22, 1952) for skirts, women’s jackets and hats; and WEATHERVANE 
with the representation of a weathervane (Reg. No. 554,949 issued Feb- 
ruary 19, 1952) for women’s suits. The Examiner of Interferences 
dismissed the opposition, and opposer has appealed. 

Stipulated facts filed by opposer in lieu of testimony indicate that 
sales of women’s suits under the trade mark WEATHERVANE increased in 
volume each year from 108,101 items in 1947 to 607,766 in 1951; sales of 
WEATHERVANE skirts amounted to 7,881 in 1948, 22,839 in 1949, 21,770 in 
1950 and 6,781 in 1951; sales of WEATHERVANE GOLFER jackets and skirts 
amounted to 17,637 in 1950 and 2,984 in 1951; and advertising expendi- 
tures in connection with WEATHERVANE and WEATHERVANE GOLFER items 
during the years 1947-51 amounted to more than one and three-quarter 
million dollars. There is nothing in the stipulated facts which indicate any 
use of WEATHERVANE or advertising of the mark for piece goods, Certified 
copies of the three certificates of registration relied upon were also 
introduced. 

Applicant took no testimony, but introduced under Rule 282 certified 
copies of fourteen registrations, all of which show WEATHER (WETHER) in 
combination with different suffixes for wearing apparel. The relevancy 
of these registrations was not indicated in the notice as required by Rule 
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282; nor was the purpose of introducing them explained except that in 
its brief applicant stated, ‘‘* * * it is submitted that they may be con- 
sidered for the purpose of indicating the meaning of conflicting portions 
of marks,’’ citing Sales Affiliates v. Calva, 88 USPQ 443 (Com’r., 1951), 
and Sharp & Dohme, Inc. v. Brookfield Laboratories Chemical Company, 
76 USPQ 319 (CCPA, 1948). The tribunal in the first cited case was 
considering the meaning of LUSTR in connection with shampoos. The case 
reported at 76 USPQ 319 is Huntington Laboratories, Inc. v. Onyx Oil 
and Chemical Company in which the Court of Customs and Patent Appeals 
was considering the meaning of SAN in connection with antiseptic com- 
pounds; and in Sharp & Dohme, Inc. v. Brookfield Laboratories Chemical 
Company, reported at 85 USPQ 82 (40 TMR 328), the Commissioner 
was considering the meaning of SULFA in connection with pharmaceuticals. 
In the present case WEATHER is an ordinary word in the English language 
having a familiar and well-known meaning. 

The registrations are not pertinent for the purpose of showing the’ 
meaning of the word. They might have been pertinent to show that 
opposer has not established a secondary meaning in the word WEATHER, 
but an examination of the pleadings and other documents does not suggest 
that opposer was making any claim of secondary meaning in the word. 
Under the circumstances of this case the registrations are irrelevant and 
immaterial. 

The only question is whether the purchasing public, being familiar 
with opposer’s WEATHERVANE and WEATHERVANE GOLFER wearing apparel 
is likely to believe that WEATHERCREST apparel comes from the same source. 
(The registration for piece goods, issued to a predecessor of opposer is 
disregarded.) I do not think so. WEATHERVANE, as it is used with the 
representation of a weathervane has a well-understood connotation which 
WEATHERCREST does not have. Aside from this, the words neither look 
sufficiently alike nor sound sufficiently alike to warrant a finding of like- 
lihood of confusion. Although prior decisions are not of much help in 
arriving at a conclusion in cases of this kind, it is believed that the con- 
clusion reached here is consonant with that reached by the Court in 
Merritt-Taylor, Inc. v. C. B. Shane Corporation, 93 USPQ 221 (42 TMR 
572), (CCPA, 1952). 

The decision of the Examiner of Interferences is affirmed. 
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